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Dear Sir: Vi ru!CWC 250.00 OP 

This Appeal Brief is submitted in connection with an appeal to the Board of Patent 
Appeals and Interferences from the Final Rejection of the above-referenced Application as set 
forth in the Office Action mailed September 24, 2004. A check for $250 for filing this Brief is 
enclosed. Should any additional fees be necessary, please charge them to our Deposit Account 
No. 11-1410. 

I. REAL PARTY-IN-INTEREST 

The real party-in-interest in this appeal is the Applicant and inventor, Patrick J. 
O'Donnell. 

II. RELATED APPEALS AND INTERFERENCES 

Applicant is unaware of any related appeals or interferences. 

III. STATUS OF THE CLAIMS 
Claims 19-28 and 33-40 are pending in this Application. Claims 1-18 and 29-32 have 
been cancelled and are thus not at issue in this appeal. In accordance with 37 C.F.R. 
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§ 1.192(c)(9), a copy of the claims involved in this appeal is included in the Appendix attached 
hereto. 

IV. STATUS OF AMENDMENTS 

No amendments have been filed subsequent to the final rejection. However, Applicant 
filed a Request for Reconsideration on March 24, 2005. The Examiner has not responded to the 
Request for Reconsideration. 

V. SUMMARY OF THE INVENTION 

A. Some gardeners wish for chemical-free insect removal and plant cleaning 

A pervasive gardening problem is the invasion of insects that feed on garden plants, 
damaging the health of the plant and often creating unsightly residues. Typically, insects prefer 
the bottom sides of plant leaves. The present invention is directed to a specific device and 
associated method for quickly and easily spraying both the top and bottom sides of plant leaves 
with water to remove insects and clean the plant without using any chemicals. 

It is known to spray plants with water to remove the insects. However, spraying tends to 
be cumbersome, difficult, and time-consuming, and it generally meets with only limited success. 1 
The present invention solves this problem, and enables users to quickly, easily and very 
effectively dislodge insects from and clean a plant. 

B. Applicant's elongate sprayer directs a water flow outwardly from an axis of the 
nozzle around substantially the entire circumference of the nozzle axis, and enables 
a user to treat tops and bottoms of plant leaves 

Figure 1, reproduced below, is a perspective view of an embodiment of the handheld 
sprayer. In the illustrated embodiment, the sprayer 20 includes a handle 26 and a body 28. A 
nozzle 30 is at a distal end of the body 28. The sprayer 20 also includes a bend 200. The 
illustrated embodiment includes two spaced-apart sprays directed outwardly from a longitudinal 
axis of the nozzle. Other embodiments employ only a single spray. 2 


See Specification, page 2, line 18 - page 3, line 14. 
See Id. , at page 6, lines 14-31. 
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Figure 2, reproduced below, illustrates the operation of the device in a plant. As can be 
seen, when the device is inserted into a plant with the nozzle axis generally horizontal, water is 
simultaneously sprayed up and down, simultaneously impacting the bottom sides of some leaves 
and the top sides of other leaves and supplying a flow of water that not only dislodges insects but 
also carries such insects off of the plant. The sprayer is then advanced into the plant and 
retracted to more fully dislodge insects and clean the plant. 3 



See Id., at page 7, lines 4-31. 
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C. Applicant teaches a convenient, quick and effective method for using the device to 
access and treat all areas of the plant without forcing the user to bend and contort 

Figures 8 A and 8B, reproduced below, illustrate Applicant's unique method of using his 
sprayer. A user standing in one place using the device according to Applicant's method can treat 
an entire large and tall plant 44 without bending and contorting the user's body. 4 



As shown, during use the axis of the nozzle (30) is kept substantially horizontal. This is 
beneficial in that, especially in embodiments having a spray that is generally perpendicular to the 
nozzle axis, the circumferential spray W is directed up and down, and not toward the user. To 
treat the plant, the user preferably holds the sprayer so that the nozzle axis remains in its 
horizontal attitude, and repeatedly inserts and removes the nozzle in various areas of the plant. 5 
Every time the user advances and retracts the nozzle, insects are dislodged from leaves and 
caught up in a water flow that carries them off of the plant. Additionally, insect residues are 
dislodged and removed by the circumferential water spray. 

Figure 8B presents a view of Figure 8 A taken from the user's direction. This figure 
shows how the elevation of the sprayer can easily be changed by rotating the sprayer about the 
handle, not by the user bending or squatting. For example, when the sprayer is in the low 
elevation 20 A, the user simply rotates the handle about 90° to elevation 20B. Preferably, the 


See Id. 9 at page 14, lines 24-25. 
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spray apparatus is manipulated so that the nozzle remains in a horizontal axis, and the 
circumferential sprays remain directed generally up and down and not directed towards the user. 
Thus, the user has effectively lifted the spray nozzle without bending. 6 

This same process can be repeated for substantially all areas of the plant. Although the 
illustrated embodiment shows a rotation of 90°, it is anticipated that whatever amount of rotation 
is necessary can be accomplished by the user. However, the unique structure of the device 
enables the user to rotate the device 90° and more without having to crouch, reach or otherwise 
change any "aim" of the nozzle. Since the nozzle sprays a circumferential spray, the sprayer 
behaves the same regardless of how the user has rotated the handle so long as the user maintains 
the nozzle axis in a generally horizontal attitude. 7 

VI. ISSUES PRESENTED ON APPEAL 

The following issues are presented: 

A. Does the Examiner's attempt to reject Claims 19-28, 33-35, 39 and 40 by combining 
U.S. Patent No. 3,737,105 to Arnold 8 with U.S. Patent No. Des425,603 to Guo 9 , and 
further with the Kimbrew-Walter Roses "Jet-All" brochure 10 satisfy the 
requirement that a suggestion be shown to combine the references? 

B. Does the combination of Guo and Jet- All inherently teach or make obvious the 
methods of use of Claims 36-38, which are not expressly or impliedly taught in 
either cited reference? 

C. Even if Arnold, Guo and Jet- All are combined, does the combination inherently 
teach or make obvious the methods of use of Claims 19-28, 33-35, 39 and 40, which 
are not expressly or impliedly taught in any of the cited references? 

VII. GROUPING OF THE CLAIMS 
The Examiner has organized the claims in the present Application into two groups. The 
first group consists of Claims 36-38, which were rejected under 35 U.S.C. § 103(a) as 
unpatentable over Guo in view of Jet- All. The second group consists of Claims 19-28, 33-35, 

5 See Id, at page 14, line 14 - page 15, line 3. 

6 See Id. 

7 See Id:, at page 14, lines 27-30. 

8 Hereinafter referred to as "Arnold". 

9 Hereinafter referred to as "Guo". 
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39, and 40, which were rejected in view of 35 U.S.C. § 103(a) as unpatentable over Arnold in 
view of Guo and Jet-All. 

According to 37 C.F.R. § 1.192(c)(7), the Board of Patent Appeals and Interferences may 
"select a single claim" from each group and analyze the rejection for that group "on the basis of 
that claim alone" unless the applicant asserts that "the claims of the group do not stand or fall 
together" and the applicant explains why the individual claims of the group are separately 
patentable. 11 

Applicant believes that the claims in the groups selected by the Examiner do not stand or 
fall together; rather, each claim presents distinct issues concerning patentability. However, 
Applicant has decided not to present arguments as to the independent ground of patentability for 
each claim because this would unnecessarily complicate the issues on appeal. Thus, in 
accordance with the requirements of the C.F.R. and the M.P.E.P., Applicant will maintain the 
grouping set forth by the Examiner, but only for purposes of this appeal, and only with respect to 
the specific grounds of rejection raised by the Examiner in connection with the Arnold, Guo, and 
Jet-All references. This grouping is not intended to be, and should not be construed as, an 
admission or concession that the grouped claims are not patentably distinct. Applicant expressly 
reserves the right to assert in later proceedings the independent patentability of each claim over 
the prior art of record on this appeal and/or any other prior art. 

VIII. ARGUMENT 
A. Rejections Under 35 U.S.C. § 103(a) 

Under Section 103, the Examiner bears the burden of establishing a prima facie case of 
obviousness. An Examiner can satisfy this burden only by introducing prior art that discloses 
every element of the claimed invention with some objective teachings in the record that suggest 
arranging the prior art to produce the Applicant's claimed invention. 12 


1 0 Hereinafter referred to as "Jet-All". 

11 See also M.P.E.P. § 1206. 

12 See M.P.E.P. § 2143 To establish prima facie obviousness, "the prior art reference (or 
references when combined) must teach or suggest all the claim limitations."; see also In re Fine, 
837 F.2d 1071, 1074, 5 U.S.P.Q.2d 1596, 1598 (Fed. Cir. 1988); In re Bell 991 F.2d 781, 782, 
26 U.S.P.Q.2d 1529, 1531 (Fed. Cir. 1993) ("A prima facie case of obviousness is established 
when the teachings of the prior art itself would appear to have suggested the claimed subject 
matter to a person of ordinary skill in the art."). 
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B. Rejection of Claims 36-38 Under 35 U.S.C. § 103(a) 

The Examiner rejected Claims 36-38 under 35 U.S.C. § 103(a) as unpatentable over the 
Guo sprayer in view of the method of Jet- All. 

The Guo reference is a design patent for a sprayer gun. Figures 2 and 6 of Guo, 
reproduced below, are representative of the Guo disclosure. 


The Jet-All sprayer is described in a brochure. Portions of the brochure are reproduced 
below, including a diagram of the Jet- All and a photograph showing the Jet- All sprayer in use. 




FIG. 2 


FIG. 6 
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As illustrated in the brochure, the Jet- All sprayer includes a handle with an "insect control 
head" connected to the distal end of the handle. The head has three upwardly-directed jets 
disposed thereon and is curved "to permit spraying under the leaves of miniature roses as well as 
the taller varieties without spray back on the user." 13 As shown in the photographs, the water 
spray from the jets is directed generally upwardly and away from the user. When the unit is low 
to the ground, the water spray is nearly horizontal. Presumably, the unit is angled upwardly to 
spray the "taller varieties" of roses; however, the jet of water will still be directed generally 
upwardly and away from the user. 

1. The combination of Guo and Jet- All does not teach the structure recited in 


In the Office Action, the Examiner asserts that "[i]t would have been obvious to one of 
ordinary skill in the art at the time of the invention to apply the apparatus taught by Guo in a 
method of insect removal taught by c Jet-all'." 14 Thus, the Examiner's rejection is based only on 
the structure of Guo used according to the method taught by Jet-All , and none of the structure of 


When characterizing the Guo sprayer, the Examiner states that the nozzle is "adapted to 
direct water flow outwardly around the circumference of the nozzle axis." 15 However, with 
reference again to Figures 2 and 6 of Guo, which are reproduced above, the Guo nozzle has water 
holes formed through its face, which appears to be planar and perpendicular to an axis of the 
nozzle. Thus, it appears that the Guo nozzle directs several discrete streams of water generally 
along the nozzle axis. In contrast, Applicant's Claim 36 requires, inter alia, a "nozzle configured 
to direct a flow of water outwardly generally around a longitudinal axis of the nozzle portion." 
Guo does not teach this limitation. 

The Examiner also stretches the disclosure of the Jet-All brochure. For example, the 
Examiner states, "Jet- All teaches ... the longitudinal axis of the nozzle is generally horizontally 
disposed at a first elevation and advancing and retracting the nozzle generally horizontally...." 16 
With reference again to the above figures reproduced from the Jet-All brochure, the Jet-All 


the claims 


Jet-All. 


13 


Jet- All brochure. 

Office Action mailed 9/24/04, Page 3. 
Id., Page 2. 
Id., Page 2. 


14 


15 


16 
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brochure shows the device being used such that an axis of the nozzle is at a substantial angle, 
clearly more than 45°, from horizontal. Perhaps Jet- All is capable of being used at other angles, 
but it is always shown in an attitude in which the nozzles are oriented to direct spray upwardly 
from the nozzle and away from the user. In fact, as apparent from the Jet-All sketch, if the 
Jet- All device is to be truly oriented so that the nozzle axis is generally horizontal, the handle of 
the device will necessarily be lower than the nozzle when the nozzle sprays upwardly. 

Applicant asserts that the Jet-All brochure does not teach what the Examiner says it 
teaches. Accordingly, the method of Jet-All does not teach at least the limitation "while 
maintaining the nozzle axis in a generally horizontal attitude, repeatedly advancing and retracting 
the nozzle into and out of the interior portion of the plant at a plurality of locations in the first 
region so that water flow is directed onto undersides of interior leaves of the plant and top sides 
of interior leaves of the plant" of Claim 36. 

Since the references do not disclose at least these claim limitations, Applicant requests 
that the rejection of these claims be reversed. 

2. None of the cited references explicitly teaches the claimed method, and the 


Notwithstanding the above, the Examiner contends that Guo "contains all of the structural 

limitations of applicant's claim language and therefore has the capability of performing the 

method steps presented by 'Jet- All'." The Examiner further states: 

The intended use of the claimed invention must result in a structural difference 
between the claimed invention and the prior art in order to patentably distinguish 
the claimed invention from the prior art. If the prior art structure is capable of 
performing the intended use, then it meets the claim. 17 

The Examiner has erroneously stated and applied the patent law. 35 U.S.C. § 101 states 
"Whoever invents or discovers any new and useful process, machine . . . may obtain a patent 
therefor . . . The patent statute further clarifies that "The term 'process' means process, art or 
method, and includes a new use of a known process, machine, manufacture, composition of 


cited combination does not teach or suggest the claimed method 


17 


Id., Page 3. 
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matter, or material." 18 Further, the M.P.E.P. clarifies, "New and unobvious uses of old structures 
and compositions may be patentable." 19 

The claimed invention is structurally different than the cited art; however, even if it were 
structurally similar to the prior art, Applicant contends that the claimed invention would still be 
patentable over the cited art. This is because it uses such structure in a manner never before 
recognized, taught or suggested. 

For example, Claim 36 requires, inter alia, "rotating the apparatus about the handle at 
least about 90° to change the elevation of the nozzle axis from a position in the first region to a 
position in the second region without substantially changing its generally horizontal attitude." 
The Examiner admits that neither Guo nor Jet- All alone explicitly or impliedly teaches this 
method. In fact, it is plain from the Jet- All brochure that rotation of the sprayer about the handle 
to change the elevation is never contemplated. Nevertheless, the Examiner contends that the 
combination of Guo and Jet- All "inherently" teaches this claim limitation. 

3. The Examiner has incorrectly applied the doctrine of inherency and has not 
satisfied her burden with regard to inherency 

The Examiner specifically states "Guo as modified inherently teaches rotating the 
apparatus at least about 90° so that the longitudinal axis of the nozzle is moved to a second 
elevation but remains generally horizontally disposed during rotation and advancing and 
attracting the nozzle generally horizontally at the second elevation to efficiently and effectively 
treat all size plants." 20 The Examiner has not provided factual evidence to satisfy this contention 
of inherency. Moreover, the Examiner has incorrectly applied the principle of inherency. 

a. Inherency applies only to the teachings of a single prior art reference, 
but the Examiner has applied inherency to a combination of 
references. 

The Examiner does not contend that the Jet- All reference inherently teaches the claimed 
method, nor does the Examiner contend that the Guo reference inherently teaches the method. 
Rather the Examiner contends that a combination of Guo and Jet-All inherently teaches the 
method. Although Applicant disagrees with the Examiner that the combination inherently 

^ 35 U.S.C. § 100(b)(emphasis added). 
19 M.P.E.P. §2112.02. 
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teaches the claimed method, Applicant first notes that the Examiner has misapplied the principle 
of inherency. 

The Federal Circuit has established that there is no inherent disclosure when a prior art 
reference must be modified or reconfigured in a special way to produce a missing limitation. 21 
Combining a prior art reference with another reference and then asserting that the combination 
has inherent properties is substantially the same as modifying or reconfiguring either one of the 
references in a special way to produce a missing limitation. Accordingly, the Examiner's 
assertion that the Guo/Jet-All combination has inherent properties that are not inherent to either 
of the references taken alone is not legally supported. 

b. The claim limitations are not necessarily present in the cited 

combination of references, and are thus not "inherent" to the 

combination 

As just discussed, it is inappropriate for the Examiner to assert inherency of a 
combination of references. However, in this case, even if the combined disclosures of Guo and 
Jet- All were considered, they still would not satisfy the requirements for inherency, and the 
Examiner has not presented any factual evidence to support her contention of inherency. 

Inherency "may not be established by probabilities or possibilities. The mere fact that a 
certain thing may result from a given set of circumstances is not sufficient." 22 Further, for a 
claim limitation to be inherently disclosed by a reference, "it must be necessarily present and a 
person of ordinary skill in the art would recognize its presence." 23 

Further, inherency does not even exist when a missing claim element is very likely, 
though not necessarily, present in a prior art reference. For example in Glaxo, Inc. v. 
Novopharm, Ltd. 24 an infringer unsuccessfully asserted that a patent was invalid by inherent 
anticipation because the claimed chemical compound was the undisclosed product of a process 

20 Office Action dated 9/24/04, page 3 (emphasis added). 

21 See Electro Medical Systems S.A. v. Cooper Life Sciences, Inc., 34 F.3d 1048, 1052 (Fed. 
Cir. 1994) (no inherency found when prior art patent disclosed missing limitation if set to a 
particular water pressure not explicitly disclosed in the prior art patent); In re Rijckaert, 28 
U.S.P.Q. 2d 1955, 1956 (Fed. Cir. 1993) (no inherency found when prior art reference disclosed 
limitation if certain settings were assumed). 

22 In re Oelrich, 666 F.2d 578, 581, 212 USPQ 323, 326 (CCPA 1981) (emphasis added). 

23 Crown Operations Int'l Ltd. v. Solutialnc, 62 USPQ2d 1917, 1923 (Fed. Cir. 2002). 
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described in a prior art reference. An expert witness performed the prior art process 13 times, 
each time producing the claimed invention. When performed by others on two occasions, 
however, the process produced a different compound. The court therefore found that the prior art 
process could yield either the claimed compound or another compound, and hence the claimed 
compound was not necessarily present in the prior art reference. 25 Thus, there is no inherent 
disclosure when any possible interpretation of the reference would not include the missing 
element. 

The M.P.E.P. states the following concerning inherency: 

To establish inherency, the extrinsic evidence must make clear that the missing 
descriptive matter is necessarily present in the thing described in the reference, 
and that it would be so recognized by persons of ordinary skill. 26 

In light of the above discussion, it is clear that for every contention of "inherency," the 
Examiner must establish that the method limitation (1) is necessarily present in the Guo/Jet-All 
combination, and (2) that an ordinary person would recognize the claimed method. The 
Examiner has not presented facts to establish these points and thus has not satisfied her burden. 

One of ordinary skill in the art would not necessarily recognize or wish to perform the 
claimed method. Even if Guo and Jet-All were combined, there is no motivation for a user to 
perform the claimed method steps unless taught to do so by some other reference. In fact, 
Applicant's specification is the only reference teaching the motivation to rotate a specially- 
constructed spraying device in order to change its elevation. "To imbue one of ordinary skill in 
the art with knowledge of the invention in suit, when no prior art reference or references of 
record convey or suggest that knowledge, is to fall victim to the insidious effect of a hindsight 
syndrome wherein that which only the inventor taught is used against its teacher'" 21 

Not only would an ordinary person not recognize Applicant's claimed method, Applicant 
has evidence that users find the method "unusual" and can have difficulty performing the method 
even after having been explicitly taught how to perform it. Applicant's product was tested by 


24 52 F.3d 1043 (Fed. Cir. 1995). 

25 See Glaxo, 52 R3d at 1047-48. 

26 M.P.E.P. § 21 12 (emphasis added). 

27 W.L. Gore Assoc., Inc. v. GarlocK Inc., 220 USPQ 303, 312-313 (Fed. Cir. 1984) 
(emphasis added). 
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members of the National Home Gardening Club. 28 Applicant's instructions, reproduced below, 
were provided to testers along with Applicant's product. Though many testers immediately 
grasped the concept, some testers had trouble learning the method. 



Narratives from two of the testers are reproduced below. 29 

This is an excellent special-purpose tool that gardeners need and will use. The unusual 
spray pattern requires a bit of practice (or a raincoat), but it is just what is needed for 
blasting bugs. 30 

I used the Bug Blaster™ to rid my Lilies of aphids and ants that tend them. Used 
it several times to keep both under control. First time I used Bug Blaster™ I 
sprayed myself till I got used to rotate as I raised the wand . 31 


28 Applicant submitted a Declaration on November 8, 2003 including exhibits showing 
instructional materials that Applicant includes with his device and also including information 
from a test of Applicant's product that was performed by the National Home Gardening Club 
(the "Club"). As part of the Test Program, Applicant submitted his product, which embodies the 
claims, to several Club members for testing. Applicant included explicit graphical instructions 
with his product; however, some gardeners still had trouble learning how to properly perform the 
method. The Declaration and exhibits were submitted to the Examiner on November 26, 2003. 
The 2003 Declaration and exhibits are included in the Appendix. 

Applicant paid no money to the Club or to evaluating Club members for participation in 
the Test Program. A Supplemental Declaration to that effect has been filed under separate cover, 
and a copy of the Supplemental Declaration is included in the Appendix. 

29 Other narratives are reproduced later in this brief. 

30 Declaration of Patrick O'Donnell, November 8, 2003, Exhibit B, Member Number: 
80722195 (emphasis added). 

31 Id., Member Number: 70052476 (emphasis added). 
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These statements show that people of skill in the art (here, members of the National 
Home Gardening Club) find Applicant's claimed method counterintuitive, and require practice to 
get used to the method even after being explicitly taught how to perform it. 

The Examiner has not, and indeed cannot, argue that any one of the cited references taken 
alone inherently discloses the claimed method. For example, the Jet-All reference does not 
necessarily teach this method, nor is there any evidence that a person of skill in the art would 
recognize the method from seeing the Jet-All device. The same goes for the Guo/Jet-All 
combination. 

To justify her contentions concerning inherency, the Examiner states that "it is human 
nature to orient a device in a desired manner to fit the space constraints of the situation." The 
Examiner goes on to state, "The method steps of the instants [sic] claims are readily apparent 
during the operation of the device of Arnold and Guo to the application area taught by 
'Jet- All'." 32 These statements appear to be factual assertions, of which the Examiner appears to 
be taking official notice. In Applicant's Request for Reconsideration filed March 24, 2005, 
Applicant specifically traversed these "factual findings" and requested that the Examiner provide 
documentary evidence to support each fact-finding statement. Since the Examiner has not 
provided any documentary evidence to support these statements, these statements cannot be used 
to maintain the rejection. 33 


As discussed above, an assertion of "inherency" requires specific factual support showing 
that the method limitation is necessarily present in the prior art and that it would be recognized . 
The Examiner has presented no factual support , and has not satisfied her burden. However, 
Applicant has presented factual evidence that people find the method "unusual" and have 
difficulty learning the method even after having been explicitly taught. 

4. The Examiner has not established a prima facie case of obviousness. 

An assertion of "obviousness" requires that the references teach all claim limitations. 
Since the Examiner has not presented facts sufficient to support her inherency arguments, and 
since the cited references do not teach all of the claim limitations, Applicant respectfully 
contends that the Examiner's rejection of these claims should be reversed. 


r 


32 


Office Action dated 9/24/04, page 8. 
See M.P.E.P. Section 2144.03(c). 


33 
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C. Rejection of Claims 19-28, 33-35, 39 and 40 Under 35 U.S.C, § 103(a) 

The Examiner rejected Claims 19-28, 33-35, 39 and 40 under 35 U.S.C. § 103(a) as 
unpatentable over Arnold in combination with Guo and Jet-All. Applicant contends that not only 
is there no motivation to combine these references, but the references, even if combined, do not 
teach or suggest all of the limitations of the claims. 

1. There Is No Motivation To Combine The Cited References 

The Federal Circuit has made clear that "[ojbviousness cannot be established by 
combining the teachings of the prior art to produce the claimed invention, absent some teaching, 
suggestion or incentive supporting the combination." 34 Further, references that teach away from 
one another cannot be properly combined to support an obviousness rejection. 35 

Evidence of a suggestion to combine prior art references may flow from the references 
themselves, the knowledge of one of ordinary skill in the art, or from the nature of the problem to 
be solved. However, such suggestion must be "clear and particular". 36 In In re Dembiczak, 31 the 
applicant claimed an orange plastic trash bag with a jack-o-lantern face printed thereon. The 
application was rejected as obvious in light of the combination of a reference showing a plastic 
trash bag and a reference describing a method of making a "paper bag pumpkin". The Federal 
Circuit reversed the finding of obviousness and held that there was no suggestion to combine the 
references. Even though the references "described all of the limitations of the pending claims," 38 
no suggestion, teaching, or motivation to combine the references was particularly identified. 
Thus, the combination was improper. 

2. There is no motivation to combine Guo with Arnold 

Arnold discloses a spray nozzle for producing a pair of radially-directed sprays. As 
discussed above, Guo teaches a handheld sprayer with a nozzle having openings that appear to 
direct several discrete streams of water in a direction generally along the axis of the nozzle. The 
Examiner states, "It would have been obvious to one of ordinary skill in the art to modify the 

34 In re Napier, 55 F.3d 610, 613, 34 U.S.P.Q.2d 1782,1784 (Fed. Cir. 1995). See, e.g., In 
re Stencel, 828 F.2d 751, 755 (Fed. Cir. 1987). 

35 See Winner Int'l Royalty Corp. v Ching-rong Wang, 202 F.3d 1340, 1349-1350 (Fed. Cir. 
2000). 

36 In re Dembiczak, 175 F.3d 994, 999 (Fed. Cir. 1999). 

37 id. 

38 Id. at 1000. 
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teachings of Arnold with the teachings of Guo to provide a handle for the ergonomic advantage 
illustrated by Guo. Since it is old and notoriously well-known to place extensions/handles on 
nozzles to reach higher elevations or into narrow areas." 39 This vague and uncertain 
"motivation" was drummed up by the Examiner, and certainly is not the type of "clear and 
particular" teaching required by the law. The Guo reference is a design patent, and thus includes 
no discussion of the use of the device. Arnold, on the other hand, expressly teaches spray that is 
directed radially. Arnold discloses a use of its nozzle as "a gas washing apparatus," and also 
indicates that "it is also adapted to various other uses as will be apparent to a person skilled in the 
art." 40 However, Arnold contemplates no reason to dispose its nozzle on a spray apparatus 
having the features of Guo. 

Furthermore, the Guo and Arnold references would tend to teach away from one another. 
Specifically, the Guo nozzle and the Arnold nozzle spray water in perpendicularly different 
directions. Although Guo does not explicitly describe its purpose, the replacement of Guo's 
nozzle with the Arnold nozzle would materially change the operation of the Guo reference 
because the Guo sprayer would no longer direct water in the direction the nozzle is pointed. This 
likely would be unsuitable for Guo's intended purpose. 

Since there is no "clear and particular" suggestion in either Guo or Arnold to combine 
these references, these references are not properly combined. 

3. The Guo/Arnold combination, or even the Arnold nozzle taken alone, is not 
properly combined with the Jet-All method 

As discussed above, the Jet-All brochure depicts the Jet-All sprayer directing a spray 
away from the user. The Jet- All sprays appear to be directed substantially perpendicular and 
upward relative to the nozzle axis, and the Jet- All is never shown as being used with the nozzle 
axis substantially horizontal. Instead, the nozzle axis is shown as tilted forward so that the spray 
is directed away from the user. This is not surprising, as one of the important aspects of the 
Jet- All device is that it allows spraying under leaves "without spray back on the user." 41 If a user 
were to use a Guo/Arnold combination device, or even a Jet- All device with an Arnold nozzle, in 
accordance with the method as shown by the Jet- All brochure, the spray from the underside of 

39 Office Action mailed 9/24/04, Page 4. 
4 <> Arnold, Col. 2, 11. 45-52. 
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the nozzle would be directed towards the user. The Jet- All brochure expressly teaches that this is 
undesirable. Thus, these references teach against combination and are not properly combined. 

4. None of the cited references explicitly teach the claimed method, and the 
cited combination does not "necessarily" teach the claimed method 

Claim 19 requires, inter alia, "rotating the apparatus at least about 90° so that the 
longitudinal axis of the nozzle is moved to a second elevation that remains generally horizontally 
disposed during rotations; and advancing and retracting the nozzle generally horizontally at the 
second elevation." The Examiner states that Arnold as modified by Jet-All "inherently teaches 
rotating the apparatus at least about 90° so that the longitudinal axis of the nozzle is moved to a 
second elevation but remains generally horizontally disposed during rotation and advancing and 
retracting the nozzle generally horizontally at the second elevation to efficiently and effectively 
treat all size plants." 42 

The Examiner's contentions regarding inherency are substantially the same as those in 
connection with Claims 36 - 38 as discussed above. As such, this assertion of inherency fails for 
the same reasons set forth above in connection with Claims 36- 38. 

5. The Examiner has not established a prima facie case of obviousness. 

Combination of references for an obviousness rejection requires a "clear and particular" 
teaching in the references suggesting such combination. Further, an assertion of "obviousness" 
requires that the references teach all claim limitations. Since the Examiner has not identified a 
motivation to combine the Arnold, Guo and Jet-All references, since the Examiner has not 
presented facts sufficient to support her inherency arguments, and since the cited references do 
not teach all of the claim limitations, Applicant respectfully contends that the Examiner's 
rejection of these claims should be reversed. 

D. Evidence of long-felt, unsolved need rebuts any prima facie evidence of obviousness 

Even if the Examiner has established a prima facie case of obviousness, that showing has 
been rebutted because Applicant's invention satisfies a long-felt need not solved by others. 

Secondary considerations of non-obviousness, such as long-felt but unsolved need, must 
always be considered in determining whether the claimed design would have been obvious over 


Jet- All Brochure, 

Office Action dated 9/24/04, page 5. 
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the prior art. 43 Indeed, such evidence is often the most significant and persuasive evidence on the 

issue of non-obviousness. As explained by the U.S. Court of Appeals for the Federal Circuit: 

[E]vidence of secondary considerations may often be the most probative and 
cogent evidence in the record. It may often establish that an invention appearing 
to have been obvious in light of the prior art was not. It is to be considered as part 
of all the evidence, not just when the decision maker remains in doubt after 
reviewing the art. 44 

According to the M.P.E.P., establishing long-felt need depends on the following factors: 

First, the need must have been a persistent one that was recognized by those of 
ordinary skill in the art. . . . 

Second, the long-felt need must not have been satisfied by another before the 
invention by applicant. . . . 

Third, the invention must in fact satisfy the long- felt need. 45 

Applicant's claimed invention satisfies these factors. This is further evidence that Applicant's 
claimed invention is nonobvious. 

During prosecution of the application, Applicant submitted a Declaration in which the 
Applicant describes a Test Program with the National Home Gardening Club in which 
Applicant's product embodying the claimed invention (marketed as "The Bug Blaster™") was 
evaluated by Club Members. Since the results of the Test Program evaluations were positive, 
The Bug Blaster™ became a recommended product of the National Home Gardening Club, and 
the Test Program results were published in the Club's periodical, "Gardening How-to". 46 

Pursuant to Exhibit B of the Declaration, several evaluation forms of Club Members from 
the Test Program are attached. These forms illustrate that there has long been a recognized need 
for easy removal of insects from plants using water without pesticide; others have tried to satisfy 
this need, but have failed to come up with an easy and effective way to do it; and The Bug 
Blaster™ satisfies this need . 

The following statements are excerpts from the forms: 


4 3 M.P.E.P. §2141. 

44 Simmons Fastener Corp. v. Illinois Tool Works, Inc., 739 F.2d 1573, 1575, 222 USPQ 
744, 745 (Fed. Cir. 1984). 

45 M.P.E.P. §716.04 (emphasis added). 

46 The Declaration and Exhibits, which were submitted to the Patent Office in 2003, are 
included in the Appendix. 
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Wow! This is great! Now I can blast those bad bugs on the back of the leaves without 
going through all the contortions trying to reach them with an ordinary stream nozzle . 
Sure makes it easier on this old back. 47 

The Blaster is easy to use all instructions advise spray bottom of the leaves. This is so 
easy with the Bug Blaster and so effective. I have 21 rose bushes, using Bug Blaster it 
only took a few moments per bush so easy. 48 

The Bug Blaster is the best! I can blast away the garden pests without harming the plants 
and without using pesticides, very effective. I would recommend it to all my fellow club 
members. 49 

The Bug Blaster is another great tool for my Garden and Orchard. We live in a very dusty 
place and since the water spray goes under and over the plants and small trees, I have a 
healthier and cleaner Garden. Thank you for the Bug Blaster. 50 

It Really works. I had such trouble with aphids before using this. Now no pesticide 
needed. 51 

Would definitely recommend. Used on my crepe myrtle trees with aphid problem. 
Didn't need to use any chemicals and it worked. 52 

I have a 100% organic garden which prospers, but it always seems the aphids will zero in 
on one or two areas. The regular hose end sprayer doesn't quite do the trick, but this 
blaster really sent those aphids flying . (The birds had a feast too!). 53 

As soon as I received the Bug Blaster, I put it to work. I had been fighting an infiltration 
of aphids on my cucumber plants. I used the Bug Blaster on the cucumber plants a few 
times and my aphid problem is gone. The Bug Blaster is very easy to use and doesn't 
damage the foliage and no chemicals. 54 

Bug Blaster works far better than using the garden hose method alone — the water jet 
design really does a great job in the veggie garden and the rose garden where aphids 


47 

Declaration of Patrick O'Donnell, November 8, 2003, Exhibit B, Member Number: 

70057991 (emphasis added). 


48 

Id. , Member Number: 

80827711. 

49 

Id., Member Number: 

70015237. 

50 

Id., Member Number: 

70043504 (emphasis added). 

51 

Id. , Member Number: 

80748304 (emphasis in original). 

52 

Id. , Member Number: 

81 141698 (emphasis in original). 

53 

Id., Member Number: 

80037362 (emphasis added). 

54 

Id., Member Number: 

70001955. 
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attacked this year's cucumbers and half of my prize roses — I was very happy to see Bug 
Blaster get whiteflies out of the grape arbor!! 55 

My area (Southern Calif.) has a heavy infestation of white flies; anybody who has to deal 
with this curse, knows how difficult it is to get rid of them. I have now been using my 
"Bug Blaster" on my 8 ft. tall, heavily infested hybiscus, for fifty consecutive days and 
. . . almost neary a pesky white fly to be found! ! Thank you, Bug Blaster! 56 

This is an excellent alternative to chemical means of getting rid of bugs, and cleans well 
to. I've hesitated to using chemicals so have put up with the bugs. Glad now to have an 
effective method of being rid of them. 57 

I've had a bad whitefly problem this summer and tried safer soap, horticultural oil, and 
this product. This was by far the funnest and cleanest and least toxic, and worked as well 
as the other products. 58 

Applicant contends that it is clear from these statements that a need for a reliable way to 
remove insects from plants without relying on pesticides was well recognized before Applicant's 
invention. Further, attempts to solve this need have been made, including spraying plants with a 
hose or ordinary nozzle, but these attempts have been unsatisfactory, being too difficult, time- 
consuming, and ineffective . Importantly, hose end sprayers and stream nozzles are substantially 
the same as the Jet-All sprayer, which directs streams of water only in an upward-and-away- 
from-the-user direction. Still further, the common theme of the evaluators is to praise The Bug 
Blaster™ because "It works!" 

Applicant contends that the above evidence clearly satisfies the requirements to show that 
the claimed invention satisfies a long-felt, unsolved need. Specifically, the Test Program 
evaluations establish that 1) there has long been a recognized need for removing insects from 
plants without using pesticides; 2) others have tried to address this need, but without success; and 
3) Applicant's claimed invention works for its intended purpose, and satisfies the long-felt, 
unsolved need . Since this is evidence of nonobviousness, Applicant has rebutted any prima facie 
case of obviousness and provides further reasons why the rejection under 35 U.S. C. § 103 should 
be reversed. 


Id, Member Number: 70007469 (emphasis added). 
Id, Member Number: 70004972. 
Id., Member Number: 70036220. 
Id, Member Number: 70098546. 
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IX. CONCLUSION 

Nothing in the prior art, individually or in combination, discloses, teaches, or suggests the 
invention recited by the claims on appeal. Further, the prior art references are not properly 
combined. Still further, Applicant's invention satisfies a long-felt, but unsolved need. 
Accordingly, Applicant respectfully requests that the Examiner's rejections be reversed and that 
Claims 19-28 and 33-40 be passed to issuance. 

Respectfully submitted, 

KNOBBE, MARTENS, OLSON & BEAR, LLP 


Dated: 



Registration No. 46,188 
Attorney of Record 
Customer No. 20,995 
(949) 760-0404 
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Claims in Application Serial No. 09/557,234 

1-18. Cancelled 

19. A method for removing insects from and cleaning a plant having leaves, the 
method comprising: 

providing a hand held spraying apparatus having a handle, an elongate body 
portion, and a nozzle portion at a distal end of the body portion, the nozzle portion having 
a longitudinal axis and being adapted to direct a generally continuous water flow in a 
direction outwardly from the axis around substantially the entire circumference of the 
nozzle axis, the apparatus configured so that moving the handle correspondingly moves 
the nozzle portion; 

providing a source of water under pressure; 

placing the spraying apparatus into communication with the source of water under 
pressure; 

positioning the nozzle adjacent an underside of a plant leaf so that a portion of the 
water directed by the nozzle impacts the leaf underside and the longitudinal axis of the 
nozzle is generally horizontally disposed at a first elevation; 

advancing and retracting the nozzle generally horizontally so that a flow of water 
impacts the leaf underside along its length; 

rotating the apparatus at least about 90° so that the longitudinal axis of the nozzle 
is moved to a second elevation but remains generally horizontally disposed during 
rotation; and 

advancing and retracting the nozzle generally horizontally at the second elevation. 


20. The method of Claim 19, wherein the elongate body portion is substantially 
straight. 

21. The method of Claim 20, wherein the nozzle is adapted to direct a flow of water 
in a substantially vertical plane. 

22. The method of Claim 21, wherein the substantially vertical plane is substantially 
perpendicular to the nozzle portion and comprising the step of holding the elongate body in a 
substantially horizontal attitude. 

23. The method of Claim 22, wherein the handle includes a bend point and 
comprising the step of adjusting the elevation of the body portion by rotating the handle about a 
proximal end of the handle. 

24. The method of Claim 19, additionally comprising advancing and retracting the 
apparatus into and out of the plant at a plurality of locations so that the flow of water directed by 
the nozzle simultaneously impacts the top side of a first plant leaf along at least a portion of its 
length and the underside of a second plant leaf along at least a portion of its length. 

25. The method of Claim 19, wherein the nozzle is adapted to create a substantially 
planar and contiguous wall of water around the circumference of the nozzle. 

26. The method of Claim 25, wherein the nozzle is adapted to create two or more 
substantially planar and contiguous walls of water around the circumference of the nozzle, the 
walls of water being spaced apart from each other. 

27. The method of Claim 25, additionally comprising advancing and retracting the 
nozzle between leaves of the plant so that the portions of the wall of water simultaneously impact 
undersides of leaves generally above the nozzle, top sides of leaves generally below the nozzle, 
and any matter that may be between the leaves of the plant. 


28. The method of Claim 27, additionally comprising advancing and retracting the 
nozzle between leaves of the plant at a plurality of locations. 
29-32. Cancelled 

33. The method of Claim 23, comprising rotating the handle about an axis of rotation 
generally parallel to the longitudinal axis of the nozzle. 

34. The method of Claim 19, wherein water flow is simultaneously directed upwardly 
and downwardly. 

35. The method of Claim 19, wherein the elongate body portion and the nozzle 
portion are substantially straight and have substantially the same longitudinal axis. 

36. A method of removing insects from and cleaning an interior portion of a leafy 
plant having a first region and a second region that are disposed at different vertical elevations, 
comprising: 

providing a hand held spraying apparatus having a handle, an elongate body 
having a length of at least about one foot, and a nozzle at a distal end of the elongate 
body, the nozzle configured to direct a flow of water outwardly generally around a 
longitudinal axis of the nozzle portion, the nozzle portion fixedly connected to the handle 
and being configured to move with the handle; 

placing the spraying apparatus into communication with a source of water under 
pressure; 

while maintaining the nozzle axis in a generally horizontal attitude, repeatedly 
advancing and retracting the nozzle into and out of the interior portion of the plant at a 
plurality of locations in the first region so that water flow is directed onto undersides of 
interior leaves of the plant and top sides of interior leaves of the plant; 


rotating the apparatus about the handle at least about 90° to change the elevation 
of the nozzle axis from a position in the first region to a position in the second region 
without substantially changing its generally horizontal attitude; and 

advancing and retracting the nozzle into and out of the interior portion of the plant 
at a plurality of locations in the second region. 

37. The method of Claim 36 additionally comprising holding the elongate body at a 
generally horizontal attitude while advancing and retracting the nozzle. 

38. The method of Claim 37, wherein the elongate body is at least 18 inches long. 

39. The method of Claim 23, wherein the handle is bent about 30-60° at the bend 

point. 

40. The method of Claim 19, comprising rotating the apparatus about 90° while 
keeping the longitudinal axis of the nozzle generally horizontally disposed during rotation, and 
advancing and retracting the nozzle generally horizontally into and out of the plant a plurality of 
times while rotating the apparatus. 
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The Jet-All is a necessity for the serious rose 
grower and the Organic gardener. 

The Jet-All has a head designed to aid rose 
growers in the control of insects and spider mites. 
This unit has three jets positioned on a curved 
head to permit spraying under, the leaves of 

miniature roses as well as the taller varieties 
^B^BBBBBBIbIIHII^BI without spray back on the user. The 
B^8BIBBBB!lfjBliHpBi handle has a control valve to establish the 
MB[i|| W desired pressure and a quick coupler for 

HSHS9HHBraKE9BBi ease of use. 



with Valve 

Use handy order blank on reverse side today! 
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Commissioner for Patents 
P.O.Box 1450 
Alexandria, VA 22313-1450 


Dear Sin 

% Patrick O'Donnell, hereby declare that: 

1. 1 believe that I am the original and sole inventor of the subject matter described and 
claimed in the above-captioned application. 

2. I currently market a method and apparatus for dislodging insects from plants under 
thetradename-THEBUGBLASTER-". The Bug Blaster™ method and apparatus provides a 
hand held spraying apparatus having a handle, an elongate body portion, and a nozzle portion at a 
distal end of the body portion. The nozzle portion has a longitudinal axis and is adapted to direct 
water flow outwardly around the circumference of the nozzle axis. The apparatus is configured 
so that moving the handle correspondingly moves the nozzle portion. Users are taught to connect 
the spraying apparatus to a source of pressurized water, position the nozzle adjacent an underside 
of aplant Leaf so that a portion of the water directed by the nozzle impacts the leaf underside and 
the longitudinal axis of the nozzle is generally horizontally disposed at a first elevation, and 
advancing and retracting the nozzle generally horizontally so that a flow of water impacts the leaf 
underside along its length. Users are further taught to rotate the apparatus at least about 90° so 


Appl.No. : 09/557,234 

m «* i Aprfl24,2000 

that the longitudinal axis of the nozzle is moved to a second elevation but remains generally 
horizontally disposed during rotation, and advance and retract the nozzle generally horizontally 
at the second elevation. A copy of instructional materials showing The Bug Blaster™ method 
and apparatus is attached as Exhibit A. 

3. J recently enrolled in a Test Program with the National Gardeoing Club to test The 
Bug Blaster™. On information and belief, the National Gardening Club includes Members that 
are highly motivated gardeners. As part of the Test Program, I supplied several Club Members 
with The Bug Blaster™ method and apparatus. The Club Members used and evaluated The Bug 
Blaster™. Copies of several evaluation forms are attached hereto as Exhibit B. 

4. I submitted to the Test Program with the understanding that if the Club Member 
evaluations were positive, The Bug Blaster™ method and apparatus would become a 
recommended product of The National Gardening Club, and the Test Program results would be 
published in the Club's periodical, "Gardening How-to". In fact, the Test Program results were 
published in the March/April 2003 issue of <Wening How-to" (copy attached as Exhibit C), 
and The Bug Blaster™ has become a recommended product of the Club as a result of the Test 
Program. 

5. I declare mat all statements made herein of my knowledge are true and that all 
statements made on information and belief are believed to be true; and further that these 
stateaentewere made with the knowledge that willful, false statements and the like so made are 
puni^le^yjpne or imprisonment, or both, under Section 1001 of Title 18 of the United States 
CodX and tW suchwillful, fclse statements may jeopardize the validity of the application or 
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Member Number: 8082771 1 


Member Name: Edward M Jensen 
Product tested: Bug Blaster 

Completely blacken the circle indicating your choice ( LIKE THIS 

Would you recommend the product to fellow Club members? * Yes O No 
The suggested retail price is $24.95 (30") 


At this price, do you feel this product is a good value? 


@ Yes 


O No 


Please rate the product tested on the criteria listed below. Due to the diversity of products in the 
test program, some of the criteria may not be applicable. In such cases, please select the 
a N/A" circle. COMPLETELY BLACKEN THE CIRCLE INDICATING YOUR CHOICE. 



Poor 

Fair 

Good 

Excellent 

N/A 

Ease of Use 

O 

o 

e 

0 

0 

Clarity of Instructions 

O 

0 

o 

» 

0 

Design 

o 

o 

© 

o 

O' 

Performance 

o 

o 

o 


O 

Durability 

o 

o 

o 


O 

Rated against similar products 

o 

o 

o 

o 


Germination/Growth 

o 

o 

o 

o 

e> 

Bloom or vegetable production 

o 

o 

o 

o 


Appearance 

o 

G 

o 

® 

0 

Effectiveness 

o 

O 

o 


o 

Overall Rating 

o 

O 

o 

® 



Please use this section to describe your main reasons for either recommending or not 
recommending the product. Excerpts from this report may be published in a future issue of 
Gardening How-To magazine, the Club's web site or in the manufacturers marketing and 
advertising campaigns. . M - J- JL 



fey? 


Best feature(s): fsMU JL^y/A™^ JLq&MsUeJ!/' 
Suggested Improvement(s): 7?ve^/i a jj-yt/A £<yn^Ssy? 


Additional Comments 


CtS*d /Wj>J sU^l />u> ^WrflL^ y*t// <fUp a^U^7yy $W/!is»J? ^JUS 

Thank you for participating in the Garden Club Product Test Program 

To participate in another product test, you must submit a new profile. Please call 1-800-324-8454 to 
order a profile or go to the club website at gardeuingclub.com and submit a profile electronically. 


Member Name: NIGEL ANDREW 
Product tested: Bug Blaster 


Member Number: 7001 5237 


Completely blacken the circle Indicating your choice ( LIKE THIS 

Would you recommend the product to fellow Club members? 0^ Yes O No 
The suggested retail price is $24.95 (30") 

At this price, do you feel this product is a good value? Q^Y 


es 


O No 


Please rate the product tested on the criteria listed below. Due to the diversity of products in the 
test program, some of the criteria may not be applicable. In such cases, please select the 
"N/A" circle. COMPLETELY BLACKEN THE CIRCLE INDICATING YOUR CHOICE. 
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Please use this section to describe your main reasons for either recommending or not 
recommending the product. Excerpts from this report may be published in a future issue of 
Gardening How-To magazine, the Club's web site or in the manufacturers marketing and 
advertising campaigns. ( , 


Bestfeature(s): l»h*L*« £L OjJ- /%? A^J ^ n^&d^ pCg^^ 
Suggested Improvement(s): AJ&ftJL I C Q /<; p o ^Jjj^jh 


Additional Comments ^ / 
* , . \^L**J*(< 


Thank you for participating in the Garden Club Product Test Program 

To participate in another product test, you must submit a new profile. Please call 1-800-324-8454 to 
order a profile or go to the club website at gardeningclub.com and submit a profile electronically. 


Member Name: Herta Llsfeld 
Product tested: Bug Blaster 


Member Nuffioer: 70043504 


Completely blacken the circle indicating your choice ( LIKE THIS 

Would you recommend the product to fellow Club members? 9 Yes O No 

The suggested retail price is $ 24.95 (30") 
At this price, do you feel this product is a good value? 


• Yes 


O No 


Please rate the product tested on the criteria listed below. Due to the diversity of products in the 
test program, some of the criteria may not be applicable. In such cases, please select the 
"N/A" circle. COMPLETELY BLACKEN THE CIRCLE INDICATING YOUR CHOICE 
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Please use this section to describe your main reasons for either recommending or not 
recommending the product. Excerpts from this report may be published in a future issue of 
Gardening How- To magazine, the Club's web site or in the manufacturers marketing and 
advertising campaigns. t 
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TV\ cxva W ^<^^a ^yU^ 


Best feature(s): 


Suggested Improvement(s):. 


Additional Comments 


Thank you for participating in the Garden Club Product Test Program 

To participate in another product test, you must submit a new profile. Please call 1-800-324-8454 to 
order a profile or go to the club website at gardeningclub.com and submit a profile electronically. 


Member Name: MS Kathr>. .^Steuernagel Member Number/ 80748304 

Product tested: Bug Blaster 

Completely blacken the circle indicating your choice ( LIKE THIS • ) 

Would you recommend the product to fellow Club members? ^ Yes * O No 
The suggested retail price is $24.95 (30") 

At this price, do you feel this product is a good value? <8> Yes O No 

Please rate the product tested on the criteria listed below. Due to the diversity of products in the 
test program, some of the criteria may not be applicable. In such cases, please select the 
"N/A" circle. COMPLETELY BLACKEN THE CIRCLE INDICATING YOUR CHOICE. 
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Please use this section to describe your main reasons for either recommending or not 
recommending the product. Excerpts from this report may be published in a future issue of 
Gardening How-To magazine, the Club's web site or in the manufacturers marketing and 
advertising campaigns. 






phi PS h&Ctrp. { /<;/n* -f-A 






Best feature(s): "t/ / 3 



A. 

Suggested Improvement(s): 







Additional Comments x ~j^ s ^ 






Thank you for participating in the Garden Club Product Test Program 

To participate in another product test, you must submit a new profile. Please call 1-800-324-8454 to 
order a profile or go to the club website at gardeningclub.com and submit a profile electronically. 


Member Number: 81141698 


Member Name: TAMI SCHNETZ 
Product tested: Bug Blaster 

Completely blacken the circle indicating your choice ( LIKE THIS • ) 

Would you recommend the product to fellow Club members? 0 Yes O No 
The suggested retail price is $24.95 (30") 

At this price, do you feel this product is a good value? 9 Yes O No 

Please rate the product tested on the criteria listed below. Due to the diversity of products in the 
test program, some of the criteria may not be applicable. In such cases, please select the 
"N/A" circle. COMPLETELY BLACKEN THE CIRCLE INDICATING YOUR CHOICE. 
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Please use this section to describe your main reasons for either recommending or not 
recommending the product. Excerpts from this report may be published in a future issue of 
Gardening How-To magazine, the Club's web site or in the manufacturers marketing and 
advertising campaigns. ^ . n / l 

I0m\& ^.^AlUj ClUmt&nA/- U Vri Evy W^A Ccu 
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Best feature(s): <>\rOnjL -f.ATMc^ 


Suggested Improvement(s): 


Additional Comments 


Thank you for participating in the Garden Club Product Test Program 

To participate in another product test, you must submit a new profile. Please call 1-800-324-8454 to 
order a profile or go to the club website at gardeningclub.com and submit a profile electronically. 
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Member Number: 80037362 


Member Name: Linda Wright 
Product tested: Bug Blaster 

Completely blacken the circle indicating your choice ( LIKE THIS 

Would you recommend the product to fellow Club members? • Yes O No 
The suggested retail price is $24.95 (30 M ) 


At this price, do you feel this product is a good value? 


Yes 


O No 


Please rate the product tested on the criteria listed below. Due to the diversity of products in the 
test program, some of the criteria may not be applicable. In such cases, please select the 
U N/A" circle. COMPLETELY BLACKEN THE CIRCLE INDICATING YOUR CHOICE. 
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Please use this section to describe your main reasons for either recommending or not 
recommending the product. Excerpts from this report may be published in a future issue of 
Gardening How-To magazine, the Club's web site or in the manufacturers marketing and 
advertising campaigns. 

v€P,\V\^ eec^V ^Ywise, <3PY^*> foiff^ * (rW^. Wfr a> ^ -Seaa^-Ve*? > ) 


Best feature(s): ^VoWvV^- Oxt^rAC^ cjx&xv\ . 

Suggested Improvement^: tcsj>hj^W- (\ <&V>\e\^ VNe av- ArW WotMe *Vo 
Veex> U^£r <^^- — 

Additional Comments 


Thank you for participating in the Garden Club Product Test Program 

To participate in another product test, you must submit a new profile. Please call 1-800-324-8454 to 
order a profile or go to the club website at gardenmgclub.com and submit a profile electronically. 
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Member Number: 70001955 


Member Name: DARLtL .-c LUKKA 
Product tested: Bug Blaster 

Completely blacken the circle indicating your choice ( LIKE THIS -> • ) 

Would you recommend the product to fellow Club members? © Yes o No 
The suggested retail price is $ 24.95 (30") 

At this price, do you feel this product is a good value? ® Yes o No 

^^f^t^TJ^? 00 the Criteria listed below - Due t0 the diversit V of Products in the 
W d?c e Smpl PTpTvm T3_2! £K? lcab,e - ln ^ch cases, please select the 
N/A C,rCle COMPLETELY BLACKEN TH E CIRCLE INDICATING YOUR finnir.P 
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Ease of Use 
Clarity of Instructions 
Design 
Performance 
Durability 

Rated against similar products 
Germination/Growth 
Bloom or vegetable production 
Appearance 
Effectiveness 
Overall Rating 
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Best feature(s): He U-1 ^iu^. ,Vv ^ . ^^<k,, ,„_/„,» 
Suggested lmprovement(s):___ 


Additional Comments 


T7?an/f you for participating in the Garden Club Product Test Program 

ro participate m another product test, you must submit a new profile. Please call 1-800-324-8454 to 
order a profile or go to the club website at gardeningclub^m and submit a profile electronically 


Member Name: Ronald win ikler 
Product tested: Bug Blaster 


Member Number: 70007469 


Completely blacken the circle indicating your choice ( LIKE THIS 

Would you recommend the product to fellow Club members? 9 Yes O No 

The suggested retail price is $24.95 (30") 
At this price, do you feel this product is a good value? 


Yes 


O No 


Please rate the product tested on the criteria listed below. Due to the diversity of products in the 
test program, some of the criteria may not be applicable. In such cases, please select the 
"N/A" circle. COMPLETELY BLACKEN THE CIRCLE INDICATING YOUR CHOICE. 
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Please use this section to describe your main reasons for either recommending or not 
recommending the product. Excerpts from this report may be published in a future issue of 
Gardening How-To magazine, the Club's web site or in the manufacturers marketing and 
advertising campaigns. 
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Bestfeature(s): Cfet f?^/<^/U ~+- Tcs/UJ^DF? /fanrXCA- 

Suggested Improvements): /f Zi-t&Y-fT' /B&Aj/P u) T^Jtff ^/^T AJ^ l/S^ 
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Zf&f f-&/Tl .Jt&f £Ce?uz /7t5cu 0£4&c>6st4 s/fe&j/JiSfr co/e/xr 
Thank you for participating in the Garden Club Product Test Program rets* >s 

To participate in another product test, you must submit a new profile. Please call 1-800-324-8454 to ' ^ 
order a profile or go to the club website at gardeningclub.com and submit a profile electronically. j£' 

-f/^/jJK £r cl&uuo A- <l< rr<A? 


Member Name: Marg^.i King 
Product tested: Bug Blaster 


• • ) 

Member Number: 70004972 


Completely blacken the circle indicating your choice ( LIKE THIS • ) 

Would you recommend the product to fellow Club members? 9 Yes o No 
The suggested retail price is $24.95 (30") 

At this price, do you feel this product is a good value? © Yes o No 

SSJ^m^^Mh 188 *? ° n the Criteria Hsted below ' Due t0 the divereit V of P roducts in th e 
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Ease of Use 
Clarity of Instructions 
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Rated against similar products 
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Bloom or vegetable production 
Appearance 
Effectiveness 
Overall Rating 
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Bestfeature(s): &&~Sc~ o~P use~ 


Suggested Improvement(s):. 


Additional Comments 

OThank you for participating in the Garden Club Product Test Program 

lo participate in another product test, you must submit a new profile. Please call 1-800-324-8454 to 
order a profile or go to the club website at gardeningclub.com and submit a profile electronically 


Member Name: JACQlk'MUNROE 
Product tested: Bug Blaster 


I ) 

Member Number: 70036220 


Completely blacken the circle Indicating your choice ( LIKE THIS -» • ) 

Would you recommend the product to fellow Club members? 0 Yes O No 
The suggested retail price is $ 24.95 (30") 

At this price, do you feel this product is a good value? 0 Yes O No 

Please rate the product tested on the criteria listed below. Due to the diversity of products in the 
test program, some of the criteria may not be applicable. In such cases, please select the 
"N/A" circle. COMPLETELY BLACKEN THE CIRCLE INDICATING YOUR CHOICE. 



Poor 

Fair 

Good 

Excellent 

N/A 

Ease of Use 

O 

O 

• 

O 

o 

Clarity of Instructions 

O 

o 

o 

0 

o 

Design 

o 

o 

• 

o 

o 

Performance 

o 

o 


o 

o 

Durability 

o 

o 

• 

o 

o 

Rated against similar products 

0 

o 

O 

o 

• 

Germination/Growth 

o 

o 

o 

0 

• 

Bloom or vegetable production 

o 

o 

o 

o 

o 

Appearance 

o 

o 

o 

• 

o 

Effectiveness 

o 

o 

• 

o 

o 

Overall Rating 

o 

o 

• 

o 



Please use this section to describe your main reasons for either recommending or not 
recommending the product. Excerpts from this report may be published in a future issue of 
Gardening How-To magazine, the Club's web site or in the manufacturers marketing and 
advertising campaigns. 
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Best feature(s): Mand y^fi ea<sq VtolcW.^ t onA-f-f UolIujl. 
Suggested Improvement(s): 


Additional Comments 


Tftan/c you tor participating in the Garden Club Product Test Program 

To participate in another product test, you must submit a new profile. Please call 1-800-324-8454 to 
order a profile or go to the club website at gardeningclub.corn and submit a profile electronically. 


Member Name: Bev J Bolduc-Aldridge Member Number: 70034412 

Product tested: Bug Blaster 

Completely blacken the circle indicating your choice ( LIKE THIS 

Would you recommend the product to fellow Club members? • Yes O No 
The suggested retail price is $24.95 (30") 


At this price, do you feel this product is a good value? 


9 Yes 


O No 


Please rate the product tested on the criteria listed below. Due to the diversity of products in the 
test program, some of the criteria may not be applicable. In such cases, please select the 
"N/A" circle. COMPLETELY BLACKEN THE CIRCLE INDICATING YOUR CHOICE. 
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Please use this section to describe your main reasons for either recommending or not 
recommending the product. Excerpts from this report may be published in a future issue of 
Gardening How-To magazine, the Club's web site or in the manufacturers marketing and 
advertising campaigns. f , . 


Bestfeature(s): I he BuQ BhdeT cleand U<l <W bl^d^ Gv/} 7 /fiSi de 


Suggested Improvement(s):. 


Additional Comments 


Thank you for participating in the Garden Club Product Test Program 

To participate in another product test, you must submit a new profile. Please call 1-800-324-8454 to 
order a profile or go to the club website at gardeningclub.com and submit a profile electronically. 


; J ■ O 

Member Name: Patricia K Rice Member Number: 70057991 

Product tested: Bug Blaster 

Completely blacken the circle indicating your choice ( LIKE THIS -+ • ) 

Would you recommend the product to fellow Club members? ® Yes O No 
The suggested retail price is $ 24.95 (30") 

At this price, do you feel this product is a good value? O Yes • No 

Please rate the product tested on the criteria listed below. Due to the diversity of products in the 
test program, some of the criteria may not be applicable. In such cases, please select the 
"N/A" circle. COMPLETELY BLACKEN THE CIRCLE INDICATING YOUR CHOICE. 
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Please use this section to describe your main reasons for either recommending or not 
recommending the product. Excerpts from this report may be published in a future issue of 
Gardening How-To magazine, the Club's web site or in the manufacturers marketing and 
advertising campaigns. / / 
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Best feature(s): f~~AS^ O/t.if) 4 AJOU A6fU r^/" 

Suggested Improvement(s): 7^) i £-ffc£ft A7 7~ 

Additional Comments 


Thank you for participating in the Garden Ciub Product Test Program 

To participate in another product test, you must submit a new profile. Please call 1-800-324-8454 to 
order a profile or go to the club website at gardeningclub.com and submit a profile electronically. 
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Member Numberf 80673397 


Member Name: MRS NorrwJ Parry 
Product tested: Bug Blaster 

Completely blacken the circle indicating your choice ( LIKE THIS • ) 

Would you recommend the product to fellow Club members? Q~ Yes O No 
The suggested retail price is $ 24.95 (30") 

At this price, do you feel this product is a good value? 0 Yes O No 

Please rate the product tested on the criteria listed below. Due to the diversity of products in the 
test program, some of the criteria may not be applicable. In such cases, please select the 
W N/A" circle. COMPLETELY BLACKEN THE CIRCLE INDICATING YOUR CHOICE. 
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Please use this section to describe your main reasons for either recommending or not 
recommending the product. Excerpts from this report may be published in a future issue of 
Gardening How-To magazine, the Club's web site or in the manufacturers marketing and 
advertising campaigns. , / j » / y 
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Best feature(s): fu^c^ 


Cj<UL 


Suggested Improvement(s): /Yl^YLl 


Additional Comments 


Thank you for participating in the Garden Club Product Test Program 

To participate in another product test, you must submit a new profile. Please call 1-800-324-8454 to 
order a profile or go to the club website at gardeain|gclubxom and submit a profile electronically. 


Member Name: Derryj Jwell 
Product tested: Bug Blaster 


Member Number: 70052476 


Completely blacken the circle Indicating your choice ( LIKE THIS 

Would you recommend the product to fellow Club members? © Yes O No 
The suggested retail price is $24.95 (30") 
At this price, do you feel this product is a good value? 


O Yes 


No 


Please rate the product tested on the criteria listed below. Due to the diversity of products in the 

If ?A(? rog ? m ' some of the criteria mav not be applicable. In such cases, please select the 
N/A circ| e COMPLETELY BLACKEN THE CIRCLE INDICATING YOUR CHOICE 
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Ease of Use 
Clarity of Instructions 
Design 
Performance 
Durability 

Rated against similar products 
Germination/Growth 
Bloom or vegetable production 
Appearance 
Effectiveness 
Overall Rating 

Please use this section to describe your main reasons for either recommending or not 
recommending the product. Excerpts from this report may be published in a future issue of 
Gardening How-To magazine, the Club's web site or in the manufacturers marketing and 
advertising campaigns. 


Bestfeature(s): OSlAUT^ ap^A -til* P.' J,'^ ^ Q^i^ 


Suggested Improvements): ClQ^p ^ ^ JU_^ j.^.H 

m^^^x ^ . i ■'_ 

Additional Comments 

Thank you for participating in the Garden Club Product Test Program 

To participate in another product test, you must submit a new profile. Please call 1-800-324-8454 to 
order a profile or go to the club website at gardeuingclub.com and submit a profile electronically. 


o .o 

* Member Name: THOMAS KARWIN Member Number: 80722195 

Product tested: Bug Blaster 

Completely blacken the circle indicating your choice ( LIKE THIS • ) 

Would you recommend the product to fellow Club members? © Yes O No 
The suggested retail price is $ 24.95 (30") 

At this price, do you feel this product is a good value? • Yes O No 

Please rate the product tested on the criteria listed below. Due to the diversity of products in the 
test program, some of the criteria may not be applicable. In such cases, please select the 
"N/A" circle. COMPLETELY BLACKEN THE CIRCLE INDICATING YOUR CHOICE. 



Poor 

Fair 

Good 

Excellent 

N/A 

Ease of Use 

O 

O 

© 

O 

O 

Clarity of Instructions 

O 

o 

o 

© 

o 

Design 

o 

o 

o 

• 

o 

Performance 

o 

c 

o 

• 

o 

Durability 

o 

o 

o 

© 

o 

Rated against similar products 

o 

o 

o 

• 

o 

Germination/Growth 

o 

o 

o 

o 

9 

Bloom or vegetable production 

o 

o 

o 

o 

9 

Appearance 

o 

o 

o 

© 

O 

Effectiveness 

o 

o 

o 


O 

Overall Rating 

o 

o 

o 

® 



Please use this section to describe your main reasons for either recommending or not 
recommending the product. Excerpts from this report may be published in a future issue of 
Gardening How-To magazine, the Club's web site or in the manufacturers marketing and 
advertising campaigns. 


Best feature(s): CVfi&TY fj0Aj£7&&€:*!&At 
Suggested Improvement(s): 


Additional Comments 


Thank you for participating in the Garden Club Product Test Program 

To participate in another product test, you must submit a new profile. Please call 1-800-324-8454 to 
order a profile or go to the club website at gardeningclub.com and submit a profile electronically. 


Member Name: Mrs Ivy Porter 
Product tested: Bug Blaster 


Member Number: 80930640 


Completely blacken the circle indicating your choice ( LIKE THIS 
Would you recommend the product to fellow Club members? • Yes O No 
The suggested retail price is $24.95 (30") 
At this price, do you feel this product is a good value? 


O Yes 


No 


Please rate the product tested on the criteria listed below. Due to the diversity of products in the 
test program, some of the criteria may not be applicable. In such cases, please select the 
N/A" circle. COMPLETELY BLACKEN THE CIRCLE INDICATING YOUR CHOICE 


Poor 

Fair 

Good 

Excellent 

N/A 

O 

0 

0 

• 

O 
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# 

0 

O 

o 
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O 
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o 
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- • 
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o 

o 

o 

m 

o 

o 

# 

o 

o 
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o 

* 

o 

o 

o 

o 

# 

o 



Ease of Use 
Clarity of Instructions 
Design 
Performance 
Durability 

Rated against similar products 
Germination/Growth 
Bioom or vegetable production 
Appearance 
Effectiveness 
Overall Rating 

Please use this section to describe your main reasons for either recommending or not 
recommending the product. Excerpts from this report may be published in a future issue of 
Gardening How-To magazine, the Club's web site or in the manufacturers marketing and 
advertising campaigns. 

"Tffc as -t#£ 0s>At/6ni6nr £*i<r£ -of* t,5€~ 


3 . 



Bestfeature(s): ^PAfTX 1 5 S<S Cdfr) ~T£> hfoU) 
Suggested Improvement(s): l£>U)0t Pfytf. 


Additional Comments - 

^< -rVt£ ^^p ^r coLoft 

Thank you for participating in the Garden Club Product Test Program 

To participate in another product test, you must submit a new profile. Please call 1-800-324-8454 to 
order a profile or go to the club website at gardeningclub.com and submit a profile electronically. 


i ) 

Member Name: MS NANCY VANDERMEY 
Product tested: Bug Blaster 


u 

Member Number: 70Q98546 


Completely blacken the circle indicating your choice ( LIKE THIS 

Would you recommend the product to fellow Club members? • Yes O No 

The suggested retail price is $24.95 (30") 
At this price, do you feel this product is a good value? 


O Yes 


No 


Please rate the product tested on the criteria listed below. Due to the diversity of products in the 
test program, some of the criteria may not be applicable. In such cases, please select the 
"N/A" circle. COMPLETELY BLACKEN THE CIRCLE INDICATING YOUR CHOICE. 



Poor 

Fair 

Good 

Excellent 

N/A 

Ease of Use 

O 

O 

o 

# 

o 

Clarity of Instructions 

o 

o 

• 

O 

o 

Design 

o 

o 


O 

o 

Performance 

o 

o 

• 

o 

o 

Durability 

o 

o 

• 

o 

o 

Rated against similar products 

o 

o 

o 

o 

o 

Germination/Growth 

o 

o 

o 

o 

• 

Bloom or vegetable production 

o 

o 

o 

o 

• 

Appearance 

o 

o 

o 

• 

o 

Effectiveness 

o 

o 


o 

o 

Overall Rating 

o 

o 

• 

o 



Please use this section to describe your main reasons for either recommending or not 
recommending the product. Excerpts from this report may be published in a future issue of 
Gardening How-To magazine, the Club's web site or in the manufacturers marketing and 

g campaig ns^ ^ V^a^o^ yAvVVg-CL pnA?CAr\"W\S 5U)tW<r ^ 


^y^^-" — TV 


Best feature(s): >TO*\ \dYa£~ 


Suggested Improvement(s): 


Additional Comments 


Thank you for participating in the Garden Club Product Test Program 

To participate in another product test, you must submit a new profile. Please call 1-800-324-8454 to 
order a profile or go to the club website at gardeningclub.com and submit a profile electronically. 
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BUG 

SPRAYER 

The Bug Blaster garden 
sprayer attaches to your 
garden hose and helps 
control all types of insects. 
The nozzle creates a 360- 
degree wall of water to blast 
pests from the tops and 
bottoms of leaves and clear 
off sooty mold and dirt. It 
comes in two sizes or a 
conversion kit. Bug Blaster, 
949-493-3310, 
www.theBugBlaster.com. 
$24.95 for a 30-inch wand. 



TESTER RATINGS 

Ease of Use 7.4 

Clarity of Instructions . .7.8 

Effectiveness 7.2 

Overall Rating '7.2 


Rick Jennings, Fortuna, CA 

"It was excellent for washing 
bugs off my roses and other plants. Its length made it easy 
to water both my hanging and low-growing plants." 

Muriel Rolandson, Highland, CA "I used it on roses and 
hibiscuses to eliminate aphids. It was effective without usin* 
pesticides and it didn't hurt the flower buds. Great for & 
cleaning leaves too!" 


BUTTERFLY — «~ — 
GARDEN 

The Butterfly Garden is a 
seeded rollout mat that 
contains 20 different 
varieties of annual and 
perennial wildflowers for 
sunny spots. The varieties 
bloom at different times and 
provide color all summer. 
Creative Garden Concepts, 
888-246-6287, 
www.creativegarden 
concepts.com. $10.99. 

Deborah Lapicola, East 

Troy, Wl "The butterfly TESTER RATINGS 

garden was great The C,arity of !n structions . ,8.6 

instructions were clear and it ^oduction . /. S 

was easy to use. Plants Overall Rating 6.1 

germinated quickly and the 

flowers were beautiful, fragrant, and hardy." 

Linda Eddy, Fruitvale, TX "The mat was fast and easy to 
use. It is versatile— I just cut it to fit my flower bed. The 
plants were healthy and produced great blooms. The 
hummingbirds liked it. too!" 




PLANT FOOD 

Miracle-Gro Shake 
'n Feed Plant Food 
is a whole new way saw@H[4fi 
to feed your plants. MlBBMBfeS^^y ^ 
Apply this timed- 
release plant food 

directly to the soil ^BSRIiffittaWB 
using the applicator BB^^^K^8Bil 
package. Provides BBmBHBhHKI^ 

constant nutrition to 
your garden for up 
to three months. Scotts Miracle- TESTER RATINGS 

Gro Products, Inc., 800-645- g^T*™* ' f ? 

8166, www.miracle-gro.com. Performance * ' 8 4 

$9.99 for 4% lbs. Overall Rating 8.4 

Kathy Wilcox, Hudson, FL "The container was easy to 
use, mess free, and refillable. I could control exactly where 
and how much of the product was delivered. The formula 
didn't burn my plants, and it was easy to rake into the 
mulch around my plants." 

Deborah Earles, Spring Valley, CA "I tried it on a plant 
that didn't seem to be growing. Within a week it had 3- 
inch-tall leaf stalks. The blooms in the rest of my garden 
were also much larger and healthier than last year." 


ANT KILLER 

Terro Outdoor Ant Killer kills ants and jother crawlin* 
insects before they move indoors. Shake the granules & 
along the perimeter of your home to create a protective 
barrier, use it as a spot treatment on anthills, spread it 
where ants enter buildings, or apply it to new anthills. 
Senoret Chemical Co., store 
locator at www.terro.com. 
$6.99 for 3-lb. bag. 

T. Blancharcl, Jefferson 
City, MO "I had a continual 
problem with ants along my 
driveway. After only one 
application, the ants 
disappeared. I also applied 
it near my sliding glass 
doors where ants come in 
every year. This year, no 
ants! 

Shirley Williams, Waupun, 

Wl "My yard was covered 
with anthills. After using this 
product, there were none. It 
was easy to use, and I liked 
the design of the shaker bag." 



TESTER RATINGS 

Clarity of instructions . .9.0 

Ease of Use 8.9 

Effectiveness 7.9 

Overall Rating . . 7,9 
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PATENT 


IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 


Patrick J, O'Donnell 
09/557,234 
April 24, 2000 

METHOD AND APPARATUS 
FOR DISLODGING INSECTS 
FROM PLANTS 

A. Valenti 

3643 


SUPPLEMENTAL DECLARATION OF PATRICK O'DONNELL 


Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir: 

I ? Patrick O'Donnell, hereby declare that: 

1. I believe that I am the original and sole inventor of the subject matter described and 
claimed in the above-captioned application. 

2. I currently market a method and apparatus for dislodging insects from plants under 
the trade name "THE BUG BLASTER™". 

3. On November 8, 2003 I executed a Declaration concerning a Test Program 
administered by the National Home Gardening Club (the "Club) that I enrolled in to test The 
Bug Blaster™. The November 2003 Declaration stated my enrollment in the Test Program and 
included some results of the program. Since The Bug Blaster™ received positive results, I am 
now entitled to use the Club's "Member Tested and Recommended" seal-of-approval. 

4. Attached as Exhibit A is a true and correct copy of the Club's own description of 
their Test Program, in which I participated. In accordance with the statements in Exhibit A, I did 
not pay any money to the Club or any other entity in exchange for the opportunity to participate 
in the Test Program. Rather, I supplied one sample product to each evaluating Club member. 

-1- 


Appl. No. : 09/557,234 

Filed : April 24, 2000 

After testing the product, each evaluating Club member returned an evaluation form evaluating 
the product to the Club, and the evaluator was allowed to keep the product. 

5. I declare that all statements made herein of my knowledge are true and that all 
statements made on information and belief are believed to be true; and further that these 
statements were made with the knowledge that willful, false statements and the like so made are 
punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States 
Code, an<rmatsY:h willful, false statements may jeopardize the validity of the application or 
patent/issuing therefrom. 


Date 

lell 


1790046 
062705 


OUR CLUB MEMBERS, 

Your Potential Customers! 



Members of the National Home 
Gardening Club find gardening 
pleasurable, fun and an adventure. 
They find satisfaction at a garden 
bursting with colorful flowers or a 
bountiful harvest, trying new 
things, planning their garden. 
They are always on the lookout for 
products that malce gardening 
easier, more enjoyable and 
successful — everything from 
seeds lo trowels to garden benches, tillers and accessories. National 
Home Gardening Club members are passionate about gardening and 
eager to try new products. 

National Home Gardening club members pursue beautiful 
gardens and luscious vegetables. They have tremendous reader 
involvement, creating an exceptional marketing opportunity for you. 

A Program that Benefits You and 
Our MembersI 

The National Heme Gardening Club Product Test Program was 
implemented to benefit both our Club members and you, the product 
manufacturer It is a unique "win-win" concept that has grown to be one 
of the most popular benefits of the National Home Gardening Club. 

Here's how it works: 

■ You provide products for our Club members to test. If the majority 
_of testers recommend your product, you'll receive free national 

exposure in our magazine as well as our endorsement. Plus, you'll 
receive copies of the report forms that testers filled out. Use these 
reports for your own market research. 

■ The products are distributed to our Club members based 
on your demographic criteria. Our members wilt test your 
prodoct and send in honest reports on how it performed. 
In exchange for their effort, the members get to keep the 
product — free, 



Member Profile 

Female 73% 

Median Age 49 

Average Home Value $ 1 3 5, 1 00 

Median Household Income $50,800 

Married 710^ 
Taken from 1997 MRI 


Notable Statistics 

Survey of manufacturers 
testing products in 1999 

Testing Met Expectations 88% 

Found Test Reports Useful 100% 

Would Test Another Product 92% 


For More Information 
Contact Us Today! 


""' [ 5CHU LTZ* "'"^ 

Aquatic 



• / 


^ , . — • - 

WIS gardenin 



If approved by National Home Gardening dub 
members, your product will be featured here with 
member comments and ratings! 


5 Reasons 

Why You Should Participate: 


1. National Exposure — FREE 

If your product is approved by NHGC members, it will 
be seen by hundreds of thousands of avid gardeners 
nationwide in Gardening How-Tb, the official publication 
of the National Home Gardening Club. You will have the 
edge over your competition when our members — your 
potential customers — read favorable reports given by 
fellow gardeners who have used your product. 

2. FREE Market Research 

Why spend thousands of dollars to test your product when 
you can put it to the test lor FREE. Our Product Test Program, 
puts your product into the hands of our members. 
They'll rate your product based on 
information such as value, ease of use, quality, 
packaging and more. After your product has been 
tested by our National Home Gardening Club 
members, we'll send you the in-depth product 
reports to use in yourproduct and marketing 
research. This is one of the best ways to 
find out what consumers really think 
about your products without spending a 
fortune. 




3. FREE use of the NHGC "Member 
Tested & Recommended" 
Seal-Of-Approval 

The National Home Gardening Club 
"Member Tested and Recommended" Seal- 
of- Approval can be the deciding vote your 
potential customers need to 
convince Ihem your products are the ones 
to buy. When they see our seal in your 
advertisements, literature, website and on 
product packaging, they will feel the added security of 
knowing members of the # \ gardening club in America have 
approved your product. 

4. Affordable 

Shipping your product to our testers, and the actual cost of 
your product, is your only investment. You pay no 
additional fees. You won't find a more affordable way to 
reach your target market. 

5. Hassle -Free 

We do all of the work for you. 
All you have to do is supply 
and ship the product. Reaching 
your target market has never 
been easier! 


Call (800) 207-8571, ask for your Product test Coordinator 

Fax (952) 988-7197 

E-mail producttestdept@namgincxom 
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PATENT 


IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 


BEFORE THE BOARD OF PATENT APPEALS AND INTERFERENCES 


Applicant 
Appl. No. 
Filed 


Patrick J. O'Donnell 


CERTIFICATE OF MAILING 


For 


METHOD AND APPARATUS 
FOR DISLODGING INSECTS 
FROM PLANTS 


April 24, 2000 


09/557,234 


I hereby certify that this correspondence and all 
marked attachments are being deposited with 
the United States Postal Service as first-class 
mail in an envelope addressed to: 
Commissioner for Patents, P.O. Box 1450, 
Alexandria, VA 22313-1450, on 


Examiner 


A. Valenti 



Group Art Unit : 3643 


SUBMISSION OF COPIES OF CASES, STATUTES AND M.P.E.P. SECTIONS 


Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Dear Sir: 

For the Board's convenience, Applicant submits herewith copies of cases, statutes and 
M.P.E.P. sections cited in Applicant's brief 


CITED IN APPLICANT'S BRIEF 


Respectfully submitted, 



Registration No. 46,188 
Attorney of Record 
Customer No. 20,995 
(949) 760-0404 


1795542 
062905 
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PATENT 


IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 


Applicant 
Appl. No. 


Patrick J. O'Donnell 


CERTIFICATE OF MAILING 


For 


Filed 


METHOD AND APPARATUS 
FOR DISLODGING INSECTS 
FROM PLANTS 


April 24, 2000 


09/557,234 


I hereby certify that this correspondence and all 
marked attachments are being deposited with 
the United States Postal Service as first-class 
mail in an envelope addressed to: 
Commissioner for Patents, P.O. Box 1450, 
Alexandria, VA 22313-1450, on 



June 29, 2005 


Examiner 


A. Valenti 


88 


Group Art Unit 


3643 


SUBMISSION OF SUPPLEMENTAL DECLARATION 
OF PATRICK O'DONNELL 


Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Dear Sir: 

Submitted herewith is a Supplemental Declaration of Patrick O'Donnell. 

This Supplemental Declaration is being submitted after the filing of a Notice of Appeal 
and on the same date as submission of an appeal brief in the above-captioned application. 

The Supplemental Declaration is further to a Declaration (including Exhibits A, B and C) 
executed November 8, 2003 and filed with the Patent Office on November 26, 2003 (the "2003 
Declaration). In the 2003 Declaration, Applicant discusses his involvement with a Test Program 
of the National Home Gardening Club, and included evidence, including test results and 
evaluator reviews, from the Test Program. Applicant has referred to these test results and 
evaluator reviews in his Appeal Brief. 

During review of the file in preparation of the Appeal Brief, Applicant noted that it was 
not clear from the 2003 Declaration that Applicant did not pay any money for participation in the 
Test Program, but merely supplied products for evaluators to test. Since Applicant believes this 
fact strengthens the reliability of the previously-submitted evidence, Applicant thought it prudent 
to submit the enclosed Supplemental Declaration, which includes as Exhibit A a true and correct 


■ Appl.No. : 09/557,234 

Filed : April 24, 2000 


copy of materials from the National Home Gardening Club describing how the Test Program 
works. 

This Supplemental Declaration is submitted solely to better establish the reliability of the 
evidence submitted with the 2003 Declaration; it is not for the purpose of presenting new 
substantive evidence. As such, Applicant believes that it does not raise any new issues, and 
simply validates the reliability of the record for appeal. 

Applicant respectfully requests that the Supplemental Declaration be admitted into the 
record for appeal. 


Respectfully submitted, 


KNOBBE, MARTENS, OLSON & BEAR, LLP 



GlenL.Nutt&lI 
Registration No. 46,188 
Attorney of Record 
Customer No. 20,995 
(949) 760-0404 


1795560 
062905 
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PATENT LAWS 


102 


(4) any proposed disposition of surplus fees 
by the Office; and 

(5) such other information as the committees 
consider necessary. 

(Amended Nov. 14, 1975, Public Law 94-131, sec. 4, 
89 Stat. 690; Dec. 12, 1980, Public Law 96-517, sec. 3, 94 
Stat. 3018; Aug. 27, 1982, Public Law 97-247, sec. 3(g), 96 
Stat. 319; Sept. 13, 1982, Public Law 97-258, sec. 3(i), 96 
Stat. 1065.) 

(Subsection (c) amended Dec. 10, 1991, Public Law 
102-204, sec. 5(e), 105 Stat. 1640.) 

(Subsection (e) added Dec. 10, 1991, Public Law 102- 
204, sec. 4, 105 Stat. 1637.) 

(Subsection (c) revised Nov. 10, 1998, Public Law 
105-358, sec. 4, 112 Stat. 3274.) 

(Amended Nov. 29, 1999, Public Law 106-113, sec. 
1000(a)(9), 113 Stat. 1501A-555, 582 (S. 1948 sees. 4205 
and4732(a)(10)(A)).) 

PART II — PATENTABILITY OF 
INVENTIONS AND GRANT OF 
PATENTS 

CHAPTER 10 — PATENTABILITY OF 
INVENTIONS 

Sec. 

100 Definitions. 

101 Inventions patentable. 

102 Conditions for patentability ; novelty and loss of 
right to patent. 

103 Conditions for patentability; non-obvious sub- 
ject matter. 

104 Invention made abroad. 

105 Inventions in outer space. 

35 U.S.C. 100 Definitions. 

When used in this title unless the context otherwise 
indicates - 

(a) The term "invention" means invention or 
discovery; 

(b) The term "process" means process, art, or 
method, and includes a new use of a known process, 
machine, manufacture, composition of matter, or 
material. 

(c) The terms "United States" and ■ 'this coun- 
try" mean the United States of America, its territories 
and possessions. 


(d) The word "patentee" includes not only the 
patentee to whom the patent was issued but also the 
successors in title to the patentee. 

(e) The term "third-party requester" means a 
person requesting ex parte reexamination under sec- 
tion 302 or inter partes reexamination under section 
311 who is not the patent owner. 

(Subsection (e) added Nov. 29, 1999, Public Law 
106-113, sec. 1000(a)(9), 113 Stat. 1501A-567 (S. 1948 
sec. 4603).) 

35 U.S.C. 101 Inventions patentable. 

Whoever invents or discovers any new and useful 
process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, 
may obtain a patent therefor, subject to the conditions 
and requirements of this title. 

35 U.S.C. 102 Conditions for patentability; nov- 
elty and loss of right to patent. 

A person shall be entitled to a patent unless — 

(a) the invention was known or used by others 
in this country, or patented or described in a printed 
publication in this or a foreign country, before the 
invention thereof by the applicant for patent, or 

(b) the invention was patented or described in a 
printed publication in this or a foreign country or in 
public use or on sale in this country, more than one 
year prior to the date of the application for patent in 
the United States, or 

(c) he has abandoned the invention, or 

(d) the invention was first patented or caused to 
be patented, or was the subject of an inventor's certif- 
icate, by the applicant or his legal representatives or 
assigns in a foreign country prior to the date of the 
application for patent in this country on an application 
for patent or inventor's certificate filed more than 
twelve months before the filing of the application in 
the United States, or 

(e) the invention was described in — (1) an 
application for patent, published under section 122(b), 
by another filed in the United States before the inven- 
tion by the applicant for patent or (2) a patent granted 
on an application for patent by another filed in the 
United States before the invention by the applicant for 
patent, except that an international application filed 
under the treaty defined in section 351(a) shall have 
the effects for the purposes of this subsection of an 
application filed in the United States only if the inter- 
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In re Fine 


5 USPQ2d 


present. For these reasons; the court adopts 
the modified jurisdiction test. 7 

[2) The cpurt, determines, without hesita- 
tion, that Turbo Tek has the continuous and 
systematic 'contacts, with North Carolina 
necessary to support gehjeral jurisdiction and 
thus venue. In the last year, Turbo Tek has 
sold in North Carolina 30,570 of its pressure 
washers, 24,720 bottles of soft suds, 7,164 
bottles of hard suds* 81, '678 boitles of explod- 
ing wax, and 864 unspecified products. 
North Carolina accounts, for 3.6% if Turbo 
tek 1 s total! sales, yielding Turbo Tek over 
$300,600.00 in the last year, turbo Tek 
transports these goods directly from, its fa- 
cilities in California 'to its customers in 
North Carolina. In addition, Turbo Tek has 
a sales reprekientative, who permanently re- 
sides in North Carolina and solicits sales 
throughout the state. Turbo Tek's Vice 


7 The Fourth Circuit has not explicitly' ad- 
dressed the proper test for determining "doing 
business" venue. The two Fourth Circuit cases 
mentioning "doing business" venue have merely 
recited the contacts with the forum and then 
concluded that venue is proper. See In Re. Ralston 
Purina Co., 726 F.2d 1002, 1003 (4th Cir. 1984) 
(recites contacts and then merely states that "Pur- 
ina *is doing business' under 28 U.S.C. 
§ 1 391(c)"); Du-Al Corp. v. Rudolph Beaver, Inc., 
540 F.2d 1230; 1231, 1233 (4th Cir. 1976) (recites 
contacts then merely states that "collectively these 
activities constituted *doing business* "). Argu- 
ably, by explaining that the contacts satisfied 
personal jurisdictidii and then concluding that 
these same contacts amounted to "doing busi- 
ness", Du-Al equates venue and tersohal jurisdic- 
tion. A few cases have interpreted Du-Al as equat- 
ing venue and personal jurisdiction. See, e.g. 
Precision Rubber Products v. George McCarthy, 
Inc., 605 : F.Supp. 473, 477 (M.D.Tenn. 1984). 
1985); Witzei v. Chartered Systems Cqrp. of 
N.Y., 490 F.Supp. 343, 348 (D.Minn. 1980). See 
also Note, 65 Tex.L.Rey; at n.57 and accompany- 
ing text (interprets Du-Al as equating venue and 
personal jurisdiction). Yet, a recent case states 
that Du-Al "might be said to have; adopted this 
view [i.e. the jurisdiction, test] ... . although less 
clearly. . . and with less discussion [than the other 
cases adopting the view];" Maybelline Co., 813 
F.2d at n.5 [2 USPQ2d at 1127 n.5] (emphasis 
added). Moreover, Du-Al was decided before the 
Supreme Court, hi Leroy, expressed that venue 
statutes are designed to protect the defendant 
from an inconvenient forum. In sum, given the 
inexplicitness of Du-Al, the conflicting interpreta- 
tions of Du-Al by other courts, and the fact Du-Al 
was decided before Leroy, this xxmrt may appro- 
priately attempt to refine the "doing business" 
standard in the this circuit. As such, the court 
herein adopts the modified jurisdiction test. The 
court notes, however, that venue is proper in the 
instant case under either the jurisdiction or the 
modified jurisdiction test. 


President has, on at least one occasion, vis- 
ited customers within North Carolina. Fur- 
thermore, Turbo Tek has run television ad- 
vertisements on seventeen local television 
stations in: North Carolina. Finally, Turb<> 
Tek operates a mail order business, under 
the name Distribution Systems Internation- 
al, that has received and honored mail orders 
from North Carolinians. The court, accord* 
ingly, concludes that under the modified ju- 
risdiction test Turbo Tek is "doing business'.' 
in North Carolina, thereby establishing ven- 
ue under §139 1(c). 8 

CONCLUSION 

The court concludes that plaintiff com- 
plied with Fed.R.Civ.P. 4(c)(2)(C)(ii) in 
personally serving defendant, outside the fo- 
rum state, with notice of this action. The 
court further concludes that defendant is 
"doing business" in North Carolina and thus 
Venue is proper under 28 U.S.C. §1391(c). 
The court, accordingly, denies defendant's 
motion to dismiss. 


Court of Appeals, Federal Circuit 

In re Fine 

No. 87-1319 
Decided January 26, 1988 

PATENTS 

1. Patentability /Validity — Obviousness — 
Evidence of (§115.0903) 

Patent and Trademark Office improperly 
rejected : claimed invention for obviousness 
since nothing in cited references, either alone 
or in combination, suggests or teaches 
claimed invention, since there is consequent- 
ly no support for PTO's conclusion that sub- 
stitution of one type of detector for another 
in prior art system, resulting in claimed in- 
vention, would have been obvious, and since 
PTO therefore failed to satisfy its burden of 
establishing prima facie case of obviousness 
by showing some objective teaching or gener- 


R Becasue the court finds venue proper under 
§ 1391(c), it will not address whether the claims 
herein arose in North Carolina. See 28 U.S.C. 
§1391(b). 
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ally available knowledge that would lead one 
skilled in art to combine teachings of existing 
references. 

2. Patentability/Validity — Obviousness — 
In general (§115.0901) 

Obviousness is tested by what combined 
teachings of prior art references would have 
suggested to those of ordinary skill in art, not 
by whether particular .combination of ele- 
ments from such references might have been 
"obvious to try;" 

1 Patentability /Validity Obviousness — 
Evidence of (§115.0903) 

Patent and Trademark Office erred, in 
rejecting as obvious system for detecting and 
measuring minute quantities of nitrogen 
compounds, by failing to recognize that ap- 
pealed claims can be distinguished oyer com- 
bination of prior; art references, in view ot 
evidence demonstrating that prior art does 
hot teach claimed temperature range, de- 
spite some overlap of preferred temperature 
ranges for claimed invention and prior art, 
since purposes . of .preferred temperature 
ranges are different and. overlap is mere 
happenstance. . 

4. Patentability/ Validity — Obviousness - 
In general (§115.0901) 

! Dependent claims are non-obvious under 
35 USC 103 if claims from which they de- 
pend are non-obvious. 


Appeal from the U S, Patent and Trade- 
mark Office Board of Patent Appeals and 
Interferences. ^ . „ 

Application for patent by David H; rine, 
SeriaTNo. 5 1 2,374. From decision of Board 
of Patent Appeals arid Interferences affirm- 
ing rejection of application, applicant ap- 
peals: . Reversed; Smith, circuit judge, dis- 
senting with opinion. . ' V 
Morris Relson and Darby. Darby, New 

York, N.Y.i (Beverly B. Goodwin with 

therri'on the brief) for appellant. 

Lee E. Barrett, associate solicitor, Arlington, 
Va (Joseph F. Nakamura, solicitor, and 
Fred E. McKelvey, deputy, solicitor, with 
him on the brief) for appellee. 

Before Friedman, Smith, and Mayer, circuit 

'■•judges-. ;. ,■"•.>.,,'.; 


Mayer, J. 

David H: Fine appeals from a decision; of 
the Board of Patent Appeals and Interfer- 


ences of the United States Patent and Trade- 
mark Office (Board) affirmingithe rejection 
of -certain claims of his application, Serial 
No; 512,374, and ^concluding that his inven- 
tion would have been obvious to one of ordi- 
nary skill in the art and was therefore unpa, 
tentable under 35 U.S.C. §103, We reverse. 

Background \. >, • 

A: The Invention. 1 ' ."' ' 
The invention claimed is a , system for 
detecting and measuring minute Quantities 
of nitrogen compounds. According to Mne, 
the system has the" ability to detert 
erice of nitrogen comjppuhds in quantities as 
minute as one part in brie; billion, and is an 
effective means to detect drugs and explo- 
sives, which emanate nitrogen compound va- 
pors even when they are concealed in lug- 
gage and closed containers. ; . . 
'• The claimed invention has three major 
components: (!) a gas chromatograph which 
separates a gasebus.sample.into its constitu- 
ent parts; (2) a converter which converts the 
nitrogen compound effluent output of the 
chrorriatdgraph into nitric oxide in a i hot, 
oxygen-rich environment; and (3) a detector 
for measuring the level of nitric oxide. The 
claimed invention's sensitivity is achieved by 
combining nitric oxide withozpne to produce 
nitrogen dioxide which concurrently causes a 
detectable luminescence. The luminescence, 
which is measured by . a visual detector, 
shows the level of nitric oxide whichm turn is 
a measure of nitrogen compounds found in 
the sample. . . ' . .. ; . . , : , 

The appealed claims were rejected by trie 
Patent and trademark Office^PTO) under 
35 U S C. §103. Claims 60, 63, 77. and 8U 
were rejected as unpatentable oyer Eads, 
Patent No. 3,650,696 (Eads) in view of War- 
nick, et al., Patent No. 3,746,5 B(Warniqk). 
Claims 62, 68, 69 79*85 and ?6 ; yprt r^ect- 
ea as unpatentable over Eads and Warmck 
in Vie^bf Glass, et al., Patent Nq. 3,207,585 

(Oiass). " ' ..■ 

B. The Prior Art. . , : _ j v r . 
I. Eads Patent. ; •' ■ • 

Eads discloses a method for separating, 
identifying ^nd quantitatively monitoring 
sulfur compounds. The Eads system is used 
primarily in "air pollution control work in 
the scientific characterization of odors trom 
sulfur compounds." : v , 

The' problem addressed by Eads is the 
tendency of sulfur compounds "to adhere to 
or react with the surface materials of/the 
sampling and analytical equipmenVand/or 
react with the liquid or gaseous materials in 
the equipment." Because of this, the accura- 
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cy of measurement is impaired. To solve the 
problem, the Eads system collects an air 
Sample containing sulfur compounds in a 
sulfur-free methanol solution. The liquid is 
inserted into a gas chromatograph which 
separates the various sulfur compounds. The 
compounds are next sent through a pyrolysis 
furnace where they are oxidized to form 
sulfur dioxide. Finally, the sulfur dioxide 
passes through a measuring device called a 
microcoulometer which uses titration cells to 
calculate the concentration of sulfur com- 
pounds in the sample. 

2. Warnick Patent. 

Warnick is directed to a means for detect- 
ing the quantity of pollutants in the atmo- 
sphere. By measuring the chemilumines- 
cence of the reaction between nitric oxide 
and ozone, the Warnick device can detect the 
concentration of nitric oxide in a sample 
gaseous mixture. 

Warnick calls for "continuously flowing" 
a sample gaseous mixture and a reactant 
containing ozone into a reaction chamber. 
The chemiluminescence from the resulting 
reaction is transmitted through a light-trans- 
mitting element to produce continuous 
readouts of the total amount of nitric oxide 
present in the sample. 

3. Glass Patent. 

The invention disclosed in Glass is a device 
for "completely burning a measured amount 
of a substance and analyzing the combustion 
products." A fixed amount of a liquid petro- 
leum sample and oxygen are supplied to a 
flame. The flame is then spark-ignited, caus- 
ing the sample to burn. The resulting com- 
bustion products are then collected and mea- 
sured, arid from this measurement the 
hydrogen <x)ricentratibri in the sample is 
computed, 

C. The Rejection/ [•■■ 

The Examiner rejected claims 60, 63, 77 
and 80 because "substitution of the; [nitric 
oxide] detector of Warnick for the sulfur 
detector of Eads would be an obvious consid- 
eration if interested in nitrogen compounds, 
and would yield the claimed invention." He 
further asserted that "Eads teaches the 
[claimed] combination of chromatograph, 
combustion, and detection, in that order: . . . 
Substitution of detectors to measure any 
component of interest is well within the skill 
of the art." In rejecting claims 62, 68 69, 79, 
85 and 86, the Examiner said, "Glass et al. 
teach a flame conversion means followed by 
a detector, and substitution of the flame 
conversion means of Glass et al. for the 
furnace of Eads would be an obvious equiv- 
alent and would yield the claimed inven- 
tion." The Board affirmed the Examiner's 
rejection. ■■>-■■'. 


Discussion 

A. Standard of Review. 

Obviousness under 35 U.S.C. §103 is " *a 
legal conclusion based on factual evi- 
dence.*" Stratoflex, Inc. v. Aeroquip Corp., 
713 F.2d 1530, F.2d 1530, 1535, 218 USPQ 
871, 876 (Fed. Cir. 1983) (quoting Steven- 
son v. IntT Trade Commn y M2 F.2d 546, 
549, 204 USPQ 276, 279 (CCPA 1979) ). 
Therefore, an obviousness determination is 
not reviewed under the clearly erroneous 
standard applicable to fact findings, Rayth- 
eon Co. v. Roper Corp., 724 F.2d 951, 956, 
220 USPQ 592, 596 (Fed. Cir. 1983); it is 
"reviewed for correctness or error as a mat- 
ter of law." In re Be Blauwe, 736 F.2d 699, 
703, 222 USPQ 191, 195 (Fed. Cir. 1984). 

To reach a proper conclusion under §103, 
the decisionmaker must step backward in 
time and into the shoes worn by [a person 
haying ordinary skill in the irt] when the 
invention was unknown and just before it 
Was made. In light of all the evidence, the 
decisionmaker must then determine 
whether , . . the claimed invention as a 
whole would have beeii obvious at that 
time to that person. 35 U.S.C. §103. The 
answer to that question partakes more of 
the nature of law than of fact, for it is an 
ultimate conclusion based on a foundation 
formed of all the probative facts. 

Panduit Corp. v. Dennison Mfg. Co., 810 
F.2d 1561, 1566, 1 USPQ2d 1593, 1595-96 
(Fed. Cir. 1987). 

B. Prima Facie Obviousness. 

Fine says the PTO has not established a 
prima facie case of obviousness. He contends 
the references applied by the Board arid 
Examiner were improperly combined, using 
hindsight reconstruction, without evidence to 
support the combination and in the face of 
contrary teachings in the prior art. He ar- 
gues that the appealed claims were rejected 
because the PTO thought it would have been 
-obvious to try" the claimed invention, an 
unacceptable basis for rejection. . 

[1] We agree; The PTO has the burden 
under section 103 to establish a prima facie 
case of obviousness. See In re Piasecki, 745 
F.2d 1468, 1471-72, 223 USPQ 785, 787-87 
(Fed. Cir. 1984). It can satisfy this burden 
only by showing some objective teaching in 
the prior art or that knowledge generally 
available to one of ordinary skill in the art 
would lead that individual to combine the 
relevant teachings of the references. In re 
Lfl/w, 747 F.2d 703, 705, 223 USPQ 1257, 
1258 (Fed. Cir. 1984); see also Ashland Oil 
Inc. v. Delta Resins & Refractories, In&, 
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776 F.2d 281, 297 n.24, 227USPQ 657, 667 
n.24 (Fed. Cir, 1985); ACSHosp.Sys., Inc. 
v. Montefiore Hosp. y 111 F.2d 1572, 1577, 
221 USPQ 929, 933 (Fed. eir.a984). This it 
has not done. The Board points to nothing in 
the cited references, either alone pr in combi- 
nation, .sugges or teaching Fine's 
invention/. 

Thfe primary basis for the Boafd*s affir- 
mance of the Examiner's rejection was that 
it wbiild have been obvious to substitute the 
Warnick nitric oxide detector for the Eads 
sulfur dioxide detector in the^ Eads system. 
The Board reiterated the 1 fikkminer's bald 
assertibh that "substitution of one type of 
detector for another in the system of Eads 
would have been within the skill of the art," 
but neither of them offered any support for 
or explanation of this conclusion; 

Eads is limited to the analysis of stilfur 
compounds. The particular problem^ ad- 
dressed there is th6 difficulty of obtaining 
precise measurements of sulfur compounds 
because of the tendency of sulfur .dioxide to 
adhere to or react with the sampling analytic 
equipment or the liquid or gaseous materials 
in the equipment. 2It solves this problem by 
suggesting that the gaseous sample contain- 
ing sulfur compounds be absorbed, into sul- 
fur-free methanol and then inserted into a 
gas chromatographr to separate the sulfur 
compounds. :V V \J\ ■ . 

f h6f e is, no; ^uggestibn in Eads, which 
focuses" on the unique diffibuljies inherent in 
the nieasurement of sulfur, to .use that ar- 
rangement to detect, nitrogen compounds. In 
Kct, Eads says that the presence Jot nitrogen 
is undesirable because ihej tqri^Wratibn, qf 
the titration cell com^nfents iri Vtfte' sulfur 
defector is adversely affected by .substantial 
amounts of nitrogen compounds in" th6 sam- 
ple. So,]nstead pf sugg(?sti^gih.at the system 
be used to detect nitrogen compounds, Eads 
deliberately seeks to avoid theni; it warns 
against rath^ir than tfeabhes Fihe^s invention. 
See W< L. Gore & Assqc. v. Garlock, Inc., 
721 F.2d 1540, 1550, 220 USPQ 303, 311 
(Fed. Cir. 1983) (error to find obviousness 
where references "diverge v from and teach 
away from the invention at hand"). In the 
face of this, one skilled in the art wbilld ribt 
be expected to combine a nitrogen-rdat^d 
detectdf with the Eads system. Accordingly, 
there is no suggestion to combine Eads and 
^arnick. * li^^r:^?-^ < 

Likewise, the teaching of Warnick are 
inconsistent with the claimed invention, to 
sortie extent . Thfe Warn&k^mMs are 'direct- 
ed to a gas stream ^ 
"continuously: flowing the gaseous mixtures 
into the reaction chamber!'^ to obtain "con- 


tinuous; readouts" of the ,. amount of nitric 
oxide in the sample, The other words, , it 
contemplates, measuring the; total amount of 
nitric oxide in a continuously; flowing gas- 
eous, mixture of unseparated nitrogen con- 
stituents. By contrast* in Fine each nitrogen 
compound constituent of the gasepus sample 
is retained in the Ghromatograph for an 
individual time period so that each exit? in 
discrete, time-separated pulses.* By this 
process, each constituent may be both identi- 
fied by its position in time sequence, arid 
measured. The claimed system r therefore, 
diverges from Warnick and; teaches advan- 
tages not appreciated or contemplated by it. 
\ Because neither Warnick nor Eads, alone 
or, in combination, suggests the claimed in- 
vention* the Board erred, in affirming, the 
Examiner's conclusion s that it: would haye 
been obvious to substitute the Warnick nitric 
oxide detector for the Eads sulfur, dipxide 
detector in the Eads system ACS Hpsp. 
Sys., Ill F.2d at 1575-77, 221 USPQ at 
931-33. The Eads arid Warnick references 
discioseV at rnost, that one skilled in the art 
might findVit obvious to try the claimed 
invent ion" But whether a : particular combina- 
tion might be "bbyious to tfyV; is not. a legiti- 
mate test of patentability. In re Geiger, 815 
■ F.2d 868, : 688, 2 USPQ2d 1276, 1278 (Fed. 
Cir. 1987); In re Goodwin, 576 F.2d 375, 
377, 198 USPQ 1, 3 (CCPA 1978). 
: [2] Obviousness i^; tested ;by "what the 
combirieii teachings of the references would 
have ^gestetl to thbse of ordinary skill in 
the art." In re Keller, 642 F.2d 413, 425, 208 
USPQ 871; 881 (CCPA 1981), But it "can- 
not be established by combining the, teach- 
ings of the pribr art. to produce th6 claimed 
invention; absent some teaching oir sugges- 
tion supporting thfc combife^ 
Hosp. Sm m F ^ at 1 577, 221 USPQ at 
933. And "teachings of references can be 
combined only if there is some suggestion or 
incentive to do sa" Here; the prior .art 
contains none. "-.-^ 

Instead; the Examiner relies on hindsight 
in * redbhirig his obviousness deterniinatidh. 


* The - Solicitor; ; argues that : ^he contents of 
Attachment C of /pine's brief were'notbefore tlie 
Board ahd n mdy not properly be considered . here. 
Hbwevbr, we heed not rely on 
merely illustrative of the qualitative sepkrati^ of 
nitrogen cbmjpourids whicn occurs in Piri^s' sys- 
tem^ The'fact^hat tke'various Constituents exit at 
discrete intervals ;is shown :by ; the specification 
which was beforeithe;Board and which mayiappro- 
priately be considered on appeal. See,e.g ft Astra- 
Siuco.A.B.v. United Sidiesltit'l Trade Comm «, 
629 R2d 682 v 686^07= USPQ 1, 5 (CGPA 1980) 
(claims : must ^ be construed in light s of 
specification):. , : i: • ^ 
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But this court has said, "To imbue one of 
ordinary skill in the art with knowledge of 
the invention in suit; when no prior art refer- 
ence or references of record convey or sug- 
gest that knowledge; is to fall victim to the 
insidious effect of a hindsight syndrome 
wherein that which only the inventor taught 
is used against its teacher." W.L. Gore, 721 
R2d at 1553, 220 USPQ at 312-13. It is 
essential that "the decisionmaker forget 
what he or she has been taught at trial about 
the claimed invention and cast the mind back 
to the time the invention was made . ;■; to 
occupy the mind of one skilled in the art who 
is presented only with the references, and 
who is, normally guided by the then-accepted 
wisdom in the m>" Id. One cannot use 
hindsight reconstruction to pick and choose 
among isolated disclosures in the prior art to 
deprecate th6 claimed invention. 

C. Advantage Not Appreciated by the Prior 
Art: .;. _ - *■ • 'V'.; 

[3] The Board erred not only in improper- 
ly combining the Eads and Warriick. refer- 
ences but alsb in failing to appreciate that 
the appealed claims can be distinguished 
oyer that combination. A material limitation 
of the claimed system is that the. conversion 
to nitric oxide occur in the range of 600°C to 
1 700°C. The . purpose of this limitation is to 
prevent nitrogen from other sources, such as 
the air, from bieing converted to nitric oxide 
and thereby , distorting the measurement of 
nitric oxide derived from . the nitrogen com- 
pounds of the Sample. ; : : 

The claimed nitric .oxide conversion tem- 
perature, is not disclosed in Warnick! . Al- 
though Eads describes a preferred tempera- 
ture of 675°C to 725°C, the purpose of this 
range is different from that of Fine. Eads 
require^the 675°C to 72;5°C range because it 
affords a temperature low enough- to avoid 
formation of unwanted sulfur tnoxide, yet 
high enough to avoid formation of unwanted 
sulfides. Fine's temperature range, . in con- 
trast, does not seek to avoid the formation of 
sulfur compounds or even nitrogeii ^com- 
pounds. It enables the system to break ilown 
the nitrogen compounds of the sample while 
avoiding the destruction of background ni- 
trogen; gas; There is a partial overlap; of 
coUrse,;but this; is mere happenstance. Be- 
cause the purposes of the two temperature 
ranges are entirely unrelated, Eads does riot 
teach use /of the claimed range See In re 
Gvgp 8 1 5 Fi2d at 688; 2 USPQ2d at 1278. 
The Board erred by coricluding otherwise. 
I). Vnexpected R&iilts. : f / : !' \ / 

Because we reverse for failure to establish 
a prima facie case of obviousness, we need 
not reach Fine's contention that the Board 


failed to accord proper weight to the objec- 
tive evidence of unexpected superior results. 

Id. ' "' :. 

E; The -Flame'' Claims: 

[4] Claims 62, 68, 69, 79, 85 and 86 relate 
to tjie oxygen-rich f&me conversion means of 
the claimed invention. These "flame" claims 
depend from either apparatus claim 60 or 
method claim 77. Dependent claims are non- 
obvious under section 103 if the independent 
claims from which, they depend are: nonob- 
vious. Hartness (nt'l t Inc. v. Simplimatic 
Engg Co. t m F.2d 1100, 1 108, 2 USPQ2d 
1826, 1831, (Fed, Cir,. 1987); In reAbele, 
684 F.2d 902, 910, 214 USPQ 682, 689 
(CCPA 1982); see also In re Serhaker; 702 
f A 2d x 989, 991, 217 USPQ 1, 3 (Fed. Gir. 
1983). In view of our conclusion that claims 
60 and 77 ; are nonobvious, the dependent 
"flame" claims are also patentable. 

Conclusion 

The Board's decision affirming the Exam- 
iner's rejection of claims 60, 62, 63, 68, 69, 
77, 79; 8.0, 85 arid 86 of Fine's application as 
unpatentable over the prior art under 35 
U.S.C. §103 is REVERSED. 

Smith, circuit judge, dissenting. 

* 1 1 respectfully.: -dissent I am of- the firm 
belief that the prior art references, relied 
upon by the PTO to, establish its prima facie 
case of obviousness, in Combination teach 
and suggest Fine's invention to one skilled in 
the art. Also, I firfnly believe that Fine' failed 
to rebut the PTO's prima facie case. On this 
basis, I would affirtn the board's determina- 
tion sustaining the examiner's rejection pur- 
suant to 35 U .S:C. §103, of Fine's claims on 
appeal before this court. 


Court of Appeals, Federal Circuit 

Advance Transformer Co. v. Levinson 

•;..v.V:' hy .^ : N0. 87-1011 \ ■ 

Decided January 28, 1 988 ■ ■. > 
PATENTS • 

1. Infringement — Construction of claims 
.. (§115^03) 

Patent construction — Patent Office pro- 
ceedings (§125;05)/ " 


Patent construction — Prosecution histo- 
ry estoppel (§125 09) 

Federal district court, in action fo> decla- 
ration of rion-infririgemerit of patent; proper- 
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and instead render our decision on the mer- 
its. Fed, R. App. P. 42(b). The judgment 
below is affirmed,. , . • 


Court of Appeals, Federal Circuit 

In re. Bell 

No. 92-1375 " 
. , ' Decided April: 20, 1993 

PATENTS 

1. Patentability /Validity Obviousness — 

In general (§115.0901) 

Patentability/Validity — Obviousness — 
Relevant prior art — Particular inven- 
tions (§115.0903.03) 

Established relationship in genetic code 
between nucleic acid arid protein it encodes 
does not make gene prima facie obvious over 
its correspondent protein in same way that 
closely related homologs, analogs, and. iso- 
mers in chemistry may create prima facie 
case, since there are vast number of nucleo- 
tide sequences that might code for specific 
protein due to "degeneracy" of genetic code; 
gene might be obvious over correspondent 
protein if latter is known amino' acid se- 
quence specified exclusively by "unique" co- 
dons, but claims in application for nucleic 
acid molecules containing human sequences 
coding for human insulin-like growth factors 
l and II (IGF) are not obvious in view of 
cited prior art disclosing amino acid se- 
quences, for IGF I and II, since cited art 
suggests nearly infinite number of se- 
quences, but fails to suggest which of those 
are human nucleic acid sequences coding for 
IGF 

2. Patentability /Validity — Obviousness — ■ 

Combining references (§115.0905) 

/ Reference disclosing general method for 
isolating genes, in combination with prior art 
disclosing amino acid sequences for 
insulin-like growth factors I and II (IGF), 
does not render obvious application claims 
for nucleic acid molecules containing,human 
sequences coding for human IGF I and II, 
since, absent some teaching or suggestion 
supporting combination, obviousness is not 
established by combining teachings of prior 
aft to prodixce claimed invention, since refer- 
ence in question teaches away from invention 
claimed in application by emphasizing im- 
portance of "unique" codons, and since refer- 
ence thus cannot be held to "fairly suggest" 


that its teachings be combined with those of 
prior art, which discloses amino 'acid se- 
quences: lacking "unique" codons. 

3. Patentability/ Validity — Obviousness — 
In general (§115.0901) 

Patent construction ^- Claims — Process 
^ (§125.1309) ' . 

Similarities between method by which ap- 
plicants made claimed nucleic acid mole^ 
cules, and method for isolating genes taught 
by prior art reference, do not render applica- 
tion claims obvious, since applicants claim 
compositions, riather than method of making 
them. 


Appeal from the U.S. Patent and Trade- 
mark Office; Board of . Patent Appeals and 
Interferences. 

Patent application of Graeme I. Bell, Les- 
lie B. Rail and James P. Merryweather, 
serial no. 07/065,673 ("preproinsulin-like 
growth^ factors I and II"). From decision 
affirming examiner's filial Rejection of 
claims 25-46, applicants appeal. Reversed. 
Robert P. Blackburn, Emeryville, Calif. (De- 
bra A, Shetka and Thomas E. Ciotti, of 
Morrison & Foerster, Palo Alto,. Calif., 
and Donald S. Chisum, of Morrison & 
Foerster, Seattle, Wash., on brief), for 
appellant. 

Teddy S. Gron, associate sdlicitbr (Fred E. 
McKelvey, solicitor, oh brief; John W. 
Dewhirst, Lee E. Barrett, Richard E. 
Schafer, and Albin F. Drost, of counsel), 
for PTO. 

Before Rich, Lourie, and Schall, circuit 
judges. 
Lourie, J. 

Applicants Graeme I. Bell, Leslie B. Rail, 
and James P. Merryweather (Bell) appeal 
from the March 10, 1992 decision of the 
U.S. Patent and Trademark Office (PTO) 
Board of Patent Appeals and Interferences, 
Appeal No. 91-1124, affirming , the examin- 
er's final rejection of claims 25-46 of applica- 
tion' Serial No. 065,673, entitlecl "Preprpin- 
suiin-Like Growth Factors I and, II," as 
unpatentable on the ground of obviousness 
under 35 U.S.C. § 103 (1988). Because the 
Board erred in concluding that the claimed 
nucleic acid molecules would have been obvi- 
ous in light of the cited prior art, we reverse. 

' ■ BACKGROUND 

Thb claims of the application at issue are 
directed to nucleic acid molecules (DNA and 
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RNA) 1 containing human sequences 2 
which code for human insulin-like growth 
factors I and II (IGF), single chain serum 
proteins that play a role in the mediation of 
somatic cell growth following the adminis- 
tration of growth hormones. 3 

The relevant prior art consists of two pub- 
lications by Rihderknecht 4 disclosing ami- 
no acid sequences for IGF-I and -II and U.S. 
Patent 4,394,443 to Weissman et al., entitled 


' A basic familiarity with recombinant DNA 
technology is presumed. For, a general discussion, 
see In re OTarrell, 853 F.2d 894, 895-99, 7 
USPQ2d 1673, 1674-77 (Fed. Cir. 1988). 

2 Interchangeably referred to as "native" se- 
quences and "genes." 

3 Claim 25 is conceded to be representative of 
the claims at issue: 

A composition comprising nucleic acid mole- 
cules containing a human sequence encoding 
insulin-like growth factor (hIGF) substantially 
free of nucleic acid molecules hot containing 
said hIGF sequence, wherein said hIGF se- 
quence is selected from the group consisting of: 

(a) 5 -GGA GCG GAG, AGG CUC UGC 
GGG GCU GAG CUG GUG GAU GCU 
CUU CAG UUC GUG UGU GGA GAC 
AGG GGC UUU UAU UUC AAC AAG 
CCC ACA GGG UAU GGC UCC AGC 
AGU CGG AGG GCG CCU CAG ACA 
GGU AUC GUG GAU GAG UGC UGC 
UUC CGG AGC UGU GAU CUA AGG 
AGG CUG GAG AUG UAU UGC GCA 
CCC CUC AAG CCU GCC AAG UCA 
GCU-3', wherein U can also be T; 

(b) 5 -GCU UAC CGC CCC AGU GAG 
ACC CUG UGC GGC GGG GAG CUG 
GUG GAC ACC CUC CAG UUC GUC 
UGU GGG GAC CGC GGC UUC UAC 
UUC AGC AGG CCC GCA AGC CGU 
GUG AGC CGU CGC AGC CGU GGC 
AUC GUU GAG GAG UGC UGU UUC 
CGC AGC UGU GAC CUG GCC CUC 
CUG GAG ACG UAC UGU GCU ACC 
CCC GCC AAG UCC GAG-3', wherein U 
can also be T; 

(c) nucleic acid sequences complementary to 
(a) or (b); and 

(d) fragments of (a), (b) or (c) that are at 
least 18 bases in length and which will selec- 
tively hybridize to human genomic DNA en- 
coding hIGF. 

The other rejected claims are apparently directed 
to cellular hosts transformed with the claimed 
nucleic acid sequences. Because their fate is de- 
pendent upon that of claim 25, neither appellant 
nor the Patent and Trademark Office have con- 
sidered them separately and we will not do so 
either. ; 

^Rinderknecht et ah, The Amino Acid Se- 
quence of Human Insulin-like Growth Factor I 
and Its Structural Homology with Proinsulin, 
253 The Journal of Biological Chemistry 2769-76 
(1978); Rinderknecht et al., Primary Structure 
of Human Insulin-like Growth Factor II, 89 FEB 
Letters 283-86 (May 1978). ■ . , 


"Method for Cloning Genes." Weissman de- 
scribes a general method for isolating a gene 
for which at least a short amino acid se- 
quence of the encoded protein is known. The 
method involves preparing a nucleotide 
probe corresponding to the known amino 
acid sequence and using that probe to isolate 
the gene of interest. It teaches that it is 
advantageous to design a probe based on 
amino acids specified by unique codons. 5 
The Weissman patent specifically describes 
the isolation of a gene which codes for hu- 
man histocompatibility antigen, a protein 
unrelated to IGF. It describes the design of 
the probe employed, stating that it was based 
on amino acids specified by unique codons. 

The examiner rejected the claims as obvi- 
ous over the combined teachings of Rinderk- 
necht and Weissman. She determined that it 
would have been obvious, "albeit tedious," 
from the teachings of Weissman to prepare 
probes based on the Rinderknecht amino 
acid sequences to obtain the claimed nucleic 
acid molecules. According to the examiner, 
"it is clear from [Weissman] that the ordi- 
nary artisan knows how to find the nucleic 
acid when the amino acid sequence is 
known" and that "the claimed sequences and 
hosts would have been readily determinable 
by and obvious to those of ordinary skill in 
the art at the time the invention was made." 

The Board affirmed the examiner's rejec- 
tion, holding that the examiner had estab- 
lished a prima facie case of obviousness for 
the claimed sequences "despite the lack of 
conventional indicia of obviousness, e.g., 
structural similarity between the DNA 
which codes for IGF-I and the amino acid 
sequence of the polypeptide which constitues 
[sic] IGF-I " Slip op. at 6. The Board rea- 
soned that "although a protein and its DNA 
are not structurally similar, they are corre- 
spondency linked via the genetic code." Id. 
at 4 n.l. In view of Weissman, the Board 
concluded that there was no evidence "that 
one skilled in the art, knowing the amino acid 
sequences of the desired proteins, would not 
have been able to predictably clone the de- 


5 A sequence of three nucleotides, called a 
codon, codes for each of the twenty natural amino 
acids. Since there are twenty amino acids ana 
sixty-four possible codons, most amino acids are 
specified by more than one codon. This is referred 
to as "degeneracy" in the genetic code. The term 
"unique" refers to an amino acid coded for by a 
single codon. See Amgen Inc. v. Chugai P^ m % 
ceutical Co., 927 F.2d 1200, 1207-08 n.4, 1.8 
USPQ2d 1016, 1022 n.4 (Fed. Cir.), cert denied, 
112 S. Ct. 169 (1991). 
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sired DNA sequences without undue experi- 
mentation." W. at 8; , ' : _ , 
The issue before us is whether the Board 
correctly determined that the amino acid 
sequence of a protein in conjunction with a 
reference indicating a general method ol 
cloning renders the gene prima facte 
obvious. * ,! ' ; 

DISCUSSION 


We review an bbvibusness determination 
by the Board de noM. In re Vaeck, 947 F.2d 
488, 493, 20 USPQ2d 1438, 1442 (Fed. Cir 
1991). Bell argues that the PTO has not 
shown how the prior art references, either 
alone orin combination, teach or suggest the 
claimed invention, and.thus thatit has failed 
\6 establish a prima facie .case ot 
obviousness. ... r 

We agree. The 1 : PTO bears the burden of 
establishing a case of prima facie obvious- 
ness. In re Fine, 837 F.2d 1071 1074, 5 
USPQ2d 1 596, 1 598 (Fed, Cir. 1988). A 
prima facie case of obviousness is established 
when the teachings from the prior, art itself 
would appear to have suggested the claimed 
subject matter to a person of ordinary skill in 
the art." In re Rinehart, 531 F.2d 1048, 
1051, 189 USPQ 143, 147 (CCPA 1976). 

The Board supported the examiner s view 
that the "correspondent link" between a 
gene and its encoded protein via the. genetic 
code renders the gene obvious when the ami- 
no acid sequence is known. In effect, tins 
amounts to a rejection based on the Rinderk- 
necht references alone. Implicit in that .con- 
clusion is the proposition that, just as closely 
related homologs, analogs, and isomers- in 
chemistry may create a prima facie .case, 
In re Dillon,9\9 F.2d 688, 696, 16 USPQ2d 
1897, 1904 (Fed. Cir. 1990) (in banc), cert, 
denied, 111 S. Ct. 1682 (1991), the estab- 
lished relationship in thVgeWttc.cwie be- 
tween a nucleic acid and the prdteinjt. en- 
codes also makes a gene prima facie obvious 
over its correspondent protein. ." . = 
[1] We do not accept this proposition. It 
may be true that, knowing the structure of 
the protein, one can use the genetic code to 
hypothesize possible structures for the corre- 
sponding gene and that one thus has the 
potential for obtaining that gene. However, 
because of the degeneracy of the genetic 
code, there are a vast number of nucleotide 
sequences that might code for a specific 
protein; In the case of IGF, Bell has argued 
without contradiction that the Rinderknecht 
amino acid sequences could be coded for by 
more than 10 56 different nucleotide se- 


quences, only a few of which are the human 
sequences that Bell now claims. Therefore, 
given the nearly infinite number of possibili- 
ties suggested by the prior art, and the fail- 
ure of the cited prior art to suggest which ol 
those possibilities is the human sequence, the 
claimed sequences would not have been 
obvious. ' - , ' . . 

Bell does not claim all of the 10 ." nucleic 
acids that might potentially code for IGF. 
-Neither does Bell claim all nucleic .acids 
coding for a protein having the ; biological 
activity of IGF. Rather, Bell claims only the 
human nucleic acid sequences coding for 
IGF. Absent anything in the cited pnor.art 
suggesting which of the 10 " , poss|b,le . se- 
quences suggested by Rinderknecht corre- 
sponds to the IGF gene, the PTO has not met 
its burden of establishing that' the, prior art 
would have suggested the claimed sequences. 

This is not to say that a gene . is , never 
tendered obvious when the amino acid .se- 
quence of its &ded protein is known. Bell 
concedes that -in -a- ..case in which a. known 
amino acid sequence is specified exclusively 
by unique codons, the gene niight have been 
obvious. Such a case is not before us. 6 ' Here, 
where Rinderknecht suggests a vast number 
of possible nucleic acid sequences, we con- 
clude that the. claimed human sequences 
would not have been obvious. 
. 121 Combining Rinderknecht with Weiss 


man -does not fill the gap. Obviousness x 
" 'cannot be established by combining the i 
teachings of the prior art to produce, the | 
claimed invention, absent some teaching. or s 
suggestion supporting the <^ mbina ^l°"v . y " 
re Fine, 837 F.2d at 1075, 5 USPQ2d at 
1598 (Citing ACS Hosp. Sys. v. Montefiqre 
Ep. 732 F. 2d 1572, 1577, 221 USPQ 929, 
933 (Fed. Cir. 1984)). What a reference 
teaches and whether it teaches toward or 
away from the claimed invention are ques- 
tions of fact. See Raytheon Co. v. Roper 
Cdr£., 724 F.2d 951, 960-61, 220 USPQ 
592f599-600,(Fed; Cir 1983), cert denied, 
469 U S. 835 [225 USPQ 232] (1984): 

" While Weissman discloses a general meth- 
od for isolating genes, he appears to teach 
away from the claimed invention'by empha- 
sizing the importance of unique codons tor 
the amino acids. Weissman suggests that it is 
generally advantageous to design a probe 
based on an amino acid sequence specified 
by unique codons, and also teaches that it is 
"counterproductive" to use a primer having 


1 'We also express no opinion concerning the 
reverse proposition, that knowledge of the struc- 
{firVtt a 6NA, e'g\, a cDNA, might make a 
coded protein obvious. • • ' 
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more than 14-16 nucleotides unless the 
known amino acid sequence has 4-5 amino 
acids coded for by unique codons. Bell, in 
contrast, used a probe having 23 nucleotides 
based on a sequence of eight amino acids, 
none of which were unique. Weissman there- 
fore tends to teach away from the claimed 
sequences since Rinderknecht shows 1 that 
IGF-I has only a single amino acid with a. : , 
unique codbn and IGF-II has none. 

The PTO, in urging us to affirm the 
Board, points to the suggestion in Weissman 
that the disclosed method can "easily" be 
applied to isolate/genes for an array of pro- 
teins includes peptide hormones, the PTO 
thus sirgUes that in view of Weissman, a gene 
is rendered obvious once the amino acid 
sequence of its translated protein is known. 
We decline to afford that broad a scope to 
the teachings of Weissman. While "a refer- 
ence must be considered noV only, for ^hat it 
expressly teaches, but also for what it fairly 
suggests," In re Burckel, 592 F.2d 1175, 
1179, 201 USPQ 67, 70 (CCPA 1979), we 
cannot say that Weissman "fairly suggests" 
that its teachings ; should be combined with 
those of Rinderknecht, since it nowhere sug- 
gests how to apply its teachings to amino 
acid sequences without unique codons. 

We conclude that the Board clearly .erred 
in determining that Weissman teaches to- 
ward, rather than away from, the claimed 
sequences. Therefore, the requisite teaching 
or suggestion to combine the teachings of the 
cited prior art references is absent, see In re 
Fine, 837 F.2d 1075, 5 USPQ2d at 1599, 
and the PTO has not established that^the 
claimed sequences would have been obvious 
over the combination of Rinderknecht and 
Weissman. 

[3] Finally, the PTO emphasizes the simi- 
larities between the method by which Bell 
made the claimed sequences and the method 
taught by Weissman. The PTO's focus on 
Bell's method is misplaced. Bell does not 
claim a method. Bell daims compositions, 
and ' the issue is the obviousness of the 
claimed compositions, not of the method by 
which they are made. See In re Thorpe, 111 
Fi2d 695, 697, 227 USPQ 964, 9,66 (Fed. 
Cir. 1985) ("The patentability of a product 
does not depend on its method of 
production."). 

CONCLUSION 

Because we conclude that the combination 
of prior art references does not render the 
claimed invention obvious, we reverse the 


Board's decision affirming the examiner's 
rejection of claims 25-46. 

REVERSED 


Court of Appeals, Fifth Circuit 

Matrix Essentials Inc. v. Emporium Drug 
Mart Inc. of Lafayette 

No. 91-4457 
Decided April 19, 1993 

TRADEMARKS AND UNFAIR TRADE 
PRACTICES 

1. Infringement; conflicts between marks — 
Likelihood of confusion — In general 
(§335.0301) 

Infringement; conflicts between marks — 
Passing off (§335.07) 

Retail drug store's sale, without authoriza- 
tion from plaintiff, of plaintiff's cosmetic 
products under plaintiff's mark does not give 
rise to cause of action for trademark in- 
fringement under Lanham Act, even though 
plaintiff alleges that its products are not 
"genuine" because they are sold in defen- 
dant's store without professional cosmetolo- 
gist consultation that is supposed to be avail- 
able when consumers purchase plaintiffs 
products, since plaintiff has failed to show 
any consumer confusion or deception, nor 
does drug store's sale of plaintiffs products 
violate Lanham Act's Section 43(a), 15 USC 
1125(a), since that section does not provide 
cause of action merely for unauthorized 
stocking and sale of manufacturer's prod- 
ucts, absent more culpable conduct by seller. 


Appeal from the U.S. District Court for 
the Western District of Louisiana, Scott, J.. 

Action by Matrix Essentials Inc. against 
Emporium Drug Mart Inc. of Lafayette, 
d/b/a Drug Emporium, for trademark in- 
fringement and unfair competition, in which 
Emporium filed counterclaim alleging anti- 
trust violations. From federal district court s 
decision granting summary judgment dis- 
missing both plaintiff's claims and counter?: 
claim, parties cross-appeal. Affirmed. ; J' 

Louis A. Colombo, of Baker & Hostetle^, 
Cleveland, Ohio; Theresa M. GaUion* oi : 
Baker & Hostetler, Orlando, Fla.; an<Jl? 
Louis Simon, II, of Laborde & Neune*' 
Lafayette, La., for plaintiff. ' ^ 
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that FICA is not an appropriate tax withih 
the meaning of the Vaccine Act because Co- 
rey could never receive the benefits for 
which he was taxed. 

In addition, Ms. Euken 1 argues that there 
are ^exceptions to the rule that FICA tax is 
deducted from the wages of workers. Where 
an alternative retirement system is available; 
according to Ms. Euken, under certain cir- 
cumstances a worker can opt out of the 
Social Security system and FICA' tax is no 
longer due; She contends this is essentially 
the case here because the Vaccine Injury 
Compensation Trust Fund will provide for 
Corey,- not the Social Security system. 

While we are sympathetic tp the argu- 
ments of Ms. Euken, under a proper con- 
struction of the statute, they are beside the 
point. The relevant question is whether 
workers in the private sector would normally 
have FICA taxes deducted from their aver- 
age gross weekly earnings. While there may 
be, narrow exceptions to the rule, it is beyond 
dispute th^t the vast majority of workers in 
the private sector pay, FICA taxes froxn their 
gross earnings. .See 26 U.S.C, § 3101(a) and 
(b). .. Moreover, the Vaccine Act, by specify- 
ing an objective standard for determining the 
net amount of the los$ of earnings to be 
awarded unrelated to what any petitioner 
might be expected to earn, precludes consid- 
eration of Corey's particular status. Under 
these circumstances, the, argument that Co- 
rey would not receive any Social Security 
benefits is simply not pertinent to the ques- 
tion of whether FICA taxes are appropriate 
taxes to deduct from the average gross week- 
ly earnings of a private sector worker. Be- 
cause we determine that Ms. Eukeri's argu- 
ments, even if the premises underlying them 
are accepted as truie, are not persuasive, we 
need not consider the Secretary's rebuttal to 
the contention that an individual such as 
Corey could opt out of the Social Security 
system! 

Accordingly, we conclude; that FICA tax, 
like federal and state income taxes, is an 
appropriate tax to deduct ih determining a 
lost earnings award under die Vaccine Act. 
W€ reverse- the decision of the Claims Court 


and remand this case for calculation of an 
award consistent with this opinion. 

REVERSED and REMANDED. 



ELECTRO MEDICAL SYSTEMS, 
S.A., Plaintiff-Appellant, 

v. 

COOPER LIFE SCIENCES, INC., Dents- 
ply International Inc., and Dentsply Re- 
search & Development Corp., Defen- 
dants-Appellees. 

No. 94-1003. 

United States Court of Appeals, 
Federal Circuit. 

Sept. 12, 1994. 

Foreign manufacturer sought declarato- 
ry judgment of invalidity £ind noninfringe- 
ment of defendant dental equipment manu- 
facturer's patents relating to air abrasive 
equipment used to clean teeth. The United 
States District Court for the Eastern District 
of New York, John Lynn Caden, United 
States Magistrate Judge, found all claims in 
suit to be infringed and not invalid, and, 
based on finding of willful infringement, 
awarded double damages and attorney fees 
in addition to compensatory damages. For- 
eign manufacturer appealed. The Court of 
Appeals, Lourie, Circuit Judge, held that: (1) 
dental device which discharged substantially 
unpressurized flow of liquid along with pres- 
surized gas was neither anticipated nor obvi- 
ous; (2) foreign manufacturer's device in- 
fringed various claims of patents held by 
defendant manufacturer; and (3) finding that 
foreign manufacturer willfully infringed upon 
defendant's patents was clearly erroneous, so 
increased damages and attorney fees were 
not warranted. 

Affirmed in part and reversed in part. 


ELECTRO MED. SYS. S.A. y 

Cite as 34 F.3d 10' 

1. Patents ^312(4) 

Invalidity of patent on basis that it was 
anticipated by previous patent must be 
proved by clear and convincing evidence. 35 
U.S.CA § 102(b). 

2. Patents <s=>66(i:2) / 1 

.'Anticipation under^patent statute re—, 
quires presence in single pripr art disclosure 
of each and every element of claimed inven- 
tion and is question of fact subject to review 
under clearly erroneous standard. • 35 
U.S.CA § 102(b). 

3. Patents <3=>66(1.19) 

Dental device for delivering .gas, abra : 
sive, and liquid to surface of tooth as unpres- 
surized liquid "curtain" surrounding pressur- 
ized jet of abrasive-lad&n gas was not antici- 
pated by prior patent which did not disclose 
substantially unpressurized flow of liquid. 35 
U.S.CA § 102(b). 

4. Patents <3=>314(5) 

Obviousness of subject matter of patent 
is question of law, based on underlying factu- 
al inquiries, which are subject to clearly erro- 
neous standard of review. 35 U.S.CA 

§ 103. , . • ' " / , "./.V ; • ' ,[ 

5. Patents @=>16.14 

Patent for dental device which delivered 
gas, abrasive, and liquid to surface of tooth 
as unpressurized liquid "curtain" surround- 
ing pressurized jet of abrasive-laden gas was 
not invalid for obVioiisness, injight of scope; 
and content of prior- art* differences between 
claim? and prior art, ley el of ordinary skill in 
art, and; objective evidence of nonobvious-- 
ness, including longrfelt but unsatisfied need, 
failure of. others, commercial success; copy^ 
ing, and tribute by; others. 35 U.S.CA 
§ 103. ^.7 / 

6. Patents <3=>226.6 

Determination of patent infringement 
requires two-step analysis: claim must be' 
interpreted to determine its scope and mean- 
ing, and it must be determined whether ac- 
cused device is within scope of properly, in- 
terpreted claim. ;•; 
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7. Patents <3=>324.5 

Scope and meaning : of) patent claim is 
issue of law reviewed de novo.:- 

8. Patents <S^324.55(2) ■ 

Whether allegedly infringing, device is 
within scope of properly interpreted patent 
claim is question of fact, reviewed for clear 
■ error.'- ' - ; ■ 

9 Patents <3=^226.7, 235(2) 

..Claim in . patent for . dental equipment 
which delivered stream of abrasive-laden 
particles to point, of use upon surface of tooth 
by first nozzle, and stream of liquid "adja- 
cent" to point of use by second ; nozzle, , did 
not require that adjacent streams ,b>e sepa- 
rate and independent, thus, claim, was in- 
fringed by device which delivered; combined 
stream of gas, particles, and liquid to tooth 
surface. 

10. Patents <S=>235(2) 

Claim in : patent for dental equipment 
which delivered stream of abrasive-laden 
particles and stream, of liquid "converging 
toward each other," for purpose of cleaning 
teeth, did not require that streams converge 
at or neatr surf ace of toothi thus, cliim was 
infringed by device which delivered streams 
of gas, particles, and liquid that converged 
immediately after discharge. 

11. Patents <&=>101(4), 168(2.1) 

When meaning of words in patent claim 
is disputed, specification and prosecution his- 
tory can provide relevant information about 
scope and meaning of -claim. 

12; Pattiits «^167(1JL) 

Patent claims are hot to be interpreted 
by adding limitations appearing only in speci- 
fication; thus, although specifications may 
well indicate that certain embodiments are 
preferred, particular embodiment appearing 
in r specification will not be read into claims 
when claim language is , broader than such 
embodiments. .« . 

13. Patents <S=>235(2) 

Claim in patent for method of effecting 
abrasion of tooth using 'Vater soluble" parti- 
cles discharged by ;dental cleaning device, ,did 
not require that, under actual operating con- 
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ditions, particles dissolve immediately upon 
contact with water before hitting tooth; thus, 
claim was infringed by device which used 
abrasive particles with insoluble coating that 
cracked upon impact with tooth and dissolved 
upon tooth-s surface. 

14. Patents ^235(2) 

Claim in patent for dental device that * 
effected abrasion-of tooth and released sub- 
stantially unpressurized flow of liquid as con- 
tinuous liquid curtain surrounding pressur- 
ized jet of particle-laden gas did not required 
that "solid" curtain - of liquid be created at 
point water was released and was r thus in- 
fringed by device which, according to expert 
testimony and experiments conducted at tri- 
al, emitted ; combined spray surrounded by 
water curtain. 

15. Patents <3=>324.5 

Award of increased damages or attorney 
fees to patentee from infringer is reviewed 
for abuse of discretion. 35 U.S.C.A. §§? 284, 
285.;- ■ - 

16. Patents <^319(3), 325.11(2.1) 

'Willfulness" of patent infringement is 
shown when, upon consideration of totality of 
circumstances, clear and convincing evidence 
establishes that infringer acted in disregard 
of patent and that infringer had no reason- 
able basis for believing it had right to engage 
in infringing acts. 

See . publication Words and Phrases 
for other judicial constructions and def- 
initions. 

17. Patents <3=*324.55(2) 

Existence of willful patent ii^rfngement 
is finding of fact, which will not be disturbed 
on appeal unless clearly erroneous. 

18. Patents <S^227 

Law imposes affirmative duty of due 
care to avoid infringement of known patent 
rights of others; duty includes seeking and 
obtaining competent legal advice before en- 
gaging in activity that may result in infringe- 
ment. 

19. Patents <^227 

Inference that opinion- of attorney, ren- 
dered prior to conduct of client that mfringeql 
another's patent, was unfavorable, does not 


preclude consideration of other relevant fac- 
tors in determining whether infringement 
was willful. 

20. Patents <3=>227 

Possession of favorable opinion of coun- 
sel rendered prior to client's, infringement of 
another's patent is not essential to avoid 
determination that infringement was willful, 
but is important factor to be considered. 

21. Patents <^312(1.1) 

Assertion of attorney-client privilege as 
to opinion of attorney rendered prior to 
client's infringement of another's patent does 
not raise irrebuttable presumption of willful- 
ness. 

22. Patents <3=>319(3), 325.11(2.1) 
Although foreign manufacturer that in- 
fringed patents of dental equipment manu- 
facturer refused to produce opinion of coun- 
sel rendered prior to infringing conduct, in- 
fringement was not willful, where foreign 
manufacturer waited six years before selling 
accused product, while seeking declaration 
that product was noninfringing, only sold 
products in face of motions to dismiss for 
lack of justiciable controversy, and had basis 
for its arguments on the merits; thus, award 
of increased damages and attorney fees, 
which was based on finding of willfulness, 
could not stand. 35 U.S.C.A. §§ 284, 285. 


Preston Moore, Attorney, Morrison & 
Foerster, Sail Francisco, . CA, argued, for 
plaintiff-appellant. With him on the brief 
were Grant L. Kim and James R. Shay. 

Dale M. Heist, Attorney, Woodcock, Wash- 
burn, Kurtz, Mackiewicz and Norris, Phila- 
delphia, PA, argued, for defendants-appel- 
lees. With him on the brief were Albert W. 
Preston, Jr., John P. Donohue, Jr., Thomas 
R. Boland and Ellen A. Efros. Of counsel 
was Edward J. Hanson, Jr. 

. Before MAYER, LOURIE, and RADER, 
Circuit Judges. 

LOURIE, Circuit Judge. 

Electro Medical Systems, S.A. ("EMS") 
appeals from a judgment of the United 


ELECTRO MED. SYS. S.A.;v, COOPER LIFE SCIENCES 

Cite as 34 F.3d 1048 (Fed. Cir. 1994) 


States District Court for thk Eastern; District 
of New York holding U.S. Patents 3,882,638, 
3,972,123, and :4,412,402 infringed and hot 
invalid, and awarding increased dariiages and 
attorney fees based on its finding^ of willful 
infringement Electro Medical Sys., S.A u 
Cooper Life Sciences, Inc:,\ Civ. Action No. 
CV-56-0607 (E.D.N.Y; Aug:\25, 1993) (final 
judgment order). 1 We affin^-in-?part arid re- - 
verse-in-part. 

BACKGROUND 

The three patents in suit 2 relate to equip- 
ment for delivering gas, abrasive, and liquid 
to the surface of a tooth in order to remove 
plaque and stain without damaging the. tboth 
surface. ^ The devices claimed in the '638 
and 123 patents direct a stream of abrasive- 
laden gas to a tpoth surface and a stream of 
liquid to the tooth surface adjacent to the 
target area of the abrasive-laden gas stream. 
After the abrasive particles impact the tooth, 
they are taken up by the liquid and then 
removed in suspension form through the use 
of a common suction tube. The '402 patent 
relates to an improved device using abrasive 
particles that are water soluble, wherein the 
device delivers air, abrasive, and liquid to a 
tooth surface as a continuous liquid "curtain" 
surrounding a pressurized jet of abrasive- 
laden gas : . ^ 

Appellant EMS is a Swiss manufacturer of 
dental equipment, distributing products in 
oyer fifty different countries. In 1984, EMS 
filed suit against appellees Cooper Life Sci- 
ences Incorporated, Dentsply International 
Incorporated, and Dentsply Research & De- 
velopment Corporation (collectively "Dents- 
ply") in the Northern District of Illinois, 
seeking a declaratory judgment of invalidity 
and non-infringement of patents relating to 
air abrasive equipment used to clean teeth, 
including those at issue here. The '638 
and 123 patents are owned by Cooper and 
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i 


the final judgment brewer dated' August 25, 
1993 is based on a memorandum ' and order 
dated August 26; 1 992 {"Electro I ' '), a 'memoran- 
dum and order on reepnsideration dated May 13, 
1993 {"Electro II") ,. and a memorandum and 
order on reconsideration dated August 6, 1993 
("Electro III"). ; ^ 


exclusively licensed to Dentsply. 
patent is owned by Dentsply. < 

Despite EMS's allegations that Dentsply 
had asserted foreign counterpart patents 
against EMS and its distributors and had 
threatened to sue potential United States 
distributors of EMS's products, Dentsply 
moved to dismiss for lack, pf a justiciable 
controversy. Dentsply contended that it clid 
not intend to charge EMS with infringement 
of -the U.S. patents and that EMS lacked the 
capacity and intent to sell its products in the 
United States. The Northern District of Illi- 
nois denied Deritsply's motion to dismiss. 

In 1986, on motion of the defendants, the 
Illinois court transferred the claims against 
Cooper to the Eastern District of NewYork 
for reasons of convenience,, and severed and 
stayed the claims against Dentsply because 
Dentsply had no "presence" in Ne\y; York. 
Subsequently, Dentsply was allowed to joiii 
the New York action because it by then had 
acquired rights to Cooper's patent. 

Dentsply then, initiated an International 
Trade Commission (ITC) proceedmg against 
EMS and others for alleged patent infringe- 
ment. After discovery was nearly complet- 
ed, Dentsply moved to dismiss its ITC claims 
against EMS, which the ITC did, with prejur 
dice. 

In November of 1987, r Dentsply again 
moved to dismiss the district court action, 
claiming that there was no justiciable contro- 
versy. As part of its motion, Dentsply noted 
that 

[at a status conference in September of 
1987, the magistrate] strongly recom- 
mended that, if EMS truly were interested 
in a determination of the issues of patent 
validity and infringement, EMS undertake 
sufficient acts in the United States to cre- 
ate an actual controversy. [The magis- 
trate] made clear his view that, absent at 
least one, sale by EMS in the United 
States, the court would dismiss the in- 

2. The '63 8 . and '123 patents, both entitled "Air- 
Abrasive Prophylaxis Equipment/' issued in 1975 

. and 1976, respectively, naming Dr. Robert Black 
as inventor. The ^402 patent, entitled "Equip- 
ment and Method for Delivering an Abrasive- 
Laden Gas, Stream," issued in 1983, naming Eteri 
J. Gallant as inventor. - : ■ 
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fringement issue for lack of subject matter 
jurisdiction. Obviously, the same conclu r 
sion applies to the issue of patent validity. 

Mem. of Points and Auth. of Def. in Support 
of Motion to Dismiss. The court again de- 
nied Dentsply's motion! 

In 1990, six years after commencement of 
this litigation, after the completion of discov- 
ery and three months before the scheduled 
trial, Dentsply threatened to bring a third 
motion to dismiss for lack of a justiciable 
controversy. In response, *; EMS sold six 
products. Dentsply then Amended its an- 
swer to add a counterclaim for patent in- 
fringement, alleging 5 that EMS was a willful 
infringer. EMS stipulated in a pretrial or^ 
der that it "twoulc(] not waive any claim of 
attorney/client- ^privilege in defense of any 
allegation of willful infringement or demand 
for counsel fees." Invoking the privilege at 
trial, EMS declined to disclose the substance 
of any advice it received from its counsel 
prior to the United States sales. 

After a full bench trial, the court issued a 
decision finding all of the claims in suit to be 
infringed and not invalid, and awarding 
$8,752.00 in compensatory damages based on 
EMS's six sales. Drawing an adverse infer- 
ence from EMS's refusal to produce an opin- 
ion of counsel, the court found that EMS was 
a willful infringer, and awarded double dam- 
ages and $942,528.90 in attorney fees. The 
award was affirmed on reconsideration. 
EMS appeals from the judgment of validity 
and infringement and from the award of 
increased damages and attorney fees. 

DISCUSSION 

1.-', Validity 

[1, 2] At trial, EMS challenged the validi- 
ty of claim 20 of the '402 patent on the basis 
that it was anticipated by U.S. Patent 2,405,- 
854 to Ruemelin under 35 U.S.C. § 102(b). 
Anticipation musk be proved by clear and 
convincing evidence. Verdegaal Bros., Inc. 
v.. Union Oil Co., 814 F\2d,628, 632, 2 
USPQ2d 1051, 1053 (Fed.Cir.), cert, denied, 
484 U.S. 827, 108 S.Ct. 95, 98 L.Ed.2d 56 
(1987). Anticipation under, 36 U.S.C. 
§ 102(b) requires the presence , m a single 
prior art disclosure of each and every ele- 


ment of a claimed invention, Lewmar Ma- 
vine, Inc. v: Barient, Inc., 827 F.2d 744, 747* 
3 USPQ2d 1766, 1767 (Fed.Cir.1987), cert, 
denied, 484 U.S. 1007, 108 S.Ct. 702, 98 
L.Ed,2d ; 653 (1988), and is a question of fact 
subject to review under the clearly erroneous 
standard, Ralston Purina Co. v. Far-Mar- 
Co., Inc., 772 F.2d 1570, 1574, 227 USPQ 177, 
179 (Fed.Cir.1985). 

[3] The court determined that EMS had 
failed to introduce clear and convincing evi- 
dence that the Ruemelin patent discloses ev- 
ery element of claim 20. Specifically, the 
court found that the Ruemelin patent did not 
disclose a substantially unpressurized flow of 
liquid or a continuous liquid curtain sur- 
rounding the pressurized jet of particle-laden 
gas. Electro I, slip op. at 55. EMS asserts 
that these features are "inherent" in the 
Ruemelin patent because, although Ruemelin 
discloses a blasting and spraying gun utiliz- 
ing pressurized liquid, the Ruemelin device 
"could be set to any water pressures." 

We do not agree that the subject matter of 
the claim was anticipated. "The mere fact 
that a certain thing may result from a given 
set of circumstances is insufficient to prove 
anticipation." Continental Can Co. v. Mon- 
santo Co., 948 F.2d 1264, 1268-69, 20 
USPQ2d 1746, 1749 (Fed.Cir.1991) (quoting 
In re Oelrich, 666 F.2d 578, 581, 212 USPQ 
323, 326 (CCPA1981)) (emphasis added). 
EMS was required to prove that an unpres- 
surized flow is necessarily present in the 
Ruemelin disclosure, and that it would be so 
recognized by persons of ordinary skill. Id. 
at 1268, 20 USPQ2d at 1749. EMS did not 
discharge its burden; thus, the district court 
properly concluded that EMS failed to prove 
invalidity of claim 20. 

[4, 5] EMS also challenged the validity of 
claims 4, 12, 16, and 21 of the '402 patent on 
the basis that the subject matter of the 
claims would have been obvious muter 35 
U.S.C. § 103. Obviousness is a question of 
law*! based on underlying factual inquiries, 
which are subject to the. clearly erroneous 
standard of review. Panduit Corp. v. Denni- 
son Mfg. Co., 810 F.2d 1561, 1568-69; 1 
USPQ2d 1593, 1597-98 (Fed.6ir.), cert, de- 
nied, 481 U.S. 1052, 107 S.Ct. 2187, 95 


ELECTRO MED. SYS. S AW. COOPER LIFE SCIENCES 1053 

Cite as 34 F.3d 1048 (Fed. Cir. 1994) 


L.Ed.2d 843 (1987). In a thorough opinion, 
the magistrate undertook an analysis of the 
obviousness question, carefully considering 
the scope and content of the prior art, the 
differences between the claims and the prior 
art, the level of ordinary skill in the art, and 
objective evidence of non-obviousness, includ- 
ing long-felt but .unsatisfied need, failure of 
others, commercial success, copying, and* 
tribute : by-i others. See Graham v. John 
Deere Co., 383 U.S. 1, 17, 86 S.Ct. 684, 693- 
94/15 L.Ed.2d 545 (1966). The court con^ 
eluded that EMS had not met its burden of 
demonstrating by clear and convincing evi- 
dence that the claimed subject matter would 
have been obvious to one of ordinary skill in 
the' art. ■ .; ■ ,-' t 

EMS does not challenge the court's under- 
lying findings here; rather, it merely asserts 
that "if [the claims] were construed for valid- 
ity as the district court construed [them] for 
infringements they would be] invalid under 
35 U.S.C. § 103." We have considered this 
assertion and find it unpersuasive. EMS has 
not convinced us of reversible error in the 
court's determination that the '402 patent is 
not : invalid. 

2. Infringement 

The court' found that the accused EMS 
device infringed 'claims 2 and 3 of the '638 
patent, claim 4 of the '123 patent, and claims 
4, -12, 16, 20, and; 21 of the '402 patent. EMS 
asserts that the judgment of infringement 
with respect to the '638 and 123 patents was 
based on erroneous claim interpretation. 
With respect to the '402 patent, EMS asserts 
that the judgment of infringement was based 
on erroneous^claim interpretation and clearly 
erroneous fact finding. 

3 . ; In its entirety, with ; relevant portions £>f ; its 
parent claim added, claim 2 reads: 

[A system for handling and' feeding abrasiye 
particles comprising means for mixing abra- 

,.; , sive particles with a gaseous stream, first noz- 
zle means for delivering the abrasive laden 
stream to as point of use, controllable supply 
means- for starting and, stopping the abrasive 
laden stream, - second . nozzle .means in prede- 
termined relation to, the first nozzle means for 
delivering a stream of liquid adjacent said 
point of use, controllable supply means for 

/ . sorting, and stopping the . stream of liquid and 
control means for the supply means including 
means providing for substantially concurrently 


[6-8] f> A determination of patent infringe- 
ment requires a two-step analysis. First, a 
claim must be interpreted to f determine its 
scope and meaning; second, it must be deter- 
mined whether art accused device is within 
the scope of the properly interpreted claim. 
ZMI Corp. v. Cardiac Resuscitator Corp., 
844 F.2& 1576, 1578, 6 USPQ2d 1557, 1559 
(Fed:Cir:l988). The first step is an issue of 
law, reviewed de novo, and the second is a 
question of fact, reviewed for clear error. 
Minnesota Mining & Mfg., Co. v. Johnson & 
Johnson Orthopaedics, Inc., 976 F.2d 1559, 
1570, 24 ; USPQ2d 1321, 1330 (Fed.Cir.1992); 
"A finding is 'dearly erroneous' when al- 
though there is evidence to support it, the 
reviewing cburt on the entire evidence is left 
with the definite and firm conviction that a 
mistake has been committed." United States 
v. United States Gypsum Co., 333 U.S. "364, 
395, 68 S.Ct. 525, 542, 92 L.Ed. 746 (1948). 

[9, 10] Claim 2 of ; the '638 patent is- di- 
rected to a system for handling and feeding 
abrasive particles, and recites a "first nozzle 
means for delivering the abrasive-laden 
stream to a point of use" and a "second 
nozzle means in predetermined relation to 
the first nozzle means for delivering a 
stream of liquid adjacent said point of use" 
the first and second nozzle means . being inte- 
grated in a common handpiece. 3 Claim 4 of 
the '123 -patent recites a dental handpiece for 
use in the cleaning of teeth, and includes 
"two fluid discharge orifices . . . being posi- 
tioned and oriented to discharge streams of 
the abrasive-laden gas arid liquid in the same 
general direction transversely of the hand 
grip, with the streams of abrasive-laden gas 
and liquid converging tovdard each other. ni 

starting and stopping of the discharge of the 
gaseous and liquid streams from the nozzle 

1 \meansj in which the first and second nozzle 
means are integrated iiTa common handpiece. 

- Claim 3 contains the following relevant lan- 
guage: 

v second nozzle means for receiving heated wa- 
ter from the water heater and < for delivering a 
stream of heated "water substantially to said 
point of use ;\ . . : 

4. In' its entirety, 'claim 4 reads: 

A dental handpiece for use in the cleaning of 
teeth, the handpiece comprising an elongated 
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EMS argues that the "second nozzle 
means" of the '63§ claims must : deliver a 
stream of liquid to , the tooth surface as a 
stream separate and independent : from the 
abrasive-laden stream delivered by the, first 
nozzle means, which is different from the 
accused device. Furthermore, EMS argues 
that the .123 claim only covers a device in 
which the streams op liquid and abrasive- 
laden gas converge M or, near the surface of 
the. tooth, unlike the accused device. EMS 
relies upon the specifications) which it asserts 
disclose devices consistent with its asserted 
claim interpretation. Also, EMS points tq 
the prosecution history of the '638 patent, in 
which the patentee emphasized that the "noz- 
zle means provid[es] for . delivery of the 
stream of liquid to a point adjacent to the 
point to which the abrasive is directed," and 
to the prosecution history of the 123 patent, 
in which the "convergence" of the streams 
was emphasized. 

Because the EMS device delivers a com- 
bined stream of gas, particles, and liquid to 
the tooth surface, EMS asserts that the de- 
vice does not infringe the '638 patent as EMS 
interprets the claims. Furthermore, EMS 
contends that the accused device delivers 
streams that converge at the edge of a first 
nozzle, immediately after discharge and be- 
fore contact with the tooth's surface, and 
thus it does not infringe the 123 patent. 
Dentsply contends that the court properly 
interpreted the claims arid properly found 
infringement. 

[11, 12] Claims speak to those skilled in 
the art. See Specialty Composites v. Cabot 
Corp., 845 F.2d 981, 986, 6 USPQ2d 1601, 
1604 (Fed.Cir.1988). When the meaning of 
words in a claim is in dispute, the specifica- 
tion and prosecution history can provide rele- 
vant information about the scope and mean- 
ing of the ; claim. M at 986, 6 USPQ2d at 
1604. However, claims are not to be inter- 

; hand grip having two separate fluid passages 
extended , longitudinally t therethrough provid- 
ing respectively for supply of abrasive laden 
gas and of a liquid, the hand grip further 
having a head at one end thereof with two 
fluid discharge orifices and with two passages 
respectively and separately connecting said 
longitudinal passages with the fluid discharge 
orifices, the orifices being positioned and ori- 


preted by adding limitations appearing only 
in the specification. See Intervet Am. D. 
Kee-Vet Lab., 887 F.2d 1050, 1053, 12 
USPQ2d 1474, 1476 (Fed.Cir.1989) ("No mat- 
ter how great the temptations of fairness' or 
policy making, courts do not rework claims. 
They only interpret them,") (quoting with 
approval Autogiro Co. of Am., v. United 
States, 181 CtCl. 55, 384 F.2d 391, 395^96, 
155 USPQ 697, 701 (1967)). Thus, although 
the specifications may well indicate that cer- 
tain embodiments are preferred, particular 
embodiments appearing in a specification will 
not be read into the claims when the claim 
language is broader than such embodiments; 
See Specialty, 845 F.2d at 987, 6 USPQ2d at 
1605 ( <r Where a specification does not require 
a limitation, that limitation should npt be 
read from the specification into the claims."). 

Upon review of the two specifications and 
prosecution histories, we conclude that the 
court did not err when it determined that the 
term "adjacent" does not necessarily mean 
"separate and independent." The '638 claim 
was properly interpreted to cover a device 
that delivers a combined air, abrasive, and 
liquid stream surrounded by a liquid stream 
such that the abrasive is delivered to a target 
area on the tooth surface and liquid is deliv- 
ered adjacent to that area, Similarly, the 
court properly concluded that the term "con- 
verge" does not necessarily mean "converge 
at the surface of the tooth," and that the 
claims were properly interpreted to cover a 
device having streams converging before 
they, reach the tooth surface. - The prosecu- 
tion history does not indicate otherwise. We 
thus see no error in the court's interpretation 
of the claims of the '638 and ,■123 patents and 
hence its infringement determination. 

[13, 14] Claims 4 and 20 are representa- 
tive of the claims at issue in the '402 patent. 
Claim 4 recites a method for effecting abra- 
sion using "water soluble" particles. 5 Claim 

ented to discharge streams of the abrasive lad- 
en gas and liquid in the same general direction 
' transversely of the hand grip, with the streams 
{[' of abrasive laden gas and liquid converging 
toward each other. 

5. With relevant portions of its parent claim add- 
ea\ claim 4 reads: 
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20 recites a device for effecting abrasion 
including "means for releasing a substantially 
unpressurized flow of [ ] liquid as a continu- 
ous liquid curtain surrounding [a] pressur- 
ized jet of particle-l^den gas." 6 EMS argues 
that neither the "water soluble" nor the "con- 
tinuous; liquid curtain" limitation is satisfied 
by the accused device. 

EMS contends that the meaning of the** 
term "water soluble," as used in the patent, 
requires that under actual operating condi- 
tions the particles dissolve immediately upon 
contact with the water before hitting the 
tooth. EMS further contends that the 
"means for releasing liquid as a liquid cur- 
tain" must create a "solid" curtain of liquid at 
the point the water is released; EMS main- 
tains that the court clearly erred in deter- 
mining that the abrasive particles used by 
the EMS devibe were soluble withih the 
meaning of the claims because they include 
an insoluble coating that "crocks" upon im- 
pact with the tooth so that the particles will 
dissolve only at the tooth's surface. EMS 
further maintains that the court clearly erred 
in determining that the EMS device includes 
a "means for releasing liquid as a liquid 
curtain" as that phrase is properly int&rjfret- 
ed. ■ :V:C: 

Upon review of the '402 specification and 
prosecution history, we conclude that the 
court properly construed the claims as not 
requiring that the particles used be soluble 
within the area between the nozzle and the 
tooth and as not requiring that the curtain of 
water be a "solid" curtain. See Specialty, 
845 F.2d at 981, 6 USPQ2d at 1601; Internet, 
887 F.2oT at 1050, 12 USPQ2d at 1474. 

The court's findings of infringement of 
the '402 pateht were based primarily on ex- 
pert testimony and fe^eriments conducted 
during the trial As the court noted, EMS 

[A method for effecting abrasion , comprising 
delivering from a nozzle orifice a pressurized 
jet of particle-laden gas/ With resultant devel 1 
opment of an ambient induction zone, releas- 
. ing ; a substantially unpressurized flow of the 
liquid into an. annual space surrounding the 
ambient induction zone arid! thereby establish a 
combined stream of gas,; particles and r liquid, 
and directing, tjie. combined stream, against the 
surface to be abraded ] in which the, particles 
are water soluble and the liquid is water. 
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"performed no tests[, with the exception of 
an unreliable courtroom demonstration,] tQ 
rebut the findings made \ by Dentsply's ex- 
pert. [EMS's] lack of 'hard' evidence 
and the plethora of opinion testimony unsup- 
ported by any backup evidence, [were] large- 
ly unpersuasive." Electro I, slip op. at 18- 
19, , Based on the expert testimony and ex- 
peyinients, thg court found that the particles 
used in the EMS deyice were indeed soluble 
within the meaning of the claims and that 
"[t]h$ inner combined : spr^y emitted from the 
EMS products' nozzle is surrounded by, a 
water curtain." We conclude that EMS has 
not shown the court's claim interpretation to 
be in error or its infringement findings to be 
clearly erroneous. 

3. Increased Damages and Attorney Fees 

After deterrruning that the accused device 
infringed Dentsply^s patents, the court as- 
sessed actual damages of $8,752.00 resulting 
from the six sales in ,1990. The court, drew 
an adverse inference from EMS's refusal to 
produce an opinion of counsel, statirig 
Based upon EMS' refusal, to disclose the 
substance >of the . opinion of its counsel, 
despite DentsplyV charge ; of willful in- 
fringement, as well as EMS' failure to 
enter the U.S. market for six years after 
obtaining counsel, the court concludes that 
it must draw an adverse inference that the 
opinion was unfavorable. EMS eventually 
proceeded with knowledge of the unfavora- 
ble view of counsel, arid thus engaged in 
willful infringement of the patents. 

Electro I, slip op. at 79. The court thus held 
that the , infringement was willful, awarding 
increased damages and $942,528.90 in attor- 
ney fees. , On reconsideration, of the award, 
the court affirmed. Electro Jl, slip op. at 20. 
After the original and reconsideration orders 

6i Claim 20 reads: • •• : : ' : " 

Equipment for effecting abrasion comprising: 
nozzle means for delivering a pressurized jet of 
gas laden with particles, with resultant devel- 
opment 1 of an ambient induction zone, and 
means for delivering a liquid into said induc- 
tion zone comprising means; for releasing a 
substantially unpressurized flow of the liquid 
as a continuous liquid curtain surrounding the 
pressurized jet of particle-laden gas. 


1056 


34 FEDERAL REPORTER, 3d SERIES 


were issued > EMS offered to waive the attor- 
ney-client privilege and disclose the advice of 
its counsel. ' The district court decliried 
EMS's offer as untimely. 

EMS argued) that the award of increased 
damages and attorney feies must be reversed 
because it is based on a clearly errorieous 
finding of wiUftdngss; Dehtsplj^ asserts that 
the cburt properly awarded such damaged 
and argues that "EMS could have avoided 
willfulness and 1 .V. attorney fees ... had 
tHey shown cohviction in their case by either 
selling the product or by waiving privileged 
We agree with EMS. 

[15] In appropriate cases, ; a patentee may 
recover from an infringer increased damages 
and attorney fees. 35 U.S.C. §§ 284, 285 
(1988); General Motors Corp, n Devex Corp., 
461 U.S. 648, 654, 103 S.Ct. 2058, 2061-62, 76 
L.Ed.2d 211 (1983): The decision whether to 
award increased damages or attorney fees is 
reviewed for an abuse of discretion. 
SmiihKline Diagnostics, Inc. v. Helena Lab. 
Corp., 926 F.2d 1161, 1165 n. 2, 17 USPQ2d 
1922, 1925 'h. 2 (Fed.Cir.1991). Such awards 
have been made when the infringement was 
found to be willful. ReaA Corp: v. Portec, 
Inc., 970 F.2d 816, 826, 23 USPQ2d 1426, 
1435 (Fed.Cir,1992). 

[16, 17] Willfulness is shown when, upon 
consideration of the totality of the circum- 
stances, clear and convincing evidence estab- 
lishes that the infringer acted in disregard of 
the patent, that, the infringer had no reason- 
able basis for believing it had a right to 
engage in the infringing acts. See American 
Medical Sys.* Inc: v. Medical Eng'g Corp., 6 
F.3d 1523, 1530, 28 USPQ2d 1321, 1325 (Fed. 
Cir.1993), cert, denied, — U.S. - — ,114 
S.Ct. 1647, 128 L.Ed.2d 366 (i994). The 
exisfencie of willful infringement is a finding 
of fact, which will not be disturbed on appeal 
unless it is clearly erroneous. Id. at 1530, 28 
USPQ2d at 1325. 

[1&-20] The law imposes an affirmative 
duty of due pare to avoid infringerrient of the 
known patent rights of others. L.A Gear 
Inc. v. Thorn McAn Shoe Co., 988 F.2d 1117, 
1127; 25 USPQ2d 1913, 1920 (Fed.Cir.), cert. 
dmrnd^ 1 — U.S. — , 114 S:Ct. 201, 126 
L.Ed.2d 240 (1993). Usually, this duty in- 


cludes seeking and obtaining competent legal 
advice before engaging in activity that may 
result in infringement. Underwater Devices, 
Inc. v. Morrison-Knudsen Co., 717 F.2d 
1380, 1389-90, 219 USPQ 569, 576 (Fed.Cir. 
1983). Accordingly, we have held that when 
an infringer refuses to produce an exculpato- 
ry opinion of counsel in response to a charge 
of willful infringement, an inference may be 
drawn that either no opinion was obtained orj 
if an opinion was obtained, it was unfavora- 
ble. See, e.g.> Fromson v. Western Litho 
Plate & Supply Co., 853 F.2d 1568, 1572-73, 
7 USPQ2d 1606, 1611 (Fed.Cir.1988); Kloster 
Speedsteel AB v. Crucible Inc., 793 F.2d 
1565, 1579-SO, 230 USPQ 81, 91 (Fed.Cir. 
1986), cert, denied, 479 U.S. 1034, 107 S.Ct. 
882, 93 L.Ed^d 836 (1987). However, there 
are no hard and fast rules in respect of 
willfulness. Rolls-Royce : Ltd. v. GTE VaUr- 
on Corp., 800 F.2d 1101, 1109, 231 USPQ 185, 
191 (Fed.Cir.1986); Studiengesellschafi 
Kohle, M.B.H. v. Dart Indus., 862 F.2d 1564, 
1573, 9 USPQ2d 1273, 1282 (Fed.Cir.1988) 
("The consequences of a finding of willful 
infringement being serious, such a finding 
. , is to be made only after due consider- 
ation of the totality of the. circumstances."). 
An inference that an opinion was unfavorable 
does not foreclose consideration of other rel- 
evant factors. Possession of a favorable 
opinion of counsel is not essential to avoid a 
willfulness determination; it is only one fac- 
tor to be considered, albeit an important one. 
Kloster, 793 F.2d at 1579, 230 USPQ at 91 
(though it is an important consideration, the 
absence of an opinion of counsel alone does 
not mandate an ultimate finding of willful- 
ness). 

[21] EMS had a right to. assert the attor- 
ney-client privilege. See Quantum Corp. v. 
Tandon Corp., 940 F.2d 642, 644 (Fed.Cir. 
1991) (attorney-client privilege is a "basic, 
time^honored privilege [warranting] careful 
consideration."). As we previously have not- 
ed, . . 

[a]n accused infringer . : . should not, with- 
out the trial court's careful consideration, 
be forced to choose between waiving the 
privilege in order to protect itself from a 
willfulness finding, in which case it may 
risk prejudicing itself on the question of 
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liability, and/maintaining the privilege, in 
which case it may risk being found to be a 
willful infringer; if liability is found. 

Id. (suggesting that court inspect in camera 
privileged communications to determine if 
separateJtrial on willfulness issue is appropri- 
ate). 7 Assertion of the privilege does not 
raise an irrebuttable presumption of willful- 
ness. oSuch a rule jwould not accommodate ; 
consideration of other facts, nor would it 
respect the right of a party to assert the 
privilege. 

[22] The district court here was free to 
draw an inference adverse to EMS when, 
asserting the attorney-client priyilege, EMS 
refused to produce an opinion of counsel 
However, the court erred because it failed to 
consider the evidence in its entirety and er- 
roneously evaluated the significance ( of 
EMS's six-year delay in entering the market. 

The district court reasoned that vEMS's 
decision to wait six years before it sold the 
accused product supported the inference; that 
EMS possessed an unfavorable -opinion -of 
counsel. This suggests: that - V E MS was pursue 
ing protracted litigation and running up large 
fees to the. detriment of its opponents, while 
believing that it had a losing case and before 
it infringed. If that were true, such conduct 
could have been dealt with by sanctions for 
bad-faith litigation or even dismissal for lack 
of a case or controversy, but it would not 
have been willful ihmrigement. There was 
nb finding of misconduct in this case, nor did 
the district court choose to distniss the suit. 
Eveir-if it had an unfavorable opinion of 
counsel, we agree with EMS that under the 
circumstances, its decision to defer sale of 
the accused ' product Was* more consistent 
with satisfying its duty of due care to avoid 
or minimize infringement than with willful- 
ness. EMS sought a judicial determination 
of the contested issues before selling the 
accused product. It was only in the face of 
three motions to dismiss, two denied and one 
threatened, and m light of the magistrate's 
Statement that, "absent at least one sale by 
EMS in' the United States, the court would 
dismiss the 1 infringement issue for liack of 
^ubjiect rriatter jurisdiction," that' EMS sold 

7. In the present case, no motion was made to 
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six devices. The infringement therefore was 
de minimis and was accomplished only- to 
avoid dismissal and ensure prompt adjudica- 
tion, not; as part/of its, business to generate 
inpome. EMS's conduct throughout the liti- 
gation was to seek resolution, of the contro- 
versy. See Minnesota Mining & Mfg., Co. v. 
Norton Co.,. 929 Fid ; 67Q, 673, 18 USPQ2d 
1§02, 1305 (Fed.Cir.1991). This case does 
hot involve a "wanton disregard of the paten- 
tee's patent rights." See Read, 970 F.2d at 
826, 23 USPQ2d at 1435. 

On reconsideration, the district cqurt fur- 
ther stated that "EMS's failure to produce an 
exculpatory legal opinion gives rise to the 
inference that it proceeded with this lawsuit 
against the advice bf^bounsel is on this 
basis that the findings of willfulness and 'an 
exceptibhar case ,: were made." Electro II; 
slip op. at 20., However, filing suit is -hot 
willful infringement Moreover, EMS testi- 
fied as to its good faith belief that the pat- 
ents were either invalid or not infringed. 
Although we have affirmed the court's deter- 
minations of infringement and validity, it is 
clear to us that EMS had a basis for its 
arguments on the merits. Dentsply itself 
agreed at .oral argument that "there were 
definitely arguments" with respect to the 
issues in this case. The questions were in- 
deed close, and this was another relevant 
factor overlooked in the assessment of will- 
fulness. See Paper Converting Mack Co. v. 
Magnctrlrraphics Corp., 745 F.2d 11, 20, 223 
USPQ 591, 597-98. -(Fed.Cir.1984) (willful- 
ness finding is generally inappropriate when 
the infringer mounts a good faith and sub- 
stantial challenge to the existence of infringe- 
ment). The facts here db not cbnstitutfe ciear 
and convincing evidence of Willfulness. Upon 
review of the evidence in its entirety, we are 
left with the definite and firm conviction that 
the court erred in finding willful infringe- 
ment. 

"The paramount determination in deciding 
to grant enhancement and the amount there- 
of is the egregiousness of the defendant's 
conduct based on all the facts and circum- 
stances." Read, 970 F.2d at 826, 23 USPQ2d 
at 1435. Absent willful infringement, there 
is no basis in this case for increased dam- 
sever liability from damages. 
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ages. The jxftirt expressly declined to find 
that EMS ■ had engaged in misconduct or 
copying. Electro I, slip op. at 72-73, 79-80 n. 
24. See Read, 970 F.2d at 82&-27, 23 
USPQ2d ^ 1435^36 (listing factors to be 
considered in determining whether to award 
increased damages). The£e factors, in addi- 
tion to those discussed above with respect to 
wUlfulriess, compel the conclusion that the 
award of increased damages was an abuse of 
discretion/ See Kloster, 793 F.2d at 1580, 
230 USPQ at 91 ("[i]f infringement [is] . . . 
innocent, increased damages are not awarda- 
ble for infringement."). Likewise, the award 
of attorney fees, based qn an erroneous find- 
ing of willfulness, .cannot stand. See Stu- 
diengesellschaft, 862 F.2d at 1579, 9, USPQ2d 
at 1287 (where judge rejected master's ; wilt 
fulness finding, it was proper to reverse the 
award of increased damages and attorney 
fees). 

CONCLUSION 

That part of the judgment holding U.S. 
Patents 3,882,638, 3,972,123, and 4,412,402 
infringed and not invalid is affirmed. That 
part of the judgment awarding increased 
damages and attorney fees 7 is reversed be- 
cause the court's finding of willful infringe- 
ment was clearly erroneous. 

COSTS 

- Each party shall bear its own costs. 

AFFIRMED-IN-PART and RE- 
VERSED-IN-PART, 
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F. Brantley SCOTT and John 
H. Burton, Appellants, 

v 

Roy P. FINNEY* Appellee. 
No. 94-1090. 

United States Court of Appeals, 
Federal Circuit. 

Sept. 14, 1994. 

In interference proceeding involving 
self-contained penile implant invention, the 
Board of Patent Appeals and Interferences, 
interference No. 102,429, awarded priority tb 
senior party on grounds that junior party 
failed to show reduction to practice before 
senior party's date of invention. Junior par- 
ty appealed. The Court of Appeals, Rader, 
Circuit Judge, held that junior party suffi- 
ciently demonstrated reduction to practice 
through videotape of insertion of prototype 
into penis of anesthetized patient, which 
showed surgeon manipulating implanted de- 
vice several times to successfully simulate 
erection. 

Reversed and remanded. 

1. Patents <^314(5), 324.5 

Issue of reduction to practice of inven- 
tion is question of law which Court of Ap- 
peals reviews de novo. 

2. Patents <3=*113(1) 

Court of Appeals reviews Board of Pat- 
ent Appeals and Interference's factual find- 
ings under clearly erroneous standard, 

3. Patents <3=»90(5) 

To show prior invention, junior party 
must show reduction to practice of invention 
before senior party, or, if junior party , re- 
duced to practice later, conception before 
senior party followed by reasonable diligence 
in reducing it to practice;, to show reduction 
to practice, junior party must demonstrate 
that invention is suitable for its intended 
purpose. 
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likely be the source of witnesses and docu- 
ments, OKI America; has. an authorized dis- 
tributor in California, and ithas ^California 
facility responsible for distribution pf 30%, of 
the supposedly infringing printers! t 
; Finally, OKI America . argues that the 
interests of justice would be served by trans- 
ferring this case to California because, then 
both cases would, be tried. in the same forum, 
which / would erisu^e borisistent Judgments 
and would elirhiniate duplicate efforts by the 
parties and the two courts. 

[2] This Court finds thaV this forum; is 
more convenient that the Eastern District 6f 
California. The plaintiff is a resident of this 
forum; the defendants, located principally in 
New Jersey, can defend themselves as easily 
in Louisiana as in California. . " 

Accordingly, . . 

IT IS ORDERED that the motion of de- 
fendants, OKI America, Incl and OKI- 
DATA, to dismiss plaintiffs complaint pur- 
suant to Fed. R. Civ. P. 12(b)(2) and 
12(b)(3) be and is hereby DENIED. 

IT IS FURTHER ORDERED that .the 
motion of. OKI ^America, Inc. and OKI- 
DATA, to transfer this action to the^ Eastern 
District of California pursuant to 28 U.S.C. 
§ 1 404(a) :be and is hereby DENIED. . 

IT IS FURTHER ORDERED that de- 
fendant Comp US A's motion, to stay the 
proceedings against it, in the event the case is 
severed and transferred, be and; is hereby 
DENIED AS MOOT. 


Court of Appeals, Federal Circuit 

In re Rijckaert 

1 'No; 93- 1206 
Decided November 23, 1993 ,,, 

PATENTS - . :.'V\. 

1. Patentability/ Validity — Obviousness — 
Relevant prior art — Particular inven- 
tions (§115.0903.03) i : 

Board of Patent Appeals and Interfer- 
ences erred by affirming rejection, oh 
grounds of obviousness, of claim's for appara- 
tus to record and reprbduce-electrifc sigrialon 
magnetic record carrier, since references re- 
lied upon to reject claims do not provide basis 
for prima facie determination of obviousness, 
in that prior art relied upon, either individ- 
ually or when combined, dpes r npt, disclose, 
suggest, or render obvious claimed invention, 
and since applicant -s burden ;to: rebut rejec- 


tion of obviousness does not arise, until prima 
facie case has been established. 


Appeal frbiri the U.S. Patent and Trade- 
mark Office; Board - of Patent Appeals and 
Interferences- - 
> Applic&tiori for patent, serial no. 
07/345,396, filed by Albert M A. Rijckaert 
arid Joannes A.E. Van Der Kop. From deci- 
sion affirming final rejection of claims, ap- 
plicants appeal; Reversed. 

Edward W. Gbodman (Algy Tamoshunas, 
with him oiT brief), Tarrytbwn, N. Y.i for 
appellant. / / ; 

Lee E. Barrett, associate solicitor, PtO 
(Fred E. McKelvey, solicitor, with him on 
brief), for appellee. ; 1 

Before Lay, senior circuit judge (Eighth Cir- 
cuit, sitting by desighation), and Mayer 
and Lourie, circuit judges. 

Lourie, J. 

Albert Rijckaert and Joannes van der Kop 
("Rijckaert") appeal from the decision of 
the United States Patent and Trademark 
Office (PTO) Board of Patent Appeals , and 
Interferences affirming the final rejection of 
claims 542, Ml of the pending claims in 
patent application serial no. 07/345,396, as 
being unpatentable under 35 U.S.C. § 103 
(1988).; Because the references relied Upon 
;to reject the claims do not provide the basis 
for - 'a prima facie determination that the 
claiiried invention would have been obvious, 
we reverse. . . 

BACKGROUND 

The patent application at issue relates to 
an apparatus for recording and reproducing 
an electric signal on a iftaghetic record carri- 
er. Independent claim 11 is drawn to a re- 
cording apparatus and' it specifies a relation- 
ship between time expansion or compression 
and three' variables, a, n, and M. Claim 11 
reads, in pertinent part: 

11. An apparatus for /recording an electric 
i. signal on a magnetic record carrier in 

tracks, which? aire inclined relative to the 
;: lpngitudinaLdirection of said record carri- 
• er, comprising: . 

. [a] . time-base/cprrection circuit 
?. proyid [ing] a time expansion , or, time cpm- 
; priession of the signal blocks by a factor of 
a*n/(180*(M+l))» >vhere a is the wrap- 
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ping angle of the record carrier around the 
head drum and differs from 180 \ h is the 
number of head pairs, and M is the num- 
ber of times within a specific time interval 
that a hea4 pair which comes in contact 
with the /record carrier during said time 
interval does not record a signal on. the 
record carrier^ said time interval; being 
defined by those;; instants at ^ which : two 
consecutive; tracks pairs are recorded' by 
one or two. head pairs. ; ^ ; y ; ■ 

Independent claim 12 is drawn to an appara- 
tus for reproducing a recorded sig;nal and it 
recites the reciprocal; relationship between 
timib compression or expansion. and ttie three 
variables a, ri, and M. Dependent claims 5- 
10 further limit claims 11 or 12. 

^he Board upheld the final rejection of 
claims 5 and 7-1 2 under 35 U.S.C. § 103 as 
being unpatentable over U.S. Patent 
4,757,392 to Awamoto in view of Driessen et 
al., An Experimental Digital Video Record- 
ing System', CE-32 LEIE.E. Transactions on 
Consumer Electronics 3, Aug. 198,6,, at 362- 
70. The Board also upheld the final rejection 
of claim 6 as being unpatentable over Awa- 
moto and Driessen in view of U.S. Patent 
4,542,417 to Ohta. t 

" DISCUSSION 

We review de novo the, Board's ultimate 
determination ;;of obviousness. In re tie 
Blauwe. m F.2d 699, 703, 222 USPQ 191, 
195 (Fed. Gir. 1984). Underlying factual 
inquiries,, such as the scope, and! content of 
the priprrart, differiences between the prior 
art arid the claimed invention, and level of 
ordinary skill in the art are reviewed for, clear 
error. Seejn re taveney, 761 Fi2d 671, 674, 
226 USPQ 1, 3 (Fed; Cir. 1985). ■ ' ' 

In rejecting claimsunder 35 U.S.C. § 103, 
the examiner bears the initial burden of 
presenting a prima facie case of obviousness. 
In reyOetiker, 977 F.2d 1443, i^45, :24 
USPQ2d; 1443, 1444 (Fed. Cir. 1 992) r Only 
if that burden is ! met, does the burden of 
comings forward with evidence or argument 
shift to the applicant. Id. "A prima facie 
case of obviousness is established when; the 
teachings from the prior, art itself Would 
appear to have suggested the claimed subject 
matter to a per soni of ordinary skill in :X he 
art." In' re sell, 991 .F.2d:7:81, 782, 26 
USPQ2d 1529; 153 1 (FedvCir. i993);(quot- 
ing In re Rinehart, 531 F.2d 1048, 1051, 189 
USPQ 143, 147 (CCPA 1976)). If the exam- 
iner fails to establish :a pr//wa/ttci> case j the 
rejection is improper and will be overturned. 
In re^ne, 837 F:2id' 1071, 1074, 5 USPQ2d 
1596, 1598 (Fed; Gir. 1988). 


All of the claims except claim 6 stand 
rejected under 35 U.S.C. § 103 as being 
obvious over Awamoto in view of Driessen. 1 
Awamoto; the primary reference, discloses a 
signal processing circuit for a video record- 
ing anb; reproducing apparatus. Awamoto 
Specifically discloses the time expansion of 
ian (np^t sign^ of two and the 

pbrresp^nding time cpmpr essibn of an output 
^ignalirt^ marine of the time 

expansion. Furt her^wanipto' uses two video 
heads mounted on a rptary drum "of any of a 
well known video tape .loading mechanism 
such that [the r heads] follow parallel tracks 
skewed relative to the length of video tape." 
Driessen; discloses a recording system using 
two pairs of heads mounted on piezp-ceramic 
actuators. 

. The Board concluded that the subject mat- 
ter of the claims would have been obvious 
over Awamoto in view of Driessen, stating 
that "the time expansion or time compres- 
sion relationship* is satisfied for the . expan- 
sion of two disclosed [in] Awamoto when a 
wrapping angle of 360°; one pair of heads 
and nb ribri-recbrdingj intervals are as- 
sumed.;* The Board further asserted that the 
recognition of the claimed relationship be- 
tweeh time expansion /cpmpressibn and the 
ttijee; ■ variables- ttpn, arid M is "the mere 
discovery of a relationship that is applicable 
to [a] prior art apparatus [, and] does not 
[give] rise to a patentable invention." Thus, 
in affirming the rejection, the Board first 
assumed that the claim limitation at issue, 
the relationship between time expansion/- 
compression and the three variables, was 
somehow,: "inherent" in the prior art as 
shown by Awamoto. The Board also as- 
sumed specific valyes for the claimed varia- 
bles in order to assert that Awamoto's device 
satisfies the claimed relationship. 

[1] Rijckaert argues that the examiner has 
not established a prima facie case of obvious- 
ness arid that the examiner's assumptions do 
not constitute the disclosure of prior art. We 
agree; Awamdto does not disclose, the ; wrap- 
ping angle.pf, the record carrier around the 
head drum or the ; number of times that a 
hea4 pair which comes in contact with the 
-record carrier cfaes riptrecbrd a signal bri the 
recqrd. carrier Nor does Awamoto discuss 
i ttie /claimed relationship of the three varia- 


'The claims "stand or fall together since no. 
separate argument for patentability Has been 
made for each* claim. r 
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bles to time expansion/compression. 2 Dries- 
sen, the secondary reference, is relied upon 
only to teach the provision of a pair of write 
beads having a mechanically rigid coupling 
to each other and does not remedy the defi- 
ciencies of Awamoto. Thus, the, prior art 
relied upon does not disclose, suggest, or 
render obvious the claimed invention, either 
individually or when combined. 3 

Awamoto does not describe the use of time 
expansion and compression as a means of 
optimally filling tracks, much less suggest 
that the three variables of the claims are 
even a factor in determining the amount of 
time expansion or time compression. Rather, 
Awamoto is concerned primarily with pro- 
cessing a high-quality broadcast television 
signal for use in conventional video machin- 
ery, and with compensating for errors intro- 
duced to such a signal by a transfer circuit. 
The Commissioner's assertion "that the 
[analysis discussed in his brief] and Awa- 
moto demonstrate that the relationship was, 
in fact, well known in the art" is unavailing. 
While the court appreciates the Commis- 
sioner's thorough explanation of the claimed 
relationship in his brief, the Commissioner's 
brief is not prior art. The prior art is Awa- 
moto, and it does not indicate that the rela- 
tionship is well known in the art nor does it 
suggest the claimed relationship. See In re 
Yates, 663 F.2d 1054, 211 USPQ 1 149, 1151 
(CCPA 1981) (when the PTO asserts that 
there is an explicit or implicit teaching or 
suggestion in the prior art, it must indicate 
where such a teaching or suggestion appears 
in the reference). 

To support the Board's affirmance of the 
rejection, the Commissioner points out that 


2 The Commissioner admits that other limita- 
tions recited in claims 1 1 and 12 are not found in 
Awamoto; however, those 1 limitations were not 
argued before the Board or this court. Thus, we 
agree with the Commissioner that those limita- 
tions are hot at issue here. . . - 

, 3 The Board also noted that the claims are 
not "specific" in that they claim the three varia- 
bles as J a "factor" of the expansion or compres- 
sion time. The Board stated, "claims 11 and 12 
fail to say which of expansion time or compres- 
sion time is factored by the variables, how -or 
when one of the two times is selected based on the 
variables or. how each of the two times is related 
to the variables." The Board further stated, "the 
relationship is probably satisfied by any prior art 
video tape recording and reproducing apparatus 
that otherwise satisfies the remaining require- 
ments of the claims at bar." While the Board's 
position implies a possible rejection based upon 
35 U.S.C. § 112, this issue is not before us. In 
any event, the statement that the relationship is 
'probably satisfied" by the prior art is specula- 
tive and therefore does not establish a prima facie 
case of unpatentability. 


in the recording art, the exact matching of 
signal time to recording time is an optimal 
condition, and that this condition would be 
met by ; fulfilling the claimed relationship. 
Whjje the condition described may be an 
optimal; one, it is, not "inherent" in Awa- 
moto. Nor are the means to achieve this 
optimalcondition disclosed by Awamoto, ex- 
plicitly or implicitly. "The mere fact that a 
certain thing may result from a given set of 
circumstances is not sufficient [to establish 
inherency.]" In re Oelrich, 666 F.2d 578# 
581-82, 212 USPQ 323, 326 (CCPA 1981) 
(citations omitted) (emphasis added). "That 
which may be inherent is not necessarily 
known/Obviousness cannot be predicated on 
what is: unknown." In re Spormarin, 363 
F.2d 444, 448, 150 USPQ 449, 452 (CCPA 
1966). Such a retrospective view of inher- 
ency is not a substitute for some teaching or 
suggestion supporting an obviousness rejec- 
tion. See In re Newell y %9\ F.2d 899, 901 , 13 
USPQ2cl 1248, 1250 (Fed. Cir. 1989). 

Rijckaert also argues that the rejection of 
dependent claim 6 as being obvious over 
Awamoto and Driessen in view of Ohta is 
improper. Ohta discloses an apparatus for 
compensating for signal loss in a single-head 
video recorder using a time compression fac- 
tor of 3/5 (a signal of time period 5t/4 is 
compressed into a track of time period 3t/4) 
so that £ signal is recorded completely during 
the time period that it takes the recording 
head to scan the magnetic tape. Regarding 
the Ohta patent, the examiner stated, "Ohta 
was only relied upon to support the idea that 
other compression factors are used in the 
prior art. . . ." 4 The relationship between 
the time expansion/compression and the 
three variables recited in the claims from 
which claim 6 depends, which is absent in the 
combination of Awamoto and Driessen* is 
not supplied by Ohta. Thus, we agree that 
the rejection of claim 6 under § 103 is im- 
proper for the reasons set forth above with 
respect to the other claims. 

While the Commissioner criticizes Rijck- 
aert's arguments regarding the § 103 rejec- 
tions, the burden to rebut a rejection of 
obviousness does not arise until a prima facie 
case has been established. In the case before 
us, it was not. 

CONCLUSION 

The decision of the United States Patent 
and Trademark Office Board of Patent Ap- 


4 The fBoard did not specifically address the 
rejection: of claim 6; therefore, claim 6 was con- 
sidered to be affirmed for the reasons stated by 
the examiner. See 37 C.F.R. § 1.196(a) (1993). 
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Personal jurisdiction 


peals and Interferences affirming the final 
rej ection is reversed ' 

REVERSED 


District Court, N.D. Illinois 

; V Rasmussen v. The West Inc. 

". No. 92 C 8495 
Decided June 29, 1993; 

judicial practice and 
Procedure 

1. Jurisdiction — 
. (§405.11) . 

Federal district court in Illinois has per- 
sonal jurisdiction, in copyright infringement 
action, over Arizona corporation that does no 
business in Illinois, since defendant purpose- 
fully and knowingly initiated two purchases 
of allegedly infringed needlepbint design 
from Illinois resident, since design was cre- 
ated and copyrighted by that resident, sent 
from Illinois, and included copyright notice 
which warned defendant that infringement 
could subject it to suit in Illinois, since com- 
plaint stems directly: from defendant's pur- 
chases, and since defendant therefore had 
minimum contacts with state sufficient to 
satisfy requirements for due process, 

2. Jurisdiction — Venue; transfer of action 

— In general (§4051901) ' 

Transfer of copyright infringement action 
from Illinois to Arizona is not -warranted, 
since there is no evidence that defendant will 
incur greater hardship litigating in Illinois 
than plain tiff would suffer pursuing claim in 
Arizona, since Illinois is more convenient 
forum for two of three presently-known wit- 
nesses, and since interests of justice do hot 
favor either foriim, in that there is norelkted 
litigation pending in Arizona nor any com- 
plex state law issue to be decided. 


Action by Susan Rae Rasmussen. against 
The West Inc., for copyright infringement. 
On defendant's motions to dismiss for lack of 
personal jurisdiction, or to transfer action to 
Arizona. Both motions denied. 
David C. Brezina and Dennis M. McWil- 
v - Hanis, of Lee, Marin, Smith, McWilliams, 
Sweeney & Qhlson, Chicago, III, for 
v; plaintiff. ... , . . 

Eric L. Samore, of Querrey & Harrow, Chi- 
cago, for defendant. -••< 
Aspen, J. 


Plaintiff Susan Rae .^Rasmussen ("Ras- 
mussen") brings this copyright infringement 
action against defendant The; West, Inc. 
C West';). Presently before us is West's mo- 
tion to dismiss this action for lack of personal 
jurisdiction and its motion, in the alternative, 
to transfer this action to Arizona. For the 
following reasons, we deny both of defen- 
dant's motions, <i : 

I. Factual Background 1 

Plaintiff Rasmussen, an . Illinois resident, 
is the sole proprietor of Stilar Designs, arid 
earns her income, impart,; by designing, pub- 
lishing, and selling needlepoint patterns. ; In 
March, 1990, Rasmussen. received a copy- 
right for her "Fleur Du Quad" needlepoint 
design, chart, and instructions. 

West is a non-profit Arizona corporation. 
With two paid employees and a group of 
volunteers, West runs a needlepoint and em- 
broidery shop, selling supplies and giving 
lessons to its customers. All of West's profits 
are donated to needy women and children. 
The corporation does not maintain an office 
in Illinois, nor does it have any employees, 
officers, directors, or other representatives in 
Illinois. West does not. advertise^ or solicit 
business in this state,, does not own or rent 
any property here, or list a local phone num- 
ber. In short, 1 West conducts all of its busi- 
ness within Arizona. 

. In September, 11991, West mail-ordered. 
inter alia, several copies of the Fleur Du 
Quad pattern from Rasmussen. Qne year 
later in September, 1992, West again mai- 
l-ordered the copyrighted pattern from Ras- 
mussen. Both times, Rasmussen received the 
orders and payment in Illinois and sent the 
patterns to West in Arizona. Both times, the 
patterns contained a' Notice of Copyright, 

Rasmussen alleges that one. of West's 
agents photocopied the Fleur* Du, Quad de- 
sign and instructions and sold at least two of 
the photocopies in violation of the copyright, 
Peggy Wolfe (^Wolfe v )va resident o&Green 
Bay, Wisconsin, purportedly witnessed a 
West representative selling ccipies of the 
Fleur Du Quad design in a park in Tucson. 
At the time, Wolfe, was with a group of five 
other needlepointers working together on 
patterns in, the park. 

JI. Discussion 
A. Motion to Dismiss 

West seeks to dismiss this suit, arguing 
that its Contacts . with ; Illinois .are too , ihsub- 


1 For the purposes of this motion, we will take 
the complaint's well-pleaded allegations as true, 
as well as all reasonable inferences therefrom; 
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[10] As above indicated, Westphal does 
not contest the presence of § 112 support 
for the compound claims in Fawzi's parent 
application, but argues that the effective 
date to which the § 102(b) statutory bars 
are applicable is the date of presentation 
(November 26, 1969) of the compound 
claims. For the reasons discussed above, 
the pertinent statutory provisions do not 
permit Westphal's interpretation. Accord- 
ingly, "late claiming," as set forth by West- 
phal, is not a viable doctrine and cannot 
raise an issue ancillary to priority. 

[11] Westphal further contends that 
there is no interference in fact because the 
branched alkyl compounds recited in his 
claims are patentably distinct from the ge- 
neric alkyl compounds of the Fawzi claims. 
The board found the documentary evidence 
and expert testimony offered by Westphal 
in support of his claim of patentable dis- 
tinctness to be entitled to little weight, 
citing inconsistencies and unsupported 
statements in the testimony and concluding 
that identification of the tested compounds 
was based on hearsay. However, even ac- 
cepting Westphal's documentary evidence 
and expert testimony as probative and ad- 
missible under the business records excep- 
tion to the hearsay rule, 8 we conclude that 
there was no error in the board's determi- 
nation of no patentable distinctness. 

AFFIRMED. 


Board of Appeals, sustaining examiner's re- 
jection of claim 1 in application serial No. 
452,050, entitled "Sub-Critical Time Modu- 
lated Control Mechanism" as anticipated by 
applicant's prior patent. The Court of Cus- 
toms and Patent Appeals, Rich, J., held 
that: (1) decision in prior appeal was not 
res judicata of instant rejection as issue in 
former case was obviousness, and (2) claim 
was not invalid as anticipated. 

Reversed. 

See also Cust. & Pat.App., 579 F.2d 86. 


1. Patents <&=>112.3(4) 
Doctrine of res judicata was not appli- 
cable to subsequent rejection of patent 
claim as anticipated by prior patent issued 
to applicant where issue in prior case in- 
volving the same application was obvious- 
ness. 35 U.S.C.A. §§ 102, 103. 

2. Patents <e=»112.1 
Res judicata does not have its usual 

impact when considering ex parte patent 
appeals as the public interest in granting 
valid patents outweighs the public interest 
underlying collateral estoppel and res judi- 
cata, particularly where the issue presented 
is not substantially identical to that previ- 
ously decided. 

3. Patents <e=»101(5) 
Mere recitation of a newly discovered 

function or property, inherently possessed, 
by things in the prior art, does not distuK 
CTish a claim drawn to those things from 
the prior art. 35 U.S.C.A. §§ 102, 1«M 

4. Patents ^66(1.14) J 

Claim 1 of application for patent for^ 
"Sub-Critical Time Modulated Contro ? 
Mechanism" was not anticipated by patent 
for "Time Modulated Pneumatically AW- 
ated Control Mechanism" as paten* i £ 
structed that the device was adap^| 
receive a carrier frequency substantial^ 
Appeal was taken from decision of excess of particular ^^^^^ 
United ^tes Patent and Trademark Office nant frequency while application ^ 

3. Federal Rule of Evidence 803(6). 
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means for generating a carrier frequency 
less than the minimum system resonant fre- 
quency. 35 U.S.C.A. §§ 102, 103. 


: •■>■ ■ 


Roger A. VanKirk, East Hartford, Conn,, 
for appellant. 

Joseph F. Nakamura, Sol., and Thomas E. 
Lynch, Associate Sol., Washington, D. C, 
for the Patent and Trademark Office. 

Before MARKEY, Chief Judge, and 
RICH, BALDWIN, MILLER and NIES, 
Judges. 

RICH, Judge. 

This appeal is from the decision of the 
United States Patent and Trademark Office 
(PTO) Board of Appeals (board) sustaining 
the examiner's rejection of claim 1 in appli- 
cation serial No. 452,050, filed March 18, 
1974, entitled "Sub-Critical Time Modulated 
Control Mechanism," under 35 U.S.C. § 102 
as anticipated by appellant Oelrich's U.S. 
patent No. 3,430,536 for "Time Modulated 
Pneumatically Actuated Control Mecha- 
nism," issued March 4, 1969. We reverse. 

Background 

This application was the subject of In re 
Oelrich, 579 F.2d 86, 198 USPQ 210 (CCPA 
1978), in which a rejection of claims 1-5 
under 35 U.S.C. § 103 was reversed. Appel- 
lant's method claims 2-5 now stand al- 
lowed. 

The invention of claim 1 is directed to an 
apparatus specially adapted for moving low 
inertia steering fins on guided missiles. 
The prior art apparatus and the theory 
upon which it operates are fully discussed in 
our above prior opinion and will, therefore, 
not be repeated here. Generally, the 
claimed device responds to an electric signal 
from a missile guidance system, the magni- 
tude of which is proportional to the desired 

1. While the solicitor equates "low-inertia" with 
a "relatively light load" and "high-inertia" with 
a "relatively heavy load/* appellants are not as 
unequivocal. They refer to "small inertia" and 
"low inertia" loads, but, for example, the Divi- 
gard affidavit refers to "Fin Inertia" in terms of 
"in- lb sec2/rad," a unit of measure applicable 


amount of course-correcting fin movement, 
and converts the signal into a pneumatic 
pressure of appropriate magnitude which 
acts on a piston to move the missile guiding 
fin. The device which is the subject of the 
Oelrich patent "was employed only with the 
then available steering, fins which they 
characterize as 'high inertia* loads." 1 The 
frequency at which this "high inertia" load 
system is operated is stated to be above the 
critical (resonant) frequency of the system. 
579 F.2d at 87-89, 198 USPQ at 212-13. 
The allowed method claims and apparatus 
claim 1 direct use of a carrier frequency 
below the critical frequency of the system. 
Claim 1 reads (emphasis ours): 

1. A time modulated fluid actuated 
control apparatus comprising: 

housing means, said housing means 
defining a cylinder; 

actuator piston means disposed in said 
housing means cylinder, said piston 
means including an output member 
adapted to be connected to a movable 
load, said load and control apparatus 
defining a system having a range of reso- 
nant frequencies ; 

solenoid operated valve means mounted 
on said housing means, said valve means 
being selectively operable to deliver pres- 
surized fluid to and to vent fluid from 
said housing means cylinder at one side of 
said piston means; 

means for generating variable input 
command signals commensurate with the 
desired position of the load, said com- 
mand signals being characterized by a 
dynamic frequency range below said 
range of said resonant frequencies ; 

means for generating a signal at a car- 
rier frequency, said carrier frequency be- 
ing greater than the maximum dynamic 
command signal frequency and less than 
the minimum system resonant frequen- 
cy; 

only in referencing moment of inertia, not iner- 
tia. The difference is significant because iner- 
tia, measured in terms of mass, is closely relat- 
ed to weight, while moment of inertia is affect- 
ed by the distribution of the mass. Because of 
this ambiguity, we cannot and do not use the 
terms "weight" and "inertia" interchangeably. 
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means for modulating said carrier fre- 
quency signal by said command, signals; 
and ' 

means responsive to said modulated 
carrier frequency signal for controlling 
energization of said solenoid operated 
valve means. 

In sustaining the examiner's rejection un- 
der § 102, the board expressed agreement 
with his reasoning, which is here summa- 
rized. Stating that "the issue is identical to 
that decided in In re Ludtke, 58 CCPA 1159, 
441 F.2d 660, 169 USPQ 563 (1971)," the 
examiner noted that, for purposes of deter- 
mining inherency, "the question is, does 
Oelrich [the reference patent] disclose a sig- 
nal generator that necessarily must supply 
the carrier frequencies that appellants 
use?" The examiner turned to Exhibit A of 
coapplicant Divigard's affidavit, which 
states as an assumption in a "Linearized 
Simulation" of a "high inertia" load system 
that the critical resonance frequency must 
be kept below 80 Hz to avoid interaction 
with the carrier frequency which is between 
100 and 150 Hz. Thus, the examiner con- 
cluded, "Exhibit A establishes Oelrich's car- 
rier frequency range, which may now be 
compared with the carrier frequency range 
of applicants' low-inertia system." It was 
then asserted that the Oelrich and Kolk 
affidavits establish that good low inertia 
system design practice dictates a carrier 
frequency range of 95-190 Hz. Since the 
carrier frequency range for the high inertia 
system lies within the range for the low 
inertia system, and since the critical fre- 
quency of the low inertia system is near the 
solenoid limit of 175 Hz, the examiner posit- 
ed that the Oelrich carrier frequencies 
would be sub-critical in the low inertia sys- 
tem, saying, "Thus Oelrich's signal genera- 

2; The doctrine of res judicata, argued in view 
of our decision in In re Oelrich, 579 F.2d 86, 
198 USPQ 210 (CCPA 1978), is not applicable 
to the instant rejection. The issue in the for- 
mer case was obviousness; here it is anticipa- 
tion. A new rejection is before us. Further- 
more, res judicata does not have its usual im- 
pact when considering ex parte patent appeals; 
the public interest in granting valid patents 
outweighs the public interest underlying collat- 
eral estoppel and res judicata, particularly 


tor does in fact inherently produce frequen- 
cies which would be sub-critical when used 
with a low-inertia system, and therefore, 
inherently supplies a carrier frequency 
range which is usable in applicants' system 
since this conclusion was deduced from spe- 
cific data presented in the patent and in the 
affidavits supplied by appellants." The ap- 
pellants also asserted our prior decision was 
res judicata. 

OPINION 

[1,2] Although appellants' arguments 
on appeal are directed primarily to a discus- 
sion of res judicata 2 and whether a "prod- 
uct which is unwittingly produced is antici- 
pation," resolution of this case is properly 
had by comparison of the reference patent 
to the limitations of claim 1. As will ap- 
pear, the determinative issue is a question 
of inherency. 

The distinguishing feature of claim 1 is 
defined in the paragraph which states that 
the apparatus contains a 

means for generating a * * * carrier 
frequency * * * greater than the maxi- 
mum dynamic command signal frequency 
and less than the minimum system reso- 
nant frequency. 131 

Given that the carrier frequency which 
can be used in a low inertia system may fall 
within the range of carrier frequencies usa- 
ble in a high inertia system (appellants ad- 
mit as much), the PTO urges that the appa- 
ratus of the Oelrich patent inherently per- 
forms the function of the apparatus of 
claim 1, and that finding a new use for an 
old device does not entitle one to an appa- 
ratus claim for that device, citing In re 
Wiseman, 596 F.2d 1019, 201 USPQ 658 
(CCPA 1979). Appellants in that case ar- 
gued, however, that a structure suggested 

where the issue presented is not substantially 
identical to that previously decided. In re Rus- 
sell, 58 CCPA 1081, 1083, 439 F.2d 1228, 1230, 
169 USPQ 426, 428 (1971); In re Craig, 56 
CCPA 1438, 1441-42, 411 F.2d 1333, 1335-36, 
162 USPQ 157, 159 (1969). 

3. Emphasis is ours. Portions of the claim un- 
necessary to this discussion have been omittea 
for clarity. 
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by the prior art was patentable to them 
because it also possessed an inherent but 
unknown function which they claimed to 
have discovered. This court stated that a 
"patent on such a structure would remove 
from the public that which is in the public 
domain by virtue of its inclusion in, or 
obviousness from, the prior art." Id, at 
1Q231 201 USPQ at 661. 

Appellants here countered the PTO inher- 
ency contention at oral argument (no reply 
brief was filed) by urging that there is no 
"infierency" because there is no "inevitabili- 
ty^- that is, the previously quoted "means 
piusrfuhction" limitation of claim 1 is not 
inherently (always) present in the device of 
the Oelrich patent 

1[3] It is true that mere recitation of a 
newly discovered function or property, in- 
herently possessed by things in the prior 
arftjvjdpes not distinguish a claim drawn to 
those things from the prior art. In re 
Smnehart, 58 CCPA 1027, 1031, 439 F.2d 
2%212-13, 169 USPQ 226, 229 (1971). In 
thisjcase, however, claim 1 does not merely 
recite a newly discovered function of an old 
<iyice. In re Chandler, 45 CCPA 911, 254 
FM^396, 117 USPQ 361 (1958), a case not 
cit^.by either party to this appeal, is most 
pertinent to the instant controversy. 

l|The claim in Chandler, id. at 912-13, 254 
F^/at397, 117 USPQ at 361^62, drawn to 
an^ automatic control for a jet engine, in- 
cluded, a "means responsive to said move- 
ment for regulating the propulsive power of 
said Engine, in accordance with said move- 
m ?f|» s<> t na t sa ^ aircraft is propelled at a 
definite, selected speed, corresponding to 
t^Tpc^itioh of said engine relative to said 
^^5?^' throughout the speed range of said 
mrc|tft" (Emphasis added.) In refuting 
tt^examiher's argument that the words 
^nning with "so that" were merely func- 
ti P^»'ana thus did not distinguish the de- 
vice? from that claimed in a patent to God- 
da*^ this court stated: 

^piE^a similar case, see In re Wilson, 53 CCPA 
i!1 A3Jv 1 148-49, 359 F.2d 456, 461, 149 USPQ 


f EC-? 7 (1966). The provision of § 112 re- 
• f erred' to is, of course, the sixth paragraph, 


* * * the expression beginning with "so 
that" is not merely functional, but consti- 
tutes a part of the definition of the 
"means responsive to" said movement." 
Thus that means is defined as being re- 
sponsive to the movement of the engine 
in such a way that the aircraft will be 
propelled at a definite speed in the man- 
ner specified. Such a definition conforms 
to the provision of 35 U.S.C. 112 that an 
element in a claim for a combination 
"may be expressed as a means or step for 
performing a specified function without 
the recital of structure, material or acts 
in support thereof." W 

[4] Likewise, the words after "means 
for generating a * * * carrier frequency" 
in the claim on appeal constitute a limiting 
definition of the means. The PTO does not 
contend that this limitation, a carrier fre- 
quency which is "less than the minimum 
system resonant frequency," is expressly 
disclosed in the Oelrich patent. Neither, 
however, is this limitation inherent therein. 
In Hansgirg v. Kemmer, 26 CCPA 937, 940, 
102 F.2d 212, 214, 40 USPQ 665, 667 (1939), 
the court said: 
Inherency, however, may not be estab- 
lished by probabilities or possibilities. 
The mere fact that a certain thing may 
result from a given set of circumstances 
is not sufficient. [Citations omitted.] If, 
however, the disclosure is sufficient to 
show that the natural result flowing from 
the operation as taught would result in 
the performance of the questioned func- 
tion, it seems to be well settled that the 
disclosure should be regarded as suffi- 
cient. 

The relationship between the carrier fre- 
quency and the system critical frequency — 
the former below the latter (and expressly 
made a claim limitation by use of "means 
plus function" language) — cannot be said to 
be "the natural result flowing from the 
operation as taught." The Oelrich patent 
instructs that the device is "adapted to re- 
ceive a carrier frequency substantially in 

formerly, at the times of Chandler and Wilson, 
the third paragraph. The change occurred Jan- 
uary 24, 1978. 
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excess of the particular system critical or 
resonant frequency * * *." Given this ex- 
press teaching, a "means for generating a 
* * * carrier frequency * * * less than the 
minimum system resonant frequency" is not 
inevitably present. 

The decision of the board is reversed. 

REVERSED 

yw v 
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Leo WIESNER, Appellant, 
v. 

Hans WEIGERT, Appellee. 
Appeal No. 81-571. 

United States Court of Customs 
and Patent Appeals. 

Dec. 10, 1981. 

Junior party appealed from a determi- 
nation of the Board of Patent Interference 
No. 99,532 awarding priority of an electron- 
ic time piece invention to senior party. The 
Court of Customs and Patent Appeals, Mar- 
key, Chief Judge, held that junior party 
failed to meet his burden of establishing, 
with corroboration, an actual reduction to 
practice before senior party's filing date 
and junior party did not make a sufficient 
showing of reasonable diligence during the 
nearly four years until filing date. 

Affirmed. 


1. Patents <s=>91(3) 

The Board of Patent Interferences 
properly gave no consideration to junior 
party's preliminary statement and attached 
exhibits as part of his proof of priority. 
Patent and Trademark Office Practice 
Rules 204(c), 223(d), 228, 35 U.S.C.A.App. 


2. Patents <s=»91(l) 

Nonparticipation of the senior party 
does not relieve junior party of his custom- 
ary burden to establish priority of invention 
by a preponderance of evidence under the 
established rules of practice. 

3. Patents <s=>97 

The Board of Patent Interference's in- 
terpretation of its own rules is entitled to 
great weight. 

4. Patents «s=>91(2) 

The Board of Patent Interferences 
erred in refusing to consider statements in 
the affidavits submitted by junior applicant 
were affirmed by the deponents on oral 
examination as part of their deposition tes- 
timony. Patent and Trademark Office 
Practice Rules 272(c), 285, 35 U.S.CA.App. 

5. Patents <s=>90(5) 

An invention is not reduced to practice 
until its practicality or utility is demon- 
strated pursuant to its intended purpose, 
although reduction to practice of a commer- 
cially saleable product is not required. 

6. Patents <s=»91(4) 

Junior party failed to meet his burden 
of establishing, with corroboration, an actu- 
al reduction to practice before senior appli- 
cant's filing date and junior party did not 
make a sufficient showing of reasonable 
diligence during the nearly four years until 
filing date; thus, the Board of Patent In- 
terferences properly awarded priority of 
electronic time piece invention to senior 
party. 


Charles W. Helzer, Arlington, Va., for 
appellant; William C. Crutcher, Waterbury, 
Conn., of counsel. 

Before MARKEY, Chief Judge, and 
RICH, BALDWIN, MILLER and NIES, 
Judges. 

MARKEY, Chief Judge. 

Junior party Wiesner appeals the deter- 
mination of the Board of Patent Interfer- 
ences (board) awarding priority to senior 
party Weigert. We affirm. 
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"has also appropriated enough of plaintiffs 
sequence of thoughts, choice of words; em- 
phasis, and arrangement to satisfy the minimal 
threshold of required creativity." 970 R2d at 
1073 (internal quotation marks and citation 
omitted). The -defendants' alleged use of the 
word "efinancia" simply does not reproduce 
any of the creativity that ^entitles Bird to a 
copyright in the computer program titled Fi- 
nancia, 

Bird's contention that the word "financia" 
is not found in any dictionary, but instead 1 
* developed as a noun in Late Latin from a 
Middle-German root word'' does not alter this 
conclusion. In fact; his claim that the word de- 
rives from another language suggests a lack of 
originality 1 and Creativity. Harper & Row Pub- 
lishers, Ina v Nation Enters., 471 U.S. 539, 
547 [225 USPQ 1073] (1985) ("The copy- 
right is limited to those aspects of the work-^ 
termed 'expression'— that display the stamp 
of the author's originality."). 

We therefore conclude that Bird has failed 
to state a claim of copyright infringement 
against either Afternic or the Dotster defen- 
dants. The district court thus did not err in dis- 
missing Bird's copyright infringement claim. 

///. CONCLUSION 

For all of the reasons set forih above, we 
AFFIRM the judgment of the district court. 


Crown, Operations International Ltd. v. 
Solutia Inc. 

U.S. Court of Appeals 
Federal Circuit 

• No. 01-1144 i 

. " Decided' May 13, 2002 * 

PATENTS 

[1] Patentability/Validity — Anticipation 
— Prior art (§ 115.0703) 

Patentability/Validity — Obviousness — 
Relevant prior art — In general 
(§ 115.0903.01) 

Patent directed to solar and safety control 
glass with minimal visual distortion is not an- 
ticipated by prior art patent, since invention 
addresses visual distortion problem by limit- 


ing visible reflectance contribution of solar 
control film layer to no more than about 2 per- 
cent, whereas prior patent does not discuss or 
disclose 2 percent limitation; since prior refer- 
ence will not be assumed to inherently contain 
claimed property merely because it discloses 
same structure, and since declaratory plaintiff 
has not presented sufficient evidencerto rebut 
presumption of validity and defendant's facial 
evidence that prior patent does not disclose 2 
percent limitation; patent is not obvious in 
light of prior art, since plaintiff has not shown 
that prior art contains teaching, suggestion, or 
motivation to reduce reflectance contribution 
to about , 2 percent. 

[2] Patentability/Validity — Specification 
j — Enablement (§ 115.1105) 

Genuine issue of fact exists as to whether 
patent in suit, directed to elimination of opti- 
cal distortion in solar and safety control glass, 
is invalid for lack of enablement, since^ patent 
teaches measurement of texture of sblar film 
layer in glass by calculating "wave index" us- 
ing average amplitude and average pitch, but 
amplitude is not defined in patent, since pef- 
sdri of ordinary skill in aft would recognize 
several ways to measure amplitude, since am- 
plitude directly impacts wave index calcula- 
tion, and varying amplitude measurements 
produces range of wave index results, since 
no veil aspects of invention must not be left to 
inference, since patent doe's not specify 
boundaries for average pitch and amplitude 
used to calculate wave index, leaving open 
possibility of range of embodiments that meet 
limitation but are inoperative, and since 
patent's rules for determining which wave 
peaks arid valleys are small enough to be 
eliminated from index calculation are ambigu- 
ous. 

Particular patents — General and me- 
chanical — Safety and solar film for 
glass 

4,973,511, Farmer, Ho, Riek, and Woodard, 
composite solar/safety film and laminated 
window assembly made therefrom, summary 
judgment that patent is not invalid affirmed. 

5,091,258, Moran, laminate for a safety 
glazing;, summary judgment that patent is not 
invalid for lack of enablement reversed. 
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^ Appeal from the U.S; District Court for the 
Western District of Wisconsin, Shabaz, S.J. 

Action by Crown Operations International 
Ltd. and Marshall H. Krone against Solutia 
Inez for declaratory judgment that defendant's 
patents are invalid. Plaintiffs appeal from 
grant of summary judgment in favor of defen- 
dant Affirmed as to patent no. 4,973,511; re- 
versed and remanded as to patent no. 
5,091,258. 

Joseph T. Leone and Joseph A. Ranney, of 
DeWitt, Ross/ and Stevens, Madison, Wis., for 
plaintiffs-appellantsi 

Gregory E. Upchurch, Kenneth R. Heine- 
man, and Dudley W. Von Holt, of Thompson 
Coburn, St. Louis, Mo., for defendant- 
appellee.'-—' ■ 1 • ' •• ; •' - 

Before Lourie/ Clevengeir, and Gajarsa, cir- 
cuit judges. : , 

Gajarsa, J. 

Crown Operations International, Ltd. , and 
Mr. ; Marshall H. Krone (collectively 
"Crown"), appeal the, decision of the United 
States District Court for the Western District 
of Wisconsin denying Crown declaratory re- 
lief that ^Solutia'k U.S. Patent No. 4,973,511 
("the "511 patent") is invalid for lack of nov- 
elty and non-obviousness, and that Solutia's 
U.S. Patent No. 5,091,258 <"the *258 : patent*;) 
is invalid for lack of enablement and written 
description. Crown Operations Int% Ltd. v. 1 
Solutia, Inc., No. 99-C-802-S, slip bp. at 8 
(W.D; Wis. Aug. 30, 2000) (memorandum de- 
cision and order granting summary judgment) 
("August 30 Order"); Crown Operations 
Int'l. Ltd. v. Solutia, Inc., No. 99-C-802-S, 
slip op. at 24, 27 (W.D. Wis. Aug. 22, 2000) 
(same) ("August 22 Order* 9 ). Because we find 
no error in the district court's opinion with re- 
spect to the '511 patent, we affirm that portion 
of the district court's decision. However, be- 
cause the district court erred in its analysis of 
enablement for the '258 patent^ and did not ad- 
dress the written description issue for the '258 
patent, we reverse the district court's, grant of 
summary judgment on that issue and remand 
for additional proceedings consistent with this 
opinion. - 

Ii BACKGROUND 

The patents at issue in this appeal relate to 
layered films used to create safety and solar 
control glass. An example is an automobile 
windshield. Most windshields have two layers 


of glass with a multi-layer film between the 
glass layers. The multi-layer film adds proper- 
ties to the glass assembly, such as impact re- 
sistance or providing a conductive layer . that 
facilitates/defrosting the windshield. An inner 
layer of the film has solar control properties to 
selectively reflect, absorb (and thus convert to 
heat) or transmit defined percentages of cer- 
tain wavelengths of light. This inner layer is 
called the solar control film. It is made of a 
substrate* coated by one or more layers of 
metal or metallic substances. '511 patent, col. 
3, 1. 64 to col. 4, 1. 2. Typically, manufacturers 
laminate the solar control film between layers 
of; pla$ticized polyvinyl butyral ("PyB") 
^sometimes called the "safety, film") in a pro- 
cess known as encapsulation. Then, the encapr 
sulated solar control film is sandwiched be- 
tween two pieces of glass for a final assembly 
of multi-layer glass with safety and solar con- 
trol properties. : 

, A. The '511 Patent 

The '5 11 patent is directed to the problem 
that the metal-coated substrate, i.e., solar con- 
trol film, tends to wrinkle during encapsula- 
tion causing visual distortions. The '511 patent 
claims to mask the wrinkles from detection by 
the human eye by limiting to two percent or 
less the yisible light reflection contribution of 
the solar control film compared to reflection 
from a complete assembly of glass, PVB and 
solar control film. '511 patent, col. 4, 11. 46-49, 
col. 8, 1. 66 to col. 9, 1. 6, col. 14, 1. 67 to col. 
15, 1. 2. Figure 1 from the '511 patent, set 
forth below, shows the layers in a complete 
assembly. 



PIG. 1 


The complete safety and solar control glass 
assembly 10 includes two outer glass layers 
28 & 30, PVB layers 22 & 23, and the solar 
control film 20. The solar control film is com- 
prised of a substrate layer 16 and solar control 
coating 18. '511 patent, col. 3, 11. 41-53, col. 
7, 11. 2-4, col. 10, 1. 15. Figured from the '511 
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patent, set forth below, shows the sublayers 
of the solar control coating 18. ■ 


•1 

— 







■ FIG 3 

Layer 18 is made of multiple sub-layers. 
Xayers 34,and 36 are metal oxide, and layer 
38 is metal. '511 patent, col. 5, 11. 12-14. In 
addition, the '511 patent notes that "[p]rior 
automotive windshields have visible light; re- 
flection contributions for their solar films of 
three percent or greater." Further,, it relates 
that the primary method of achieving a low 
solar control film reflectance contribution is 
by providing a speciallyrdesigned solar coat- 
ing. '511 patent, col. 4, 11. 56-65, 

On December 16, 1999, Grown sued Solu- 
tia (the "Initial Complaint"), seeking, among 
various other relief, a declaration that the '511 
patent was invalid for anticipation and obvi- 
ousness. Upon the parties' cross-motions for 
summary judgment, the district court found 
the '511 patent not anticipated and not invalid 
for obviousness. August 22 Order at 24, 27. 
We discuss herein only those portions of the 
August 22 Order relevant to the issues on ap- 
peal, which relate solely to the summary judg- 
ment finding that the '511 patent was not in- 
valid on the grounds of anticipation and obvi- 
ousness. 

Claim 1, the only independent claim of the 
'511 patent, is set forth below, with the ele- 
ment numbers from Figufe 1 inserted into the 
claim. 

1>A composite solar/safety film [24] for 
use in a laminated window assembly [10] 
comprising: 

a flexible, transparent plastic substrate 
layer J 16] having a carrier surface and an 
opposing back surface; / 

a multilayer solar control coating [18] on 
said carrier surface, said coated substrate 
defining a solar control film /20/; and 

at least one flexible, transparent, energy 
absorbing plastic safety layer [23 and/or 
22] bonded to a surface of said solar con- 
trol film; 


wherein said solar coritfdl film contrib- 
utes no more than about 2% visible reflec- 
tdhce, bastd on total visible* indident radia- 
tion, in a laminated window assembly con- 
taining said composite solar/safety film 
laminated to at least one rigid transparent 
member [30 and/or 28]. 

'511 patent, col. 14, 1. 57 to col. 15* 1. 4 (em- 
phasis added and emphasized numbers added 
to identify elements shown in figure 1 above). 

Cfown argued that U.S. Patent No. 
4,017,661 to Gillery '(the ^Gillery patent") 
anticipates the '511 patent. The. district court, 
held otherwise, because, while the Gillery, 
patent discloses the first three limitations of 
claim 1 of the '511 patent, it does not disclose 
the two percent visible reflectance limitation. 
The court found that neither the Gillery patent 
claims nor its description expressly disclose a 
two percent limit on reflectance contribution 
from the solar control film layer. Crown ar- 
gued that the two percent limitation was inher- ; 
ently present in the Gillery patent's teachings 
because the Gillery patent disclosed an assem- 
bly with PVB layers, substrate layer, and sub- 
strate metal-coating— arguably of the same 
composition and thickness of the films dis- 
closed by the ''5 11 patent. Thus,. Crown ar- 
gued, because the structure, thickness and ma- 
terials of the assembly, were the same or,^ 
within the, same range(s), the Gillery patent* 
must inherently disclose a two percent limita- 
tion. The district court rejected this argument 
because it found that none of the embodi- 
ments disclosed by the Gillery patent meet the 
two percent visible light reflectance limit. 1 

In its August 22 Order, the district court 
also held that the *51i patent was not tendered 
invalid for obviousness by Gillei^ , "6r the other 
prior art cited by Crown -Because no prior art 
discloses: (i) that reflectance below two per- 
cent will maSk. wrinkles;;;, (ii) a siolar coritrpl 
film layer with reflectance below two percent; 
or (iii) any suggestion, motivation or teaching 
to reduce solar control film visible light re- 
flectivity below; two percent. Although the 
prior art generally sought to |educQ visible 
light reflectivity, it. also, taught ^disadvantages 
of a very thin meti-coating on the substrate, 
including sacrificing ^ infrared reflectivity. 
Thus, it taught that tKe proper compromise to, 

' :The district court, applying a similar analysis, also 
found that UK Patent Application GB 2 057 3^5 (the 
"UK patent") did not anticipate the '5 1 r patent because 
it did not have the two. percent limitation. 


1920 


Crown Operations International Ltd. v. Solutia Inc. 


62 USPQ2d 


achieve the conflicting goals of infrared (non- 
visible light) reflectance, visible light trans- 
mission and conductivity was a solar control 
film with a visible light reflectivity greater 
than two percent. 

B. The '258 Patent 

The '258 patent is directed at eliminating 
optical distortion, called "applesauce," in 
safety and solar control glass assemblies of 
the type discussed above for the '511 patent. 
The '258 patent discloses a method to control 
distortion otherwise caused by the safety and 
s&lkr film layer by measuring and controlling 
the texture of the surface of the PVB layers. 
The method expresses texture using a "wave 
index" and a "roughness value:" The wave 
index calculation is at issue in this appeal. 
Wave index indicates the relative waviness of 
the surface of the PVB. Determining wave in- 
dex involves measuring the surface of the 
t*VB and then aggregating the measurements 
into a single number, the wave index, through 
a calculation purportedly described in the '258 
patent. 

The '258 patent directs one to use an instru- 
ment to physically measure the waviness of 
the surface of the PVB and capture the mea- 
surement into an electronic "trace line" repre- 
senting the contours of the PVB surface. '258 
patent, col. 7, 11. 54-65. Since the "trace line" 
is stored electronically, a computer program is 
used to calculate wave index from the trace. 
Three figures from the '258 patent, given be- 
low, provide examples of PVB surface trace 
lines. 


mm 


i 


35 


325 


FIG. 7 


FIG, 8 


FIG. 9 


The rules for calculating the wave index 
implement a "smoothing" function. The 
smoothing process seeks to eliminate minor 
inflection points (peaks or valleys) to simplify 
the calculation of wave index. '258 patent, col. 
7, 1. 66 to col. 8,1. 2. 


In the Initial Complaint, Crown sought a 
declaration that the '258 patent was invalid for 
anticipation and obviousness. Then, on May 
26, 2000, Crown amended the complaint (the 
"Amended Complaint") to additionally claim 
in Count VI that the '258 patent is invalid un- 
der 35 U.S.C. § 1 12, first paragraph, because 
it lacked enablement and written description 
due to ambiguities in the disclosed wave in- 
dex calculation. In its August 22 Order, the 
district court found the '258 patent not antici- 
pated and not invalid for obviousness. August 
22 Order at 28-29. 

With respect to Count VI of Crown's 
amended complaint, Solutia moved for sum- 
mary judgment on Crown ? s enablement and 
written description claim. Crown opposed So- 
lutia's summary judgment motion, arguing 
that the '258 patent did not meet the enable- 
ment and written description requirements. 
The district court found the '258 patent not in- 
valid for lack of enablement, but did not dis- 
cuss in its opinion the written description re- 
quirement. August 30 Order at 8-13. We dis- 
cuss herein only those portions of the August 
30 Order relevant to the issues on appeal, 
which relate to summary judgment finding the 
'258 patent not invalid on the grounds of en- 
ablement and the procedural disposition of the 
written description issue. 

Claim 1 of the '258 patent is set forth be- 
low. In the language of this claim, "laminate" 
refers to the complete glass, PVB and solar 
control film assembly, and "functional perfor- 
mance layer" refers to the solar control coat- 
ing. '258 patent, col. 3, 11. 45-65. 

1. A laminate which is substantially free 
of reflected distortion when used in a safety 
glazing comprising: 

a transparent, thermoplastic substrate 
layer, optionally surface treated or coated, 
bearing one or more functional perfor- 
mance layers; and 

at least one layer of plasticized polyvinyl 
butyral bonded on one side to a functional 
performance layer or the substrate layer and 
having a roughened deairing surface on its 
other side characterized by a roughness 
value, Rz, of at least 10 micrometers; 

said at least one plasticized polyvinyl bu- 
tyral [PVB] layer, before bonding to the 
substrate layer or functional performance 
layer, possessing low surface waviness on 
each side characterized by a wave index 
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value, WI t of less than 15,000 square mi- 
crometers. 

'258 patent, col. 12, 11. 2-16 (emphasis 
added). 

Crown argued that the rules disclosed by 
the '258 patent for calculating wave index are 
not sufficiently precise to enable, a person of 
ordinary skill in the art to practice the '258 
patent without undue experimentation. The 
wave index calculation as described by the 
'258 patent is set forth below. 

In this regard, considering the waviness 
profile as a series of peaks and valleys, the 
smoothing rules of the program consider an 
inflection point to be a true peak or valley 
if it is: ij at least 10Q micrometers away 
from the immediately preceding prior peak 
or valley and ii) at least 0.5 micrometer 
' above or below the immediately preceding 
prior peak or valley, a valley being at least 
0.5 micrometer below the immediately pre- 
ceding prior peak. Pitch (P) is the distance 
between one valley and the next valley or 
in other words across the base of a peak. 
Average amplitude (H avg) and average 
pitch (P avg) are determined by the pro- 
gram for the smoothed trace of ten 12.5 mm 
tracing lengths (the second five lengths be- 
ing 90° to the first five lengths). From the 
average of the averaged H's and P's, a WI 
value is computed from the equation: Wave 
Index (WI) = (H avg) x (P avg) where H 
avg and P avg are in microns. 

'258 patent, col. 8< 11. 3-19. 

Crown asserted that according to the dis- 
closed wave index "calculation," one of ordi- 
nary skill in the pertinent art would not know 
whether to instruct the smoothing program to 
disregard a peak by comparing it to an imme- 
diately^preceding peak, or to a valley. The dis- 
trict court held that common sense and the 
clarifying clause "a valley being at least 0.5 
micrometer below the immediately preceding 
prior peak" defeated Crown's argument. Thus, 
the district court held that the alleged gram- 
matical ambiguities in the rules disclosed for 
calculating wave index did not invalidate the 
patent for lack of enablement 

Crown timely appealed the district court's 
two orders, raising the issues of anticipation 
and obviousness of the '5 1 1 patent, and lack of 
enablement and written descriptibn of the *258 
patent. We have jurisdiction pursuant to 28 
U.S:C. § 1295(a)(1). 


II. STANDARD OF REVIEW 

We review a district court's grant of sum- 
mary judgment without deference. Atmel 
Corp. v. Info. Storage Devices, Inc., 198 F.3d 
1374, 1378, 53 USPQ2d 1225, 1227 (Fed. Cir. 
1999). Summary judgment is appropriate 
when the moving party demonstrates that 
"there is no genuine issue as to any material 
fact and that the moving party is entitled to a 
judgment as a matter of law." Fed. R. Civ. P. 
56(c); Celotex Corp. v. Catrett,471 U.S. 317, 
322-23 (1986). On summary judgment, the 
evidence must be viewed in the light most fa- 
vorable to the party opposing the motion, 
Poller v. Columbia Broad. Sys., Inc., 368 U.S. 
464, 473 (1962), with doubts resolved in fa^ 
vor of the nonmovant, Cantor v. Detroit Edi- 
son Co., 428 U.S. 579, 582 (1976); Trans- 
matic, Inc. v. Gulton Indus., Inc., 53 F.3d 
1270, 1274, 35 USPQ2d 1035, 1038 (Fed: Cir; 
1995). OncMhe moving party has satisfied its 
initial burden, the opposing party must estab- 
lish a genuine issue of material fact and can- 
not rest on mere allegations, but must present 
actual evidence. Anderson v. Liberty Lobby, 
Inc., 477 U.S. 242, 248 (1986). Issues of fact 
are genuine only "if 'the evidence is such that 
a reasonable jury could return a verdict for the 
nonmoving party." Id A disputed fact is ma- 
terial if it might affect the outcome of the.suit 
such that a finding of that fact is necessary 
and relevant to the proceeding. Id; General 
Mills, Inc. v. Hunt-Wesson, Inc., 103 F.3d 978, 
980, 41 USPQ2d 1440, 1442 (Fed. Cir. 1997). 

A patent is invalid for anticipation wheii the 
same device or method, having all of the ele^ 
ments contained in the claim limitations, is 
described in a single prior art reference. Rich- 
ardson v. Suzuki Motor Co., 868 F.2d 1226, 
1236, 9 USPQ2d 1913, 1920 (Fed. Cir. 1989); 
Perkin-Elmer Corp. u Computervision Corp., 
732 F.2d 888, 894, 221 USPQ 669, 673 (Fed. 
Cir. 1984). An anticipating reference must de- 
scribe the patented subject matter with suffi- 
cient clarity and - detail to establish that this 
subject matter existed in the prior art and that 
such existence would be recognized by per- 
sons of ordinary skill in the field of the inven- 
tion. See In re Spada, 911 F.2d 705, 708, 15 
USPQ 1655, 1657 (Fed. Cir. 1990); Diver- 
siiech Corp. v. Century Steps, Inc., 850 F.2d 
675, 678, 7 USPQ2d 1315, 1317 (Fed. Cir. 
1988). ■ • " : - 

Obviousness is a legal conclusion based on 
underlying facts of four general typbs, all of 
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which must be considered by the trier of fact: 
(1) the scope and content of the prior art; (2) 
the level of ordinary skill in the art; (3) the 
differences between the claimed invention and 
the prior art; and (4) any objective indicia of 
nonobviousness. See Graham v. John Deere 
Co., 383 U.S. 1, 17-18 [148 uspq 459] (1966); 
Continental Can Co. USA, Inc. v. Monsanto 
Co., 948 F.2d 1264, 1270, 20 USPQ2d 1746, 
1750-51 (Fed. Cir. 1991); Panduit Corp. v. 
Dennison Mfg. Co., 810 F.2d 1561, 1566-68, 
1 USPQ2d [5,93, 1594 (Fed. Cir. 1987): 

"Determination of obviousness cannot be 
based on the hindsight combination of compo- 
nents selectively culled from the prior art to fit 
the parameters of the patented invention." 
ATD Corp. v. Lydall, Inc., 159 F3d 534, 546, 
48 USPQ2d 1321, 1329 (Fed Cir. 1998). 
There must be a teaching or suggestion within 
the prior art, within the nature of the problem 
to be solved, or within the general knowledge 
of a person of ordinary skill in the field of the 
invention, to look to particular sources, to se- 
lect particular elements, and to combine them 
as combined by the inventor. See Ruiz v. A.B. 
Chance Co., 234 F.3d 654, 665, 57 USPQ2d 
1161, 1167 (Fed. Cir. 2000); ATD Corp, 159 
F.3d at 546, 48 USPQ2d at 1329; Heidel- 
berger Druckmaschinen AG v. Hantscho Com- 
mercial Prods., Inc., 21 F.3d 1068, 1072, 30 
USPQ2d 1377, 1379 (Fed. Cir. 1994) ("When 
the patented invention is made by combining 
known components to achieve a new system, 
the prior art must provide a suggestion or mo- 
tivation to make such a combination."). 

The written description inquiry is a factual 
one and must be assessed on a case-by-case 
basis. See Vas-Cath Inc. v. Mahurkar, 935 
F.2d 1555, 1561, 19 USPQ2d 1111, 1116 
(Fed. Cir. 1991) (quoting In re Smith, 458 F.2d 
1389, 1395, 173 USPQ 679, 683 (CCPA 
1972) ("Precisely how close the original de- 
scription must come to comply with the de- 
scription requirement of § 112 must be deter- 
mined on a case-by-case basis.")). In order to 
satisfy the written description requirement, the 
disclosure as originally filed does not have to 
provide in haec verba support for the claimed 
subject matter at issue. See Fujikawa v. Watta- 
nasin, 93 F.3d 1559, 1570, 39 USPQ2d 1895, 
1904 (Fed. Cir. 1996). Nonetheless, the dis- 
closure must convey with reasonable clarity to 
those skilled in the art that the inventor was in 
possession of the invention, Vas-Cath Inc., 
935 F2d at 1563,64, 19 USPQ2d at 1116-17, 


although we have also clarified that the pos- 
session test alone is not always sufficient to 
meet the written description requirement, 
Enzo Biocfiem, Inc. v. Gen- Probe Inc., No. 01- 
1230, 2002 WL 487156, at *7 (Fed. Cir. Apr. 
2, 2002). As such, "the written description re- 
quirement is satisfied by the patentee's disclo- 
sure of ' such descriptive means as words, 
structures, figures, diagrams, formulas, etc., 
that fully set forth the claimed invention.' " 
Enzo Biochem, 2002 WL at *7 (quoting Lock- 
wood v. American Airlines, Inc., 107 F.3d 
1565, 1572, 41 USPQ2d 1961, 1966 (Fed. Cir. 
1997)). Put another way, one skilled in the art, 
reading the original disclosure, must reason- 
ably discern the limitation at issue in the 
claims. Waldemar Link GmbH & Co. v. Os- 
teoses Corp., 32 F3d 556, 558, 31 UPSQ2d 
1855, 1857 (Fed. Cir. 1994). 

Whether a claim is enabled under 35 U.S.C. 
§ 112, first paragraph is a question of law, al- 
though based upon underlying factual find- 
ings. See PPG Indus., Inc. v. Guardian Indus. 
Corp., 75 F.3d 1558, 1564, 37 USPQ2d 1618, 
1623 (Fed. Cir. 1996); In re Goodman, 11 
F.3d 1046, 1049-50, 29 USPQ2d 2010, 2013 
(Fed. Cir. 1993). 

III. DISCUSSION 

A. The '5 11 Patent 

On appeal, Crown describes various pur- 
ported errors in the district court's analysis of 
the validity of the *5 11 patent. Despite 
Crown's contentions, we ascertain no error re- 
quiring reversal of the district court's determi- 
nation of validity over Crown's claims of an- 
ticipation and obviousness. 

[1] Regarding alleged anticipation by the 
Gillery patent, on its face the Cillery patent 
does not disclose or discuss a two percent 
limitation for the reflectance contribution of 
the solar control film. Crown maintains that 
the '511 patent merely claims a preexisting 
property inherent in the structure disclosed in 
the prior art. Crown urges us to accept the 
proposition that if a prior art reference dis- 
closes the same structure as claimed by a 
patent, the resulting property, in this case, two 
percent solar control film reflectance, should 
be assumed. We decline to adopt this ap- 
proach because this proposition is not in ac- 
cordance with our cases on inherency. If the 
two percent reflectance limitation, is inherently 
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disclosed by the Gillery patent,* it must be 
necessarily present and a person' of ordinary 
skill in the art would recognize its presence. 
In re Robertson, 169 E3d 743, 745, 49 
USPQ2d 1949, 1950-51 (Fed. Cir, 1999); 
Continental Can, . 948 F.2d at 1268, .20 
USPQ2d at 1749, Inherency -may not be es- 
tablished by probabilities or possibilities. The 
mere fact that a certain thing may result from 
a given set of circumstances is not sufficient." 
Id. at 1269, ,20 USPQ2d at 1749 (quoting In 
re Oelrich,(>6(> F.2d 578, 581, 212 USPQ 323, 
326 (CCPA 1981)). 

In arguing inherent displosure of the two 
percent limitation in the Gillery patent; Crown 
bears an evidentiary burden to establish that 
the } limitation was necessarily present. 3 The 
moving party in a summary judgment motion 
has the burden to show "tfrat there is, an ab- 
sence of evidence to support the non-moving 
party's case;" the non-moving party must af- 
firmatively demonstrate by specific factual al- 
legations that a genuine issue of materiiad fact 
exists for trial. Celotex Corp. v. Catrett, 477 
U.S. 317; $22-23 (1986). A pateht enjoys a 
presumption of validity, see 35 U.S.C £282, 
which can be overcome only through clear 
and convincing evidence, see United States 
Surgical Corp. v. Ethicdh, Inc., 103 F.3d 1554, 
1563, 41 USPQ2d 1225, 1232 (Fed. Cir. 
1997). Given the presumptibti of validity af- 
forded the '511 patent, Crown has failed to 
meet its burden because it Hais riot presented 
sufficient evidence to rebut the facial evidence 
bffered by Solutia that the Gillery patent dpes 

2 in order to claim "equivalent structure" between 
the Gillery patent and- the '511 patent, Crown's inher- 
ency argument Vests on a precondition of its own mak- 
ing - that the Gillery patent discloses use of Ti0 2 , even 
though it specifies TiO if where x is greater than l.Qbut 
less ; than 2.0. Although Crown vigorously, argues this 
point, .wedo not reach this issue because even if Crown 
is correcTthat the structures are equivalent, Crown's in- 
herency argument fails for trie reasons set forth herein. 

3 Crown's reliance on Pali Corp; v. Micron Separa- 
tions, Inci. 66 F.3d 1211, 36 USPQ2d 1225 (Fed! Cir. 
1995), and O.L Corp. v. Tehtiar Co4H5 E3d 1576-42 
USPQ2d 1777 (Fed. 1 Cir. 1997), to characterize the two 
percent limitation as a" "performance limitation" simi- 
lar to the claim terms at issue in those cases is uriper- 
suasive and overbroad. Respectively, 5 Pall and Tekrnar 
dealt with the claim terms "skinless" and "passage." 
Beyond' the readily apparent difference between these 
potentially broad terms > and J the precise -specification of 
; a two percent limit in the '511 patent, characterizing a 
claim limitation as a "performance characteristic" is 
not helpful as to whether the "necessarily present" re- 
quirement of inherency is met. 


not disclose the two percent limitation. See Eli 
Lilly & Co. v. Barr Lab. Inc., 251 F.3d 955, 
962, 58 USPQ2d 1869,>1874 (Fed. Cir. 2001) 
("[A] moving party seeking to have a patent 
held, not invalid at summary judgment must 
show that the nonmoving party, who bears the 
burden of proof at trial, failed to produce clear 
and convincing evidence; on an essential ele- 
ment of a defense upon which a reasonable 
jury could invalidate the patent.")*, /i re Rob- 
erfson, 169 F.3d at 745 . (recognizing* that ex- 
trinsic evidence may be required, to { establish 
inherency), -Instead, Grown' offers only an as- 
sumption; and its own contentions. 4 - " 

Crown also argues that * the district rcourt 
erred iby comparing reflectance values in the 
Gillery patent to non-corresponding values an 
the '511 patent, < August 22*Order at 23-24. 
While perhaps the district court could have 
been, more careful to explain the basis of its 
comparison, on a close reading of the district 
court's analysis we find that the alleged im- 
proper comparison only supported the district 
court's primary point - that no embodiment of 
the Gillery patent disclosed the two percent 
limitation, a conclusion that Crown has not 
shown to be in error. •' v 

Finally, Crown argues that various prior art 
references invalidate the '511 patent as obvi- 
ous in view of such prior art. Crown's argu- 
ments lack merit because it has hot shown that 
the prior art contains a teaching, suggestion or 
motivation to reduce the reflectance contribu- 
tion of the solar control film to "no more than 
about two percent," and the district court 
properly concluded that there was no such 
teaching, suggestion or motivation in the "prior 
art cited by Crdwn. See Ruiz, 234 F.3d : at 665, 
57 USQP2d at 1167; Ih r* Rouffet, 149 F.3d 
1350, 1359, 47USPQ2d 1453, 1459 (Fed. Cir. 
1998). .-. ■ . . 

" ; ' B/.f he;K$. Patent ,/ 

On appeal, Crown argues that the district 
court erred m i analyzing the impact of the am- 
biguities in the wave index calculation on the 
enablement requirement for the '258 patent. In 


4 As indicated by this" Court's questions at oral argu- 
ment concerning trie seemingly direct route to prove 
that the Gillery patent contains the' two 1 percent 
limitation— implementing 1 ari ! embodiment of the 
Gillery pateht and testing^ it — this Court finds puzzling 
i Crown's reluctance regarding this"approach to generate 
extrinsic proof that the Gillery patent inherently meets 
the two percent limitation-/ 
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addition to its enablement attack, Crown also 
argues that the '258 patent does not meet the 
written description requirement of § 112, first 
paragraph. 

The two requirements, while related and 
springing from the same factual predicates* 5 
each carry a separate purpose. The purpose of 
the enablement requirement is to "ensure[] 
that the public knowledge is enriched by the 
patent specification to a degree at least com- 
mensurate, with the scope of the claims." Afar 7 
Recovery Techs , Inc. v. Magnetic Separation 
Sys., 166 F.3d 1190, 1196, 49 USPQ2d 1671, 
1675 (Fed. Cir. 1999). One of our predecessor 
courts has held the enablement and written de- 
scription requirements to be separate and dis- 
tinct, and has held that a "specification may 
contain a disclosure that is sufficient to enable 
one skilled in the art to make and use the in- 
vention and yet fail to comply, with the de- 
scription of the invention requirement" In re 
Barker and PehU 559 F.2d 588, 591, 194 
USPQ 470, 472 (CCPA 1977). Subsequently, 
this court has held that the purpose of the 
written description is distinct from merely ex- 
plaining how to make and use the invention. 
See Enzo Biochem, 2002 WL at *7-8; Vas- 
Cath, 935 F.2d at 1563-64, 19 USPQ2d at 
1117. In light of the odd procedural setting of 
the written description issue in this appeal, our 
disposition of this appeal based on enable- 
ment, and given that the two requirements are 
distinct and each are necessary, we do not 
reach the written description issue except to 


3 Also springing from these same underlying factual 
predicates is the § 112, second paragraph, definiteness 
requirement., This requirement is distinct from the en- 
ablement and description requirements, which arise 
from § 1 12, first paragraph. 

[DJefiniteness and enablement are analytically dis- 
tinct requirements, even though both concepts are 
contained in 35 U.S.C § 112. The definiteness re- 
quirement of 35 U.S.C. § 112, <|[ 2 is a legal re- 
quirement, based on the court's role as construer 
of patent claims ... Definiteness requires the lan- 
guage of the claim to set forth clearly the domain 
over which the applicant seeks exclusive rights. . 
, . The test for whether a claim meets the definite- 
ness requirement is "whether one skilled in* the art 
would understand the bounds of the claim when 
read in light of, the specification," 
Process Control Corp., 190 F.3d at ; 1358 n.2, 52 
USPQ2d at 1034 n.2 (internal citations omitted). See 
also 3 Donald S. Chisum, Chisum on Patents* § 8 ;03 at 
8-14 (2001) (noting the difference between the require- 
ments of "definiteness, which claims must meet, from 
the requirements of enablement, which the disclosures 
of the specification must meet"). 


note that it appears to remain available for ad- 
judication or disposition by the district court 
on remand. 6 • 

1 Turning to the enablement issue, we agree 
with Crown that the ambiguities and lack of 
specified boundary conditions, and Crown's 
proffered evidence concerning the same, raise 
a genuine issue of material fact as to whether 
a person of ordinary skill in the pertinent art 
could make or use the invention of the '258 
patent 7 without undue experimentation. White 
* Consol. Indus, v. Vega Servo-Control, 713 
F.2d 788, 791, 218 USPQ 961, 963-64 (Fed. 
Cir. 1983). The district court found otherwise. 
However, it appears not to have considered 
the statements" of Crown's expert concerning 
the effect of unspecified boundary conditions 
on the calculation of wave index. 
. [2] Following the reasoning of the district 
court, Solutia argues that a person of ordinary 
skill in the pertinent art could overcome any 
ambiguities in the Wave index calculation 
without undue experimentation by testing a 
limited number of possibilities for computing 
the wave index. In response, Crown offers 
statements of its expert that the '258 patent 
does hot define amplitude and that a person of 
ordinary skill in ; the art would not know 
whether to measure amplitude: (i) from a cen- 
terline running horizontally through the 
"middle" of the trace; (ii) from "peak-to- 
peak," /.e., from the bottom of a valley to the 
top of a peak; pr (iii) from some other base- 
line or reference running horizontally some- 
where through the trace. On its face, the '258 
patent does not define amplitude. However, 
average amplitude directly impacts the wave 
index calculation because wave inde;x is the 
result of multiplying average amplitude by av- 
erage pitch. Simply put, the wave index cal- 
culation would produce two separate numbers 


6 Based on the record before us, the written descrip- 
tion issue has the, following procedural posture: (i) 
Crown's Count VI of its amended complaint raised the 
written description, issue; (ii) Solutia's summary judg- 
ment motion argued that the '258 patent met the written 
description requirement; (iii) in opposition Crown ar- 
gued that the written description requirement was not 
met; (iv) the district court did not dispose of the writ- 
ten description issue : or discuss the issue in its opinion 
in a way that enables : our review; and (v) Crown pre^ 

* served the written description issue in its appeal to -this 
court and thus has not waived its further adjudication 
on remand. . . 

7 All seventeen claims of the ; '258 patent refer to 
wave index, thus they all stand or fall together. 


62 USPQ2d 


Crown Operations International Ltd. v. Solutia Inc. 


1925 


if calculated with a centerline versus a "peak- 
to-peak" amplitude. Worse yet, a range of 
various wave index values are possible for 
amplitude baselines running horizontally 
somewhere through the trace at various loca- 
tions. To show that the wave index calculation 
is enabled, Solutia cites various details from 
the '258 patent concerning how to perform the 
test to generate a trace of the PVB surface to 
Calculate wave index. However, Solutia does 
not present sufficient evidence to rebut 
Crown's demonstration of the amplitude am- 
biguity in the wave index calculation. This is 
so because:, (i) the amplitude is a direct input 
to thd critic claim" limitation, a wave index 
of less than 15,000 square micrometers; and 
(ii) the no^yelaspgctS Q^the invention must be 
disclosed and not left to inference, that is, a 
patentee rhay ^ot'rely on the inference cif a 
person of ordinary skill in the pertinent art to 
supply such novel aspects. See Genentech Inc. 
v. Novo Nordisk A/S, 108 F.3d 1361; 1366; -42 
USPQ2d 1001, 1005 (Fed. Cir. 1997) (stating 
that the knowledge of a hypothetical person of 
ordinary Skill in the art cannot be used to sup- 
ply the patentable aspects of the invention). 

Compounding the amplitude ambiguity, 
Crbwn -alsp notes^ that the wave index is the 
result ^of * two independently varying, un- 
boind^d terms: average pitch arid average am- 
plitude. Oh its fate, this does not seem to be 
a problem. :; HOwever, Crown's expert noted 
that because -boundary conditions are not 
specified, the claim covers inoperative em- 
bodiments. For example, a wave index of 
15,000 square micrometers results from an av- 
erage height of 1000 micrometers multiplied 
:by an average pitch of 15 micrometers. Yet, 
according to Crown's expert, an average 
height of 1000 micrometers would not be ac- 
ceptable for tHe^PVB; As with the amplitude 
ambiguity, th^ w problem goes well beyond this 
single example because a full range, of result- 
ing inoperative embodiments are possible for 
values of ayeragej height and average , pitch 
that.;.when multiplied,^ produce a wave index 
value that meets the limitation of the claim. 
Such inoperative embodiments do not neces- 
sarily invalidate the; claim. See Atlas Powder 
Co. 'v. E.I. du Pont de Nemours & Co., 750 
F.2d 1569, 1576-77, 224 USPQ 409, 414 
(Fed. Cm 1984); In re Cook, 439 F2d 730, 
735, 169 USPQ 298, 302 (CCPA 1971) (not- 
ing that; although claims may read on some in- 
operative>embodiments, this does not neces- 


sarily, invalidate the claim if the necessary in- 
formation to limit the. claims /to .operative 
embodiments is known to a person of ordinary 
skill in the art). 8 However, the inoperative em- 
bodiments support n Crown's i assertion ithat 
there is a genuine issue of rmat^rial fact with 
respect to enablement. See Atlas Powder, 150 
F.2d at 1576-77; see also Process t Control 
Corp tJ y. HydReclaim Corp., 190 J\3d 1350, 
.1358-59,, 52 USPQ2d 1029, , 1034,-35 (Fed. 
CiCv 1999) , (holding that r the district court 
failed in its claim construction to consider the 
effect; of inoperative embodiments on invalid- 
ity due to lack of enablement):? t*^; 1 

Further compounding the iarnbiguities with 
the wave index rules,( the, *258^ patent's rules 
for determining which inflection ..^points-; are 
"true" inflection points additionally support 
Crown's argument that it has raised a genuirje 
issue of material fact. Crown demonstrated in 
various ways through its /experts and argu- 
ments the potential indeterminacy, in the rules. 
Solutia's expert admitted that there was some 
ambiguity in the rules with respect to f vyhether 
a preceding peak or valley was the reference 
point in selecting- a (V true'' peak or valley. 

Solutia argues .that even if the disclosed 
wave index calculation has ambiguities and is 
indeterminate, a person of ordinary ;skill in the 
pertinent art would be able to make and use 
the invention with some experimentation, but 
less, than "undue" experimentation. Solutia 
argues that such a- skilled person would only 
have to try two possibilities' for amplitude, 
centerline and "peak-to : peak,'' arid that ex- 
perimenting to discover which of fwb possi- 
bilities to use. is well 

undue experimentation. Crown counters that 
the amplitude ambiguity ; and potential inop- 
erative embodiments; combined with the am- 
biguities in ttie smoothing rulesf seenis to sug- 

8 The court in. In re CooJfc, further* notes that a claim 
may be invalid if it reads ; on significant numbers^of in- 

; operative embodiments. In re Cook, 4;39 - F.2d at 734, 
169 USPQ at 301-02 (citing Grayer Tank &Mfg,Co, v. 
Linde Air Products Co,, 336 U.S. ,271, 276^77; .80 
USPQ 451, 453 (1949)). See also In re Moore, 439 F.2d 
1232, 1236 169 USPQ 236 v ,239 (GCPA 1971) (noting 
■that the question is whether the scope, of enablement 
conveyed by the disclosure <to a person of ordinary skill 

, in the , art is cprrmensurate. wi^the scope of protection 
taught by the claims); Ghisqm, 1; § : 7:03[7][a] at 7-108 & 

9 The inoperaUve embodiment, ; inquiry informs the 
enablement inquiry;, they .are. not the same inquiry. 
Nat'l Recovery Teeh^, 166R3dat 1 196, 49 USPQ2d at 
1676. ; 
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gest a wide range of possibilities which one 
must try. 10 With this wide range of possibili- 
ties, we agree that Crown has raised a genuine 
issue of material fact as to the amount and 
type of experimentation required, facts that 
will determine whether such experimentation 
is undue. See Enzo Biochem Inc., u Calgene 
Inc., 188 F.3d 1362, 1371, 52 USPQ2d 1129, 
1135-36 (Fed. Cir. 1999) (holding that a rea- 
sonable amount of experimentation does not 
invalidate a' patent, but undue experimentation 
does invalidate, and holding that < the Wands 
factors, which determine whether a patent's 
disclosure is insufficient such that the experi- 
mentation required would be; undue, apply to 
inter partes litigation). 11 While ultimately a 
trier of fact may reach the conclusion that any 
required;iexperimentation is not undue, CroWn 
has shown that sufficient potential for undue 
experimentation exists such that disposal on 
summary judgment is improper. 

CONCLUSION 

Because we hold that the -511 patent has 
not been shown to be invalid due to anticipa- 
tion or obviousness and that a genuine issue of 
material fact exists with respect to facts under- 
lying the determination of enablement for the 
'258 patent, we affirm^in-part and reverse-in- 
part the district court's decision and remand 


10 We note that the specification for the '258 patent 
states that in the disclosed embodiment the wave index 
is calculated using a .software, program running on a 
personal computer being fed the trace line. : 758 patent, 
col. 7, 11. 64-68. Undoubtedly, Solutia took care to en- 
sure that the program contained the necessary boundary 
conditions and other information to calculate wave in- 
dex to practice the invention. It appears^ however, that 
Solutia took substantially less care in transcribing the 
information from the . program into the specification's 
rules for calculating wave index. This incongruity, will 
be relevant to the question of enablement upon remand. 
See Chisum^J 7.03[4)[eJ at 7-86 & nil ("A specifica- 
tion that claims an invention requiring implementation 
through computer software but fails to set forth the de- 
tails of computer programming may present issues of 
whether the experimentation required to write the pro- 
gramming is reasonable or unreasonable.") (summariz- 
ing the teachings of various cases). 

11 The Wands factors are! 

(1) the quantity of experimentation necessary, (2) 
the amount of direction or guidance presented, (3) 
the presence of absence of working examples, (4) 
die nature of the invention, (5) the state of the 
prior art, (6) the relative skill of those in the art, 
(7) : the predictability or unpredictability of the art, 
and (8) the breadth of the claims. ■ ■'<?■ 

In re Wands, 858 F.2d 731, 737, 8*USPQ2d 1400, 1404 

(Fed. Cir. 1988). 


for additional proceedings=consistent .with:this 
opinion. : • ;■.> \ 

AFFIRMED IN-PART, REVERSED-IN- 
PART, AND REMANDED, : y.',J 

— . ; . : : COSTS^ : ; ' i/ ^'d 
Each party bears its own costs • ^ c r <: 

J.K. Harris & Co. y. Kassel ]: f » ; 

. ,'' : ". tJ-^yi>ikrict Court .. 
Northern district of Ca^fornia , ^ 

No. 02-0400CW , 

Decided March 22i 2002 • ! 

TRADEMARKS r AND ■ UNFAIR* TRADE 
PRACTICES u; 

[1] Infringement; conflicts between marks 

— Defenses — Fair use (§ 3354003) 

Infringement defendants' 'Use of plaintiffs 
"J.K. Harris'* trade name on their World-Wide 
Web site in links to other' Web pages; and 
when disseminating/ttruthful : factual; informa- 
tion, constitutes normnajive fair use; JiowQver, 
some computer -prpgranuning -techniques, de- 
fendants are ; alJeged ; to be .using dq .nptsatisfy 
requirements for nominative fair ? use, since, in 
order to ; identify, plaintiff's product, ..defen- 
dants need not use "header tags^ 
line tags" around* sentences, containing plain- 
tiffs trade name A use pl^ntifTs^rade name or 
permutations thereof ;^key words 75 separate 
: times, or increase font siz§ ( and underline, sen- 
tences containing plaintiffs trade name at top 
of defendants' Web pages. ( 5 c r 

[2] Infringement; conflicts between marks 
Likelihood of confusion — Par ticu- 
: jar .marks . Confusion, likely 
(§335.030403) J %' 

Infringement; conflicts; Be#efen marks 
/ Defenses ^Fair iisfe 3S5iito03) 

REMEDIES' r - *'"\" ! ' : - ;'' v: ::' r "' [ ; ' l 

Non-monetary ^and ; injunctive Equi- 
table relief — Preliminary injunctions 

— Trademarks and unfair trade prac- 
tices (§ 505.0707,0?) {; } 0 \ ; CT 

Infringement plaintiff is entitled ^pfelitrli- 
nary injunction prbhibiting defehdanfe ^from 


No costs. 

VACATED AND REMANDED. 


GLAXO INC. v. NOVOPHARM LTD 

Cite as 52 F.3d 1043 (Fed.Cir. 1995) 

enjoys exclusive jurisdiction to 1 review the 
decisions of the ITA, its decisions on the 
occasions of such review are of significant 
import. Given the exclusive authority of the 
Court of International Trade, the expertise it 
develops and maintains from its exclusivity is 
worthy of respect. In the instances when 
the decisions of the Court of International 
Trade are either not appealed to this court or 
are left wholly undisturbed following appeal, 
those decisions are likely to "serve as valu- 
able guides to the rights and obligations of 
the international trade community." Nation- 
al Corn Growers Ass'n v. Baker, 10 C.I.T. 
517, 643 F.Supp. 626, 631 (1986). 

[3] The express terms of 28 U.S.C. 
§ 2645(a) (1988) provide that "[a] final deci- 
sion of the Court of International Trade in a 
contested civil action . . . shall be supported 
by (1) a statement of findings of fact and 
conclusions of law; or (2) an opinion stating 
the reasons and facts upon which the decision 
is based." The judgment of the Court of 
International Trade alone does not satisfy 
the mandatory requirements of section 
2645(a). Our holding is not exceptional. 
The United States Court of Customs and 
Patent Appeals, one of our predecessor 
courts, required the United States Customs 
Court, a predecessor court of the Court of 
International Trade, to comply with section 
501 of the Tariff Act of 1930, the predecessor 
statute to 28 U.S.C. § 2645(a). Florea & Co. 
v. United States, 35 CCPA 153, 155, 1948 WL 
5018 (1948). Nor is it exceptional for this 
court to consider sua sponte the issue raised 
by section 2645(a). See, e.g., Cablestrand 
Corp. v. Watlshein, 989 F.2d 472, 473 (Fed. 
Cir.1993) (vacating and remanding a district 
court judgment for findings of fact and con- 
clusions of. law when issue was not raised by 
parties on appeal). 

This court cannot provide effective and 
meaningful appellate review of the ITA's ac- 
tions in this case until we are supplied with 
the fruits of satisfaction of section 2645(a). 
Accordingly, the judgment of the Court of 
International Trade is vacated and the case 
is remanded to afford the court the opportu- 
nity to comply with the relevant statute. 
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GLAXO INC. and Glaxo Group Limited, 
Plaintiffs-Appellees, 

v. 

NOVOPHARM LTD., Defendant- 
Appellant. 

No. 94-1026. 

United States Court of Appeals, 
Federal Circuit. 

April 21, 1995. 

Rehearing Denied; Suggestion for 
Rehearing In Banc Declined 
June 21, 1995.* 

Holder of patent for crystalline form of 
ranitidine hydrochloride marketed as antiul- 
cer medication sought injunction against in- 
fringer, 5 who admitted infringement, but 
claimed patent was invalid. The United 
States District Court for the Eastern District 
of North Carolina, 830 F.Supp. 871, Terrence 
William Boyle, J., upheld validity of patent 
and enjoined infringer from commercial man- 
ufacture or sale of patented drug. Infringer 
appealed. The Court of Appeals, Rich, Cir- 
cuit Judge, held that: (1) crystalline form of 
drug was not anticipated by prior art; (2) 
patentee did not engage in inequitable con- 
duct before Patent and Trademark Office; 
(3) patentee did not violate best mode re- 
quirement, as corporate officials' knowledge 
of best mode could not be imputed to inven- 
tor; and (4) principles of agency were inap- 
plicable to best mode analysis. 
Affirmed. 

Mayer, Circuit Judge, filed dissenting 
opinion. 


* Clevenger, Circuit Judge, did not participate in 


1. Patents <3=*324.55(2) 

Anticipation of subject of patent is factu- 
al matter which Court of Appeals reviews 

the vote. : 
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under clearly erroneous standard. 35 
U.S.CA § 102(a). , 

2. Patents ^66(1.2) 

Patent claim is "anticipated" and there- 
fore invalid when single prior art reference 
discloses each and every limitation of claim; 
disclosure need not be express, but may an- 
ticipate by inherency where it would be ap- 
preciated by one of ordinary skill in the art. 
35 U.S.CA § 102(a). 

See publication Words and Phrases 
for other judicial constructions and def- 
initions. 

3. Patents <3=>66(1.12) 

Patent for second form of ranitidine hy- 
drochloride drug was not "anticipated" by 
prior art, though form could be produced by 
prancing example in prior patent application 
for first form of drug, where practice of 
example sometimes resulted in production of 
first patented form of drug and sometimes 
resulted in production of second form of 
drug. 35 U.S.OA. § 102(a). 

4. Patents <3=>97 

To prevail on defense of inequitable con- 
duct as to claim of patent infringement, al- 
leged infringer had to show by clear and 
convincing evidence that patentee misrepre- 
sented facts to Patent and Trademark Office 
(PTO) during prosecution of patent, that mis- 
representation was material, and that paten- 
tee acted with intent to deceive PTO. 

5. Patents <£=>324.54 

Court of Appeals reviews district court's 
ultimate determination as to whether paten- 
tee engaged in inequitable conduct before 
Patent and Trademark Office (PTO) for 
abuse of discretion; subsidiary factual ques- 
tions of whether there was misrepresenta- 
tion, materiality, and intent to deceive are 
reviewed for clear error. 

6. Patents <&=>97 

Patent applicant's submission of declara- 
tion by head of its spectroscopy unit in con- 
nection with patent application for crystalline 
form of ranitidine hydrochloride that falsely 
identified sample tested and falsely claimed 
x-ray powder diffraction study was conducted 
on drug created by particular process, was 
not inequitable conduct, even though declara- 


tion contained material misstatements, ab- 
sent evidence of intent to deceive Patent and 
Trademark Office (PTO). 

7. Patents @=>97 

Intent to deceive Patent and Trademark 
Office (PTO) is often inferred from surround- 
ing circumstances when material misrepre- 
sentation is shown, for purpose of alleged 
infringer's claim that patentee engaged in 
inequitable conduct before PTO, but such 
inference is not required in every case, even 
when misrepresentation is in affidavit form. 

8. Patents <3=>98, 99 

Corporate applicant seeking patent for 
crystalline form of ranitidine hydrochloride 
did not violate best mode requirement by 
failing to disclose azeotroping mode .of pre- 
paring ranitidine hydrochloride for pharma- 
ceutical use, even though corporation officials 
believed azeotroping was best mode of mak- 
ing invention, where inventor, who was em- 
ployed by corporation, did not know azeo- 
troping was best procedure; knowledge of 
best mode could not be imputed to inventor 
for purposes of finding violation of best mode 
requirement. 35 U.S.CA. § 112. 

9. Patents <3=»99 

Best mode, of carrying out invention to 
be disclosed pursuant to statute is that con- 
templated by inventor. 35 U.S.CA. § 112. 

10. Patents >=>99 

Best mode inquiry focuses on inventor's 
state of mind at time inventor filed patent 
application, raising subjective factual ques- 
tion; specificity of disclosure required to 
comply with best mode requirement must be 
determined by knowledge of facts within pos- 
session of inventor at time of filing applica- 
tion. 35 U.S.CA. § 112. 

11. Patents <s=>98, 99 

"Enablement" looks to placing subject 
matter of patent claims generally in posses- 
sion of public, while "best mode" analysis 
looks to whether specific instrumentalities 
and techniques have been developed by in- 
ventor and known to inventor at time of filing 
as best way of carrying out invention; thus 
enablement requirement looks to objective 


knowledge of one of ordinary skill in the art,, 
while "best mode" inquiry is subjective, fac- 
tual one, looking to inventor's state of mind 
36 U.S.C.A. § 112: . 

See publication Words and Phrases 

tor other judicial constructions and def- 
initions. 


GLAXO INC. v. NOVOPHAKM LTD. 

Cite as 52 FJd 1043 (FeAClr. 1995) 


12. Patents <s=>99 

Fact that inventor of drug which was 
subject of patent application was isolated 
from others in company who knew of azeo- 
troping process used to formulate drug 
which was best mode for practicing patent' 
did not mean that knowledge of best mode 
could be imputed to inventor. 35 U.S.OA. 
§ 112. ' 

13. Patents <^»98 

Inventor of drug which was subject of 
patent application was presumed to have re- 
viewed specification and signed required dec- 
laration before application was filed, absent 
allegation that applicant did not comply with 
requirements involving inventor's partic- 
ipation. Practice Rules in Patent Cases, 
§§ 141(a), 1.51(a)(2), 1.63(b)(l, 2), 35 
U.S.CAApp. 

14. Patents e=»99 

Knowledge of best mode of practicing 
patent for ranitidine hydrochloride would not 
be imputed to inventor under principles of 
agency, where officials of company which em- 
ployed inventor knew of best mode, as patent 
attorney did not enter into agency relation- 
ship with inventor for purpose of what was 
disclosed in inventor's patent application; 
scope of patent attorney's authority does not 
include supplementing or supplanting inven- 
tor's knowledge of invention. 35 U.S.CJL 
§ 112. 
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the brief were William G. Todd and Janet B. 
Linn. Also on the brief were Steven R 
Lockman, Arnold & Porter, Washington, DC, 
and Joseph W. Eason, Moore & Van Allen, 
Raleigh, NC, of counsel. 

Robert F. Green, Leydig, Voit & Mayer, 
LTD., Chicago, IL, argued for defendant- 
appellant. With him on the brief were John 
E. Rosenquist and Jeffrey S. Ward. 

Before ARCHER, Chief Judge, RICH, and 
MAYER, Circuit Judges. 

Opinion for the court filed by Circuit 
Judge RICH. Dissenting opinion filed by 
Circuit Judge MAYER! 

RICH, Circuit Judge. 

Novopharm Ltd. (Novopharm) appeals the 
judgment of the United States District Court 
for the Eastern District of North Carolina, 
Glaxo, Inc. v. Novopharm Ltd, 830 F.Supp. 
871, 29 USPQ2d 1126 (E.D.N. C.1993), that 
United States Patent No. 4,521,431 was not 
invalid and was infringed, and enjoining No- 
vopharm from the commercial manufacture 
or sale of the patented crystalline form of 
ranitidine hydrochloride. We affirm. 


^ Stephen B. Judlowe, Hopgood, Calimafde, 
*ahl, Blaustein & Judlowe, New York. City 
argued, for plaintiffs-appellees. With him on 

^reS^ 1115 1 ^ 2 ° f ^ ' 431 P atent > ^ issue here, 

. . 1. Form 2 ranitidine hydrochloride charac- 
L" 1 by 1 a " infr a-red spectrum as a mull in 
mineral oxl showing the following main peaks: 
Liist. ot peaks] 

2 ; Form 2 ranitidine hydrochloride accord- 
ing to claim 1 further characterized by the 
toeing x-ray powder diffraction pattern ex- 
Pressed m terms of "d" spacings and relative 


Background 

Glaxo Inc. and Glaxo Group Ltd. (collec- 
tively Glaxo) are the owner and exclusive 
United States licensee, respectively, of Unit- 
ed States Patent No. 4,521,431 ('431 patent). 
The '431 patent claims a specific crystalline 
form of the compound ranitidine hydrochlo- 
ride, designated as "Form 2," which. Glaxo 
markets as an antiulcer medication under the 
brand name Zantac. 1 * The '431 patent issued 
on June 4, 1985. 

In 1976, Glaxo chemists investigating po- 
tential antiulcer medications synthesized an 
aminoalkyl furan derivative, later named ran- 

intensities (1) (s = strong, m = medium, w = 
weak, v = very, d = diffuse) and obtained by 
the Debye Scherrer method in a 114.6 mm 
diameter camera by exposure for 12 hours to 
CoKa radiation and for 3 hours to CuIQ radia- 
. tion: [table]. 

The '431 patent also claims various pharmaceuti- 
cal compositions and methods of using Form 2 
ranitidine hydrochloride. These claims are not 
at issue in this case. 
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itidine, which proved to be a potent histamine 
blocker, inhibiting the secretion of stomach 
acid. Later that year, Glaxo filed an applica- 
tion for a patent on ranitidine in the United 
Kingdom. It followed with an application for 
a United States patent, which issued as No. 
4,128,658 0658 patent) on December 5, 1978. 
The '658 patent claims a number of structur- 
ally similar compounds, including ranitidine 
and its hydrochloride salt. It discloses one 
method for preparing ranitidine hydrochlo- 
ride, set forth in the '658 patent as Example 
32. 2 

Glaxo prepared large quantities of raniti- 
dine hydrochloride between 1977 and 1980 
for use in toxicology and clinical studies. 
Instead of using the process of Example 32, 
however, Glaxo's chemists prepared this ma- 
terial using a similar process that they la- 
belled" Process 3A. They later developed a 
more efficient method that they called Pro- 
cess 3B. Until April 15, 1980, both Process 
3A and Process 3B yielded ranitidine hydro- 
chloride identical in all respects to that origi- 
nally produced using the Example 32 proce- 
dure. 

On that date, however, Glaxo's Derek 
Crookes used Process 3B to prepare crystal- 
line ranitidine hydrochloride that was visibly 
different from all previous batches of the 
salt. The difference was confirmed by infra- 
red (IR) spectroscopy and x-ray powder dif- 
fraction, which revealed that the new product 
was a crystalline form, or polymorph, of rani- 
tidine hydrochloride that differed from the 
previously known form. Glaxo began to re- 
fer to this new polymorph as Form 2 raniti- 
dine hydrochloride (designating the old poly- 
morph as Form 1). 

2. Developed by Glaxo's David Collin in June 
1 977, that method involves dissolving ranitidine 
in industrial methylated spirit containing dis- 
solved hydrogen chloride gas. Ethyl acetate is 
added to the solution, and ranitidine hydrochlo- 
ride precipitates from solution as a crystalline 
solid characterized by a melting point of 133- 
134°C. 

3. Azeotroping is a technique for . separating a 
. chemical mixture, the components of which 

would otherwise be difficult to separate because 
of the similarity of their boiling points. An addi- 
tional substance is added to the mixture, selected 


Because Form 2 had better filtration and 
drying properties, making it better suited for 
commercial applications, Glaxo decided to 
proceed with commercialization of Form 2 
rather than Form 1. Form 2 was hampered 
by poor flow properties, however, which 
made the material difficult to measure and 
dispense in its pure form. Accordingly, 
Glaxo scientists developed a novel azeotrop- 
ing process 3 to granulate, the Form 2 salt, 
which made it much easier to make into 
pharmaceutical compositions. This process 
was the subject of a British patent applica- 
tion that Glaxo eventually abandoned without 
disclosing the process to the public. 

Glaxo filed a patent application covering 
Form 2 ranitidine hydrochloride in the Unit- 
ed Kingdom on October 1, 1980. It filed a 
United States application thereon the next 
year, which eventually issued as the '431 
patent in suit. When George Graham Brere- 
ton, Glaxo's patent officer initially charged 
with pursuing the United States application, 
learned of the azeotropic granulation process 
and Glaxo's desire to keep that process se- 
cret, he recommended that Glaxo not claim 
pharmaceutical compositions of the Form 2 
salt for fear of violating the best mode re- 
quirement. Brereton apparently believed 
that disclosure of the azeotroping process 
would be necessary because it was the best 
way to make the Form 2 salt for use in 
preparing pharmaceutical compositions. He 
later moved to another position at Glaxo. 
The U.S. application was eventually amended 
to include pharmaceutical composition claims, 
but Glaxo did !not amend the specification to 
disclose the azeotroping process. 

On August 9, 1991, Novopharm Ltd. filed 
an Abbreviated New Drug Application 
(ANDA) with the Food and Drug Adminis- 

for its ability to interact with a component of the 
original mixture to form an azeotrope — a mix- 
ture of substances "the composition of which 
does not change upon distillation." See 
McGraw-Hill Dictionary of Scientific and Techni- 
cal Terms 162 (4th ed. 1989). If the proper 
substance is selected, the resulting azeotrope will 
have a boiling point that differs substantially 
from the desired component of the original mix- . 
ture. The desired component can then be suc- 
cessfully separated from the azeotrope by distilla- 
tion. See Hawley's Condensed Chemical Dictio- 
nary 109 (11th ed. 1987). 


rm 

Fo 

De 

the 

dal 

thi 

be) 

of 

AN 

§ i 

frir 
the 
ant 
ent 

r 

add 
ing 
vits 
mai 
app 
sue< 

SOU) 

deft 
the 
vem 
and 
on j 

O 
four 
bun 
evid 
the 
rani 
not : 
for 
with 
ed U 
teria 
failei 
cour 
tion 
Novc 
inver 
and 
knov, 
quire 
the '< 

4. N 

inf 

SCO] 

pro 
strii 


GLAXO INC. v. NOVOPHARM LTD. 

Cite as 52 FJd 1043 (FedClr. 1993) 


1047 


ltration and 
zr suited for 
decided to 
of Form 2 
is hampered 
ever, which 
neasure and 
Accordingly, 
/el azeotrop- 
Form 2 salt, 
) make into 
This process 
.tent applica- 
oned without 
ublic. 

don covering 
; in the Unit- 
0. It filed a 
eon the next 
as the '431 
raham Brere- 
ially charged 
*s application, 
lation process 
it process se- 
axo not claim 
f the Form 2 
test mode re- 
:ntly believed 
oping process 
, was the best 
lit for use in 
positions. He 
ion at Glaxo, 
.ually amended 
position claims, 
specification to 

3SS. 

iarm Ltd. filed 
g Application 
Drug Adminis- 

;omponent of the 
zeotrope — a mix- 
osition of which 
stillation." See 
ntiftc and Techni- 
.. If the proper 
ing azeotrope will 
fers substantially 

the original mix- 
can then be suc- 
:otrope by distilla- 

Chemical Dictio- 


tration (FDA), seeking FDA approval 1 to 
manufacture and sell a generic version of 
Form 2 ranitidine hydrochloride beginning 
December 5, 1995, the expiration date of 
the '658 patent, well before the expiration 
date of the '431 patent in 2002. Glaxo filed 
this suit for patent infringement on Novem- 
ber 13, 1991, alleging technical infringement 
of claims 1 and 2 of the '431 patent by the 
ANDA filing as provided in 35 U.S.C. 
§ 271(e)(2) (1988). Novopharm admitted in- 
fringement of the claims, but contended that 
the '431 patent was invalid because it was 
anticipated by the disclosure of the '658 pat- 
ent. 

Novopharm later amendied its answer to 
add the defense of infequitable conduct aris- 
ing from alleged false and misleading affida- 
vits provided to the U.S. Patent and Trade- 
mark Office (PTO) during prosecution of the 
applications from which the '431 patent is- 
sued.^ Finally, on June 21, 1993, Novopharm 
sought summary judgment based on a third 
defense, Glaxo's alleged failure to disclose 
the best mode of practicing the claimed in- 
vention. The trial court denied the motion, 
and the case was tried to the court beginning 
on August 9, 1993. 

On the question of anticipation, the court 
found that Novopharm had not carried its 
burden of proving by clear and convincing 
evidence that practice of Example 32 of 
the '658 patent always produced Form 2 
ranitidine hydrochloride, so that Form 2 was 
not inherently disclosed by Example 32. As 
for inequitable conduct, the court agreed 
with Novopharm that the affidavits present- 
ed to the examiner were misleading and ma- 
terial, but it found that Novopharm had 
failed to prove any deceptive intent. The 
court also concluded that there was no viola- 
tion of the^best mode requirement because 
Novopharm had not proved that Crookes, the 
inventor, knew of the best mode, the statute 
and this court's precedent providing that 
knowledge by the inventor himself is re- 
quired. Accordingly, the court held that 
the '431 patent was not invalid, was enforce- 

4. Novopharm suggests that the court was wrong 
in finding that these experiments were within the 
scope of Example 32 because they employed 
procedures that sometimes departed from the 
strict letter of Example 32. The district court 


able and infringed, and ordered that Novo- 
pharm refrain from commercial manufacture 
or sale of Form 2 ranitidine hydrochloride 
before the '431 patent expires. Novopharm 
appeals. 

Discussion 
I. Example 82, Anticipation 
[1, 2] We consider first Novopharm's ar- 
gument that the district court erred in hold- 
ing that Novopharm did not prove that the 
claims in suit of the '431 patent were antici- 
pated by Example 32 of the '658 patent. 
Anticipation is a factual matter, which we 
review under the clearly erroneous standard. 
Diversitech Corp. v. Century Steps Inc., 850 
F.2d 675, 677, 7 USPQ2d 1315, 1317 (Fed. 
Cir.1988). A claim is anticipated and there- 
fore invalid only when a single prior art 
reference discloses each and every limitation 
of the claim. 35 U.S.C. § 102(a) (1988); 
KLoster Speedsteel AB v. Crucible Inc., 793 
F.2d 1565, 1571, 230 USPQ 81, 84 (Fed.Cir. 
1986). The disclosure need not be express, 
but may anticipate by inherency where it 
would be appreciated by one of ordinary skill 
in the art. Continental Can Co. USA Inc. u 
Monsanto Co., 948 F2d 1264, 1268, 20 
USPQ2d 1746, 1749 (Fed.Cir. 1991). 

[3] Novopharm maintains that the inven- 
tion claimed in the '431 patent, ranitidine 
hydrochloride in its Form 2 crystalline poly- 
morph, is inherently disclosed in the '658 
patent because the practice of Example 32 
always yields ranitidine hydrochloride in its 
Form 2 polymorph. Novopharm's experts 
performed the process disclosed in Example 
32 of the '658 patent thirteen times and each 
time they made Form 2 crystals, not Form 1 
as Glaxo claims. 

. But the district court found that the prac- 
tice of Example 32 could yield . crystals of 
either polymorph. It specifically found that 
Glaxo's David Collin originally made Form 1 
by practicing Example 32, and that Glaxo's 
expert, Nicholas Crouch, did too> We are 
not persuaded that these findings are clearly 

found that one skilled in the art would under- 
stand that these procedures were consistent with 
the teaching of Example 32. We do not see 
where the court erred in this finding. 
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erroneous. The district court correctly re- 
jected the anticipation defense. 

77. Inequitable Conduct 

Novopharm contends that the trial court 
erred as a matter of law in declining to infer 
an intent to deceive from Glaxo's material 
misrepresentations to the PTO. The charge 
of inequitable conduct arises from a declara- 
tion submitted by, John Harold Hunt, the 
head of Glaxo's spectroscopy group, in re- 
sponse to a rejection in light of the product 
of Example 32 of the '658 patent* 

[4,5] To prevail oh its' inequitable con- 
duct defense, Novopharm had to show by 
clear and convincing evidence that Glaxo mis- 
represented facts to the PTO during prosecu- 
tion of the '431 patent, that the misrepresen- 
tation was material, and that Glaxo acted 
with the intent to deceive the PTO. Kings- 
down Medical Consultants Ltd u HoUMer 
Inc., 863 F.2d 867, 872, 9 USPQ2d 1384, 1389 
(Fed.Cir.1988). We review the district 
court's ultimate determination for abuse of 
discretion; the subsidiary factual questions 
of whether there was a misrepresentation, its 
materiality, and intent to deceive are re- 
viewed for clear error. Amgen, Inc. v. Chu- 
gai Pharmacmtical Co., 927 F.2d 1200, 1215, 
18 USPQ2d 1016, 1028 (Fed.Cir.), cert de- 
nied, 502 U.S. 856, 112 S.Ct 169, 116 
L:Ed.2d 132 (1991). 

[6] On August 28, 1983, the examiner 
rejected claims 1 and 2 of Glaxo's Form 2 
ranitidine hydrochloride patent application as 
anticipated by or obvious in light of the 
disclosure of the '658 patent. Glaxo argued 
that its claims were" drawn to a specific crys- 
talline form of ranitidine hydrochloride dif- 
ferent from the compound disclosed in 
the -658 patent. The examiner asked for a 
showing that the claimed Form 2 ranitidine 
hydrochloride was patentably distinct from 
the prior art composition. 

To overcome the rejection, Glaxo submit- 
ted Hunt's declaration comparing the IR 
spectra and x-ray powder diffraction patterns 
of the two crystalline forms. The declaration 

5. The case was complicated by the trial court's 
inability to hear testimony from Hunt due .to his 


concluded that there were significant differ- 
ences between the two products; a second 
declaration attested to the practical differ- 
ences between the two • polymorphs that 
made the Form 2 ranitidine hydrochloride 
preferable for commercialization. 

[7] Intent is often inferred from sur- 
rounding circumstances when a material mis- 
representation is shown. Paragon Podiatry 
Lab. v. KLMLab., 984 F.2d 1182, 1189, 25 
USPQ2d 1561, 1567 (Fed.Cir.1993). But an 
inference is not required in every case, even 
when the misrepresentation is in affidavit 
form. Glaxo admits that the Form 1 data 
submitted with the Hunt declaration was not 
obtained from ranitidine hydrochloride pre- 
pared according to Example 32 of the '658 
patent. The trial court concluded from this 
that the declaration was misleading, because 
it suggested falsely that the data had been 
obtained -from the product of Example 32. 
The court also found that the misstatement 
was material. But it nevertheless concluded 
that an inference of fraudulent intent was 
unwarranted. We have not been persuaded 
otherwise. 

The court found that as head of spectros- 
copy, Hunt was familiar with data obtained 
from Form 1 material, including that origi- 
nally made by Collin according to Example 
32. He knew that in each case the Form 1 
data was different from that obtained for 
Form 2. The court found that there was no 
difference between the IR spectrum of the 
Form 1 hydrochloride obtained according to 
Example 32 and that obtained by other 
methods. Likewise, although the Example 
32 material was never subjected to x-ray 
diffraction analysis, material produced by 
other methods yielded a consistent powder 
'diffraction pattern that was different from 
that obtained from Form 2 crystals; this 
material exhibited an IR spectrum . identical 
to that of the Example 32 material. 

The trial court concluded that Hunt did 
not believe there were any differences be- 
tween material produced using Example 32 
and the material from which he . obtained the 

death ^in 1985. 
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data analyzed in his declaration. According- 
ly, the court found that Novopharm failed to 
carry its burden of proving intent to deceive 
by clear and convincing evidence. Although 
this conclusion is debatable, that is not suffi- 
cient reason to reverse in the absence of firm 
and definite belief that the district, court 
erred, w 

///. Best Mode 

[8] Novopharm , next asserts , that Glaxo 
failed to disclose the best mode of practicing 
the invention, that is, the azeotroping process 
it uses to formulate the claimed Form 2 
ranitidine hydrochloride into pharmaceutical 
compositions. The best mode defense arose 
little more than two months before trial just 
after Glaxo produced documents based on 
which Novopharm filed a motion for sum- 
mary judgment of invalidity for failure to 
disclose the best mode. Less than a week 
before trial, the district court denied Novo- 
pharm's motion stating that "the court can- 
not hold as a matter of law that Dr. Crookes 
knew that the azeotroping process was the 
best mode of manufacturing ranitidine hydro- 
chloride, and summary judgment must there- 
fore be denied." Glaxo, Inc. v. Novopharm 
Ltd., 830 F.Supp! 869, 871 (E.D.N.C.1993). 
The district court further stated that.it re- 
served for trial "ruling on the question of 
whether and to what extent the knowledge of 
other Glaxo employees and agents may be 
imputed, to Dr. Crookes for purposes of find- 
ing a best mode analysis [sic, violation]." Id. 

At trial, Novopharm produced evidence 
that officials at Glaxo knew of the azeotrop- 
ing process and considered it to be the best 
mode of making Form 2 ranitidine hydro- 
chloride into a pharmaceutical composition. 
Novopharm argued in district court, as it 
does here, that the knowledge of the azeo- 
troping process by Glaxo officials should be 

6. The 1793 Act stated: "in the case of any ma- 
chine [the inventor] shall fully explain the princi- 
ple, and the several modes in which he has 
contemplated the application of that principle or 

. character; by which it may be distinguished from 
other inventions." Act of Feb. 21; 1793, ch. 11, 
§ 3, 1 Stat. 318. ' 
The 1836 Act stated: "in case of any machine, 

. [the inventor] shall fully explain the principle, 


imputed to inventor Crookes for purposes of 
finding a best mode violation. 

The trial court found Novopharm's argu- 
ment to have some "intuitive appeal" since 
Glaxo "has enjoyed the monopoly the issued 
patent provides." Glaxo, 830 F.Supp. 871, 
881-82, 29 USPQ2d 1126, 1134 (E.D.N.C. 
1993). Indeed, the trial court Stated that if it 
were to impute the knowledge of others to 
the inventor of the '431 patent, "then clearly 
the court would be required to find a best 
mode violation." Id. at 882. The trial court 
concluded, however, that the statute, 35 
U.S.C. § 112, first paragraph, arid this 
court's holding in Texas Instruments, Inc. v. 
United States International Trade Commis- 
sion, 871 F.2d 1054, 10 USPQ2d 1257 (Fed. 
Cir.i989) do not permit using imputed knowl- 
edge in a best mode analysis. The district 
court concluded that Novopharm "as a mat- 
ter of law ... failed to show the '431 patent 
should be invalidated based oh a best mode 
violation." Id. at 882. On appeal, Novo- 
pharm asserts that the district court erred as 
a matter of law in holding that a best mode 
defense cannot be found in the absence of 
proof that the inventor knew of that mode. 

The statutory provision at issue sets forth 
that:' ... 

The specification ... shall set forth the 

best mode contemplated by the inventor of 
- carrying put his invention. ( 
35 U.S.C. § 112, first paragraph (1988). 

[9] The statutory language could not be 
clearer. The best mode of carrying out an 
invention, indeed if there is one, to be dis- 
closed is that "contemplated by the inven- 
tor." That the best mode "belongs" to the 
inventor finds consistent support in previous 
statutory language as well. 6 Additionally, 
the commentary on the 1952 Patent Act 
States with respect to the best mode provi- 
sion that "[t]his requirement, it should be 
noted, is not absolute, since it only requires 

and the several modes in which he has contem- 
; plated the application of the principle or charac- 
ter by which it may be distinguished from other 
inventions.'' Act of July 4, 1836, ch. 357, § 6,. 5 
Stat. 117. 

The Act of 1870 changed the 'several modes'' 
provision of the 'previous Acts to the present-day 
"best mode." Act of. July 7, 1870, ch. 230, § 26, 
16 Stat. 198. „ . • . 
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disclosure of the best mode contemplated by 
the inventor, presumably at the time of filing 
the application." P.J. Federico, Commen- 
tary oh the New, Patent Act, 35 U.S.C.A. 
§§ 1, 25 (1954).. 

In arguing that Glaxo did not comply with 
the best mode requirement of § 112, first 
paragraph, Novopharm relies on Amgen, Inc. 
v. Chugai Pharmaceutical Co., 927 F.2d 
1200, 18 USPQ2d 1016 (Fed.Cir.), cert de- 
nied, 502 U.S. 856, 112 S.Ct. ,169, 116 
L.Ed.2d 132 (1991), for the proposition that 
the best mode requirement lies at the heart 
of the statutory quid pro quo of the patent 
system. This is true enough. However, 
Amgen, consistent with the statute, speaks of 
the best mode requirement in terms of the 
best mode contemplated by the inventor. 
Amgen, 927 F.2d at 1210, 18 USPQ2d at 1024 
("Our case law has interpreted the best mode 
requirement to mean that there must be no 
concealment of a mode known by the ' inven- 
tor 'to be better than that which is dis- 
closed.") (emphasis added). In fact, j as we 
have previously stated, the sole purpose of 
the best mode requirement "is to restrain 
inventors from applying for patents while at 
the same time concealing from the public 
preferred embodiments of their inventions 
which they have in fact conceived." Chem- 
cast Corp. v. Arco Indus. Corp., 913 F.2d 
923, 926, 16 USPQ2d 1033, 1035 (FedlCir. 
1990) (emphasis added) (quoting In re Gay, 
309 F.2d 769, 772, 135 USPQ 311, 315 (CCPA 
1962)); see Dana Corp. v. IPC Ltd. Partner- 
ship, 860,F.2d 415, 419, 8 USPQ2d 1692, 1696 
(Fed.Cir.1988), cert denied, 490 U.S. 1067, 
109 S.Ct. 2068, 104 L.Ed.2d 633 (1989). 

[10] The best mode inquiry focuses on 
the inventor's state of mind at the time he 
filed his application, raising a subjective fac- 
tual question. Chemcast, 913 F.2d at 926, 16 
USPQ2d at 1035. .The specificity of disclo- 
sure required to comply with the best mode 
requirement must be determined by the 
knowledge of facts within the possession of 
the inventor at the time of filing the applica- 
tion. Spectra-Physics, Inc. v. Coherent, Inc., 
827 F.2d 1524, 1535, 3 USPQ2d 1737, 1745 
(Fed.Cir.j, cert., denied, 484 U.S. 954, 108 
S.Ct. 346, 98 L.Ed.2d 372 (1987): 


[11] That the best mode inquiry is 
grounded in knowledge of the inventor is 
even more evident upon contrasting the best 
mode requirement of § 112 with the enable- 
ment requirement of that section. Chemeast, 
913 F,2d at 926, 16 USPQ2d at 1035. "En- 
ablement looks to placing the subject matter 
of the claims generally in the possession of 
the public." Spectra-Physics, 827 F.2d at 
1532, 3 USPQ2d at 1742. Best mode looks to 
whether specific instrumentalities and tech- 
niques have been developed by the inventor 
and known to him at the time of filing as the 
best way of carrying out the invention. Id.; 
Chemeast, 913 F.2d at 927-28, 16 USPQ2d at 
1036. The enablement requirement, thus, 
looks to the objective knowledge of one of 
ordinary skill in the art, while the best mode 
inquiry is a subjective, factual one, looking to 
the state of the mind of the inventor. In- 
deed, . recently this court in addressing 
whether an applicant's best mode had to be 
updated upon filing a continuation application 
affirmed that the best mode requirement "fo- 
cuses on what the inventor knows." Transco 
Prods. Inc. v. Perfonname Contracting, Inc., 
38 F.3d 551, 558, 32 USPQ2d 1077, 1083 
(Fed.Cir.1994) (emphasis added), cert de- 
nied, U.S. — -,115 S.Ct. 1102, 130 

L.Ed.2d 1069 (1995). 

Based on the clear wording of the statute 
and our case law, the trial court properly 
rejected Novopharm's "imputed knowledge" 
best mode defense. As the trial court cor- 
rectly noted, we held in Texas Instruments 
that there was no violation of the best mode 
requirement of § 112 by reason of knowledge 
of the purported best mode on the part of 
T.I. employees, other than the inventor, in 
the manufacturing group when the inventor 
did not know of or conceal this best mode. 
Texas Instruments, 871 F.2d at 1061, 10 
USPQ2d at 1262. 

There is simply no evidence in the record 
before us, indeed Novopharm points to none, 
that the inventor of the '431 patent knew of 
and concealed the aaeotroping process when 
his - application was filed. Inventor Crookes 
in a declaration in opposition to Novopharm's 
best mode summary judgment motion stated 
"I did not know of any azeotroping of raniti- 
dine hydrochloride, or of its benefits, prior to 
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commencement of this litigation. I did nol^- 
indeed, could not— consider the azeotrope 
process a 'best mode' of making ranitidine 
hydrochloride tablets at the time of filing any 
patent application." Crookes indicated that 
he worked in a different department than 
those who developed the azeotroping process. 

As the district court observed, the record 
does indicate, however, that others at Glaxo 
knew of the azeotroping process and knew 
that this process would be used commercially, 
to produce pharmaceutical forms of the 
claimed product 7 The record also indicates 
that these individuals as well as their English 
patent agent were concerned that failure to 
disclose the azeotroping process may present 
a best mode problem. However, in neither 
instance did Glaxo nor its patent agent ap- 
propriately consider that inventor Crookes 
knew nothing of the azeotroping process. 
That Glaxo thought it may have a best mode 
problem either because of its incorrect or 
incomplete consideration of U.S. patent law 
does not make it so. 

[12] Novopharm maintains that Glaxo in- 
tentionally isolated Crookes from knowledge 
of the azeotroping process leaving "it to oth- 
ers to commercialize and reduce the inven- 
tion to practice." Thus, Novopharm fears 
that Glaxo purposefully prevented the inven- 
tor from gaining knowledge of the most ad- 
vantageous application for his invention, the 
azeotroping process, so that that process 
could be maintained as a trade secret. That 
fear does not equate with a best mode viola- 
tion. 

In this case, Crookes was unconcerned 
with the commercialization of the claimed 
compound. It is undisputed that Crookes 
invented a compound and was not involved in 
whatever processes were to be used to com- 
mercially produce it. Therefore, whether 
Glaxo deliberately walled off the inventor is 
irrelevant to the issue of failure of his appli- 
cation to disclose the best mode known to 
him. 

7. The claims at issue are not directed to a phar- 
maceutical compound. Therefore, there may be 

• a question whether the azeotroping process is 
indeed the best mode of carrying out the claimed 
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[13] In arguing that Crookes was 
screened from knowledge, Novopharm relies 
on testimony of Glaxo's in-house patent agent 
that Crookes was hot consulted "at any time" 
during the preparation of the application that 
matured into the '431 patent. This however, 
completely ignores the requirement that 
patents are applied for "in the name of the 
actual inventor or inventors" according to 37 
C.F.R. § 1.41(a) (1983). The inventors) 
must submit an oath or declaration attesting 
that they have "reviewed and understand[] 
the contents of the specification" and believe 
"the named inventor or inventors to be the 
original and first inventor or inventors of the 
subject matter which is claimed and for 
which a patent is sought." 37 C.F.R. 
§ 1.63(b)(1), (2) (1992); see also 37 C.F.R. 
§ 1.51(a)(2) (1992). Moreover, this court in 
Sun Studs, Inc. v. Applied Theory Associ- 
ates, Inc., 772 F.2d 1557, 1568, 227 USPQ 81, 
89 (Fed.Cir.1985), recognized that 35 U.S.C. 
§ 111 (1988) "requires that the inventor 
must apply for the patent" Sun Studs,, 172 
F2d at 1568, 227 USPQ at 89 (emphasis in 
original). Novopharm has not alleged that 
these requirements were violated. 

It is therefore presumed that Crookes, the 
inventor and applicant, must have reviewed 
the specification and signed the required dec- 
laration before the application was filed. 
Without more, Novopharm is simply wrong 
when it alleges that Crookes had nothing to 
do with determining what needed to be dis- 
closed in his patent application. 

Novopharm additionally contends that 
looking solely to the inventor's knowledge in 
a best mode analysis "makes a mockery of 
the best mode requirement, and fosters a 
'head in the sand' mentality for corporate 
applicants." 

However, 1 the practical reality is that in- 
ventors in most every corporate scenario can- 
not know all of the technology in which their 
employers are engaged. Therefore, whether 
intentionally or not, inventors will be effec- 
tively isolated from research no matter how 
relevant it is to the field in which they are 

invention. See Chemcast, 913 F.2d at 927, 16 
USPQ2d at 1036. In view of our decision, how- 
ever, it is not necessary for us to reach this issue. 
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working. Separating scenarios in which em- 
ployers unintentionally isolate inventors from 
relevant research from instances in which 
employers deliberately set out to screen in- 
ventors from research, and finding a best 
mode violation in the latter case, would ig- 
nore the very, words of § 112, first para- 
graph, and the case law as it has developed, 
which consistently has analyzed the best 
mode requirement in terms of knowledge of 
and concealment by the inventor. Congress 
was aware of the differences between inven- 
tors and assignees, see 35 U.S.C. §§ 100(d) 
and 152, and it specifically limited the best 
mode required to that contemplated by the 
inventor. We have no authority to extend 
the requirement beyond the limits set by 
Congress. 

[14] The dissent argues that imputing 
knowledge of others than the inventor to the 
inventor for purposes of considering what 
was "contemplated by the inventor" in a best 
mode analysis "may be necessary under ap- 
propriate circumstances, to protect the pub- 
lic's 'paramount interest in seeing that patent 
monopolies spring from backgrounds free 
from fraud or other inequitable conduct/" 
The dissent contends that such knowledge 
can be imputed to the inventor under princi- 
ples of agency law stating that, "[a]n agent's 
acts and knowledge can be imputed to the 
principal when necessary to protect the inter- 
ests of others, so long as the acts or knowl- 
edge, in question fall within the scope of the 
agent's authority," citing Restatement (Sec- 
ond) of Agency, § 261. 

The Restatement defines agency as "the 
fiduciary relation which results from the 
manifestation of consent by one person to 
another that the other shall act on his behalf 
and subject to his control, and consent, by 
the other so to act." Restatement (Second) 
of Agency, § L 

The flaw in the dissent's analysis is that, a 
patent attorney 8 does not enter into an agen^ 
cy- relationship with the inventor for pur- 
poses of what is disclosed in the inventor's 
patent application. Simply, the inventor nev- 
er authorizes his patent attorney to "act on 

8. A "patent agent" is subsumed within this term 
as a patent agent acts as . the inventor's attorney 
before the PTO. The label "patent agent" does 


his behalf' with respect to disclosing the 
invention. Or, in the terms used by the 
dissent, the scope of the patent attorney's 
authority does not include inventing, i.e., ei- 
ther supplementing or supplanting the inven- 
tor's knowledge of his own invention. Rath- 
er, the information disclosed in the inventor's 
patent application must be that which is actu- 
ally known to him. The statute requires that 
he submit an oath to this effect. See 35 
U.S.C. § 115 (1988). 

An agency relationship may exist during 
prosecution before the PTO where the patent 
attorney is acting on the inventor's behalf. 
See 37 C.F.R. § 1.56(a) (1992). An agency 
relationship does not exist, however, with 
respect to what an inventor must disclose in 
order to obtain a patent on his invention, 
which includes, of course, any best mode 
under § 112. Therefore, in addition to being 
inconsistent with § 112, as explained above, 
because an agency relationship does not exist 
for purposes of what is disclosed in a patent 
application, it would be improper to impute a 
patent attorney's knowledge of a best mode 
to the inventor for purposes of finding a best 
mode violation. 

In any case, the dissent's application of 
general agency principles to the analysis of 
best mode disclosure under § 112 is . an en- 
tirely new idea and is not existing law. 

The trial court here correctly noted that 
this court has "found that the absence of a 
showing of actual knowledge by the inventor 
was dispositive of the defendant's best mode 
argument" and held that the law "does not 
permit using imputed knowledge " in a best 
mode defense. Glaxo, 830 F.Supp. at 881- 
82, 29 USPQ2d at 1135 (emphasis added). 
The district court therefore correctly reject- 
ed the best mode defense. 

IV. Conclusion 

Accordingly, the judgment of the United 
States District Court for the Eastern District 
of North Carolina is affirmed. 

AFFIRMED. 

not mean there is an agency relationship, rather 
than an attorney-client relationship, between the 
inventor and such individual for all purposes. 
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MAYER, Circuit Judge, dissenting. 

With this case, the court blesses corporate 
shell games resulting from organizational 
gerrymandering and willful ignorance by 
which one can secure the monopoly of a 
patent while hiding the best mode of practic- 
ing the invention the law expects to be made 
public in return for its protection. Because I 
believe this is a perverse interpretation of 
the law, I dissent. 

The best mode requirement arises from 
the first paragraph of 35 U.S.C. § 112 (1988), 
which provides that the patent specification 
"shall set forth the best mode contemplated 
by the inventor of carrying out his inven- 
tion." The best mode inquiry is twofold: 
first, did the inventor know of a preferred 
mode or embodiment of the invention; and 
second, did the inventor disclose that mode 
sufficiently to allow those skilled in the art to 
practice it. Chemcast Corp. v. Arco Indus. 
Corp., 913 F^d 923, 928, 16 USPQ2d 1033, 
1036 (Fed.Cir.1990). The first question is 
largely subjective, looking to the inventor's 
knowledge and belief. The second is more 
objective, focusing on the scope of the inven- 
tion and the level of skill in the art. Id 
Compliance with the best mode requirement 
is a factual question, which we review for 
clear error. Engel Indus. Inc. v. Lockformer 
Co., 946 F.2d 1528, 1531, 20 USPQ2d 1300, 
1302 (F6d.Cir.1991). But this assumes a cor- 
rect understanding of the relevant law, which 
we review de novo. See Spectror-Physics, 
Inc. v. Coherent, Inc., 827 F.2d 1524, 1536, 3 
USPQ2d 1737, 1745 (Fed.Cir.1987). 

Novopharm says Glaxo did not disclose the- 
best mode of practicing the invention— the 
azeotropic granulation process it used to for- 
mulate ramtidine hydrochloride into pharma- 
ceutical compositions. This defense became 
relevant only late in the game when, on June 
2, 1993, Glaxo produced some documents that 
indicated that it had withheld information 
about the granulation process. Novopharm 
moved for summary judgment based oh the 
best mode violation, which the district court 
denied, Glaxo, Inc. v. Novopharm Ltd, 830 
F.Supp. 869 (E.D.N.C.1993), but allowed No- 
vopharm to present the best mode defense at 
trial. Novopharm tried to take discovery on 
the issue, including a deposition of Crookes, 
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the named inventor of the '431 patent, and 
Collin, his immediate supervisor. After 
Glaxo resisted and sought a protective order, 
the district court denied Novopharm any dis- 
covery, and the case proceeded to trial on 
August 9, 1993. At the close of Novopharm's 
case-in-chief on its best mode defense, the 
court decided to rule on that question as a 
matter of law, no factual issues remaining. 
Glaxo presented no evidence on the issue. 
The court held that because Crookes had no 
personal knowledge of the best mode, there 
was no requirement that it be disclosed. 

Glaxo first suggests that the azeotropic 
granulation process was not an appropriate 
candidate for disclosure because it fell out- 
side the scope of the claimed invention. 
Rather, Glaxo says the process is simply a 
production technique useful in the formula- 
tion of ranitidine hydrochloride into pharma- 
ceutical compositions. It says the processes 
therefore relevant, if at all, only to the claims 
of the '431 patent that cover such composi- 
tions. No such claims are at issue here, so 
Glaxo says the best mode should not be 
considered. 

But the statutory language demands that 
the patent disclose the best mode of "carry- 
ing out" the claimed invention. As the dis- 
trict court recognized, this language encom- 
passes not only modes of making the inven- 
tion, but of using it as well. See Christian- 
son v. CoU Indus. Operating Corp., 822 F.2d 
1544, 1563, 3 USPQ2d 1241, 1255 (Fed.Cjr. 
1987)^ vacated on other grounds, 486 U.S. 
800, 108 S.Ct. 2166, 100 L.Ed.2d 811 (1988). 
The azeotroping process was the best way to 
formulate raw rahitiHine hydrochloride into 
pharmaceutical compositions suitable for use 
as a drug in human patients, the only use 
Glaxo contemplated for the invention. Glaxo 
admits the process was not generally known 
to those skilled in the art. Accordingly, the 
court could have found' that disclosure of the 
process was required by section 112, so long 
as the other, subjective, elements of the best 
mode test were met. Cf. Chemcast, 913 F.2d 
at 930, 16 USPQ2d at 1038 ("Whether char- 
acterizable as 'manufacturing data, 1 'custom- 
er requirements/ or even 'trade secrets,' in- 
formation necessary to practice the best 
mode simply must be disclosed."). 
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The best mode inquiry begins with what 
the inventor knew when he filed his applica- 
tion. This subjective part of the inquiry 
traditionally rests on the factual question 
whether the inventor actually contemplated a 
preferred mode. Chemcast, 913 F.2d at 928, 
16 USPQ2d at 1036. But the inquiry is not 
limited to the inventor's actual knowledge. 

The court believes Texas Instruments, Inc. 
u United States International Trade Com- 
mission, 871 F.2d 1054, 10 USPQ2d 1257 
(Fed.Cir.1989), expressly limited best mode 
to the inventor's actual knowledge, but that 
case includes no such limitation. We merely 
agreed with the Commission that Texas In- 
strument's computer component patents 
were not invalid for failure to disclose the 
alleged best mode, a so-called "word boost" 
feature, because " *[t]he record does not dis- 
close that the applicant knew of or concealed 
a better mode than he disclosed.' " 871 F.2d 
at 1061, 10 USPQ2d at 1262 (quoting Com- 
mission findings). 

The problem arises from reading one sen- 
tence of the Texas Instruments opinion out 
of context. We said that "[t]he fact that 
Texas Instruments may have manufactured a 
DRAM containing a different or better form 
of boosting means is not pertinent to whether 
the specification disclosed" the best mode 
known to the inventors. Id. The court 
reads this to parallel the facts of our case — 
that the employer of the named inventors 
developed the alleged best mode wholly with- 
out the inventors' knowledge, and that there 
was no best mode problem because the in- 
ventors did not know of it. 

But as our opinion in Texas Instruments 
shows, the inventors did know of the word 
boost feature, but did not believe that it was 
part of the best .mode. Id. ("[T]hat the 
inventors themselves did not consider the 
*word boost' feature to be part, of the best 
mode of their invention refutes any argument 
that the inventor 'knew of and concealed a 
better mode than he disclosed.' "). Accord- 
ingly, Texas Instruments stands only for. the 

* The court finds comfort in the regulations requir- 
ing that the inventor sign, an oath attesting that 
he. has reviewed the application, 37 C.F.R. 
§§ 1.41(a), 1.51(a)(2) & 1.63(b)(1), (2), reasoning 
that Glaxo must have at least let Crookes review 
the application before it was filed. But none of 


unremarkable proposition that there is .no 
best mode violation where the inventor knew 
of . the alleged mode and did not consider it to 
be a part of the preferred embodiment. It 
says nothing about whether specific knowl- 
edge of a best mode by a corporate assign- 
ee/employer may be imputed to the inven- 
tor/employee. Nor does any other precedent 
of this court. 

As the district court recognized, "Glaxo, 
and not Crookes individually, . . . both direct- 
ed the patent prosecution and has enjoyed 
the monopoly the issued patent provides." 
830 F.Supp. at 881-32. Glaxo employees 
acted as agents for inventor Crookes during 
prosecution 6f the U.S. application. They 
were also agents for Glaxo, the assignee of 
the application and later the owner of 
the '431 patent. And that is the crucial 
point: Glaxo, not Crookes, brought this suit 
against Novopharm for infringement of the 
patent. Accordingly, Glaxo's conduct and 
knowledge during prosecution is important to 
the resolution of this case; it is not irrele- 
vant, as the court says. 

Glaxo says, and the court agrees, that it 
did not have to disclose the azeotroping pro- 
cess because Crookes did not know of that 
method of preparing pharmaceutical compo- 
sitions of Form 2 ranitidine hydrochloride. 
On the record before us, one wonders how 
Glaxo could have been sure of what Crookes 
knew. Brereton, the Glaxo employee 
charged with initiating the application for 
the '431 patent, testified that he did not 
consult Crookes, the named inventor, at any 
time. Instead, in accordance with Glaxo's 
standard patent policy, Brereton conferred 
with Crookes' superiors to obtain all of the 
information necessary to secure a patent on 
the invention. It strikes me as incongruous 
to rely on the t inventor's actual knowledge 
here if Glaxo indeed thought that knowledge 
was so insignificant that it did not even merit 
consultation during preparation of the appli- 
cation.* At the very least, the district court 

these regulations speaks to the best mode re- 
quirement. Nor are we told how Crookes could 
sign such an oath if he was . never consulted 
before the application was filed. Perhaps the 
court has hit upon grounds for a charge of ineq- 
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should have given Novopharm the chance at 
discovery about just what Crookes in fact 
knew. 

But I believe that even absent further 
discovery the district court could have found 
a best mode violation in this case. As the 
district court stated, 
[i]t is undisputed, however, Brereton and 
other officers within jGlaxo believed azeo- 
troping was the best mode of preparing 
ranitidine hydrochloride for pharmaceuti- 
cal use, and Glaxo actually utilized this 
method in the commercial production of 
ranitidine hydrochloride. These officials 
within Glaxo, made a deliberate choice not 
to reveal what they believed to be the best 
mode of making the patented invention, 
but instead to protect the knowledge as a 
trade secret. 
830 F.Supp. at 881. This recitation suggests 
that Glaxo set out to isolate Crookes from 
any knowledge about the azeotroping tech- 
nique specifically to avoid the best mode 
disclosure requirements. If true, these cir- 
cumstances would justify imputing knowl- 
edge to Crookes from Brereton and the other 
Glaxo employees who acted as agents for 
Crookes during the application process. I 
would remand to allow the district court to 
make the necessary factual findings and de- 
cide whether to impute that knowledge. 

Imputing knowledge to an inventor may be 
necessary under appropriate circumstances, 
to protect the public's "paramount interest in 
seeing that patent monopolies spring froni 
backgrounds free from fraud or other inequi- 
table conduct." Precision Instrument Mfg. 
Co. v. Automotive Maintenance Mack Co., 
324 U.S. 806, 816, 65 S.Ct. 993, 998, 89 L.Ed. 
1381 (1945) (endorsing equitable doctrine of 
unclean hands in patent suits). "The posses- 
sion and assertion of patent rights are 'issues 
of great moment to the public/ " Id at 815, 
65 S.Ct. at 998. And the best mode require- 
ment lies at the heart of this public interest. 
It is a vital part of the statutory quid pro quo 
that justifies a patent. Amgen, Inc. v. Chu- 
gai Pharmaceutical Co., 927 F.2d 1200, 1210, 
18 USPQ2d 10i6, 1024 (Fed.Cir.1991). In 
return for a seventeen year monopoly the 
patentee must disclose his invention to the 


uitable conduct against Glaxo that everyone else missed. 


public. But he must go beyond simply in- 
forming the public of the bare outlines of the 
invention. He must also tell what he be- 
lieves to be the best embodiment of the 
invention, and he must do so in a way that 
allows the public to practice that embodi- 
ment. This prevents the inventor from ob- 
taining patent protection with a minimal dis- 
closure that reveals only inferior forms of the 
invention, while retaining for hunself the 
most advantageous modes of carrying the 
invention into practice. In re Gay, 309 F.2d 
769, 772, 135 USPQ 311, 315 (CCPA 1962). 
The court's pinched reading of the best mode 
requirement surely violates at least the spirit 
of this rule at the public's expense. 

Imputing an. agent's knowledge to the 
principal has sound roots in law and equity. 
An agent's acts and knowledge can be imput- 
ed to the principal when necessary to protect 
the interests of others, so long as the acts or 
knowledge in question fall within the scope of 
the agent's authority. Restatement (Second) 
of Agency, § 261 (principal liable for agent's 
fraud within scope of agency), § 274 (knowl- 
edge of agent acquiring property for princi- 
pal imputed to principal); see also American 
Soc. of Mechanical Engineers, Inc. v. Hydro- 
level Corp., 456 U.S. 556, 566, 102 S.Ct. 1935, 
1942, 72 L.Ed.2d 330 (1982) (principal liable 
for antitrust violation based on agent's fraud 
within apparent authority). This precept is 
firmly rooted in patent law as well, in the 
traditional doctrine of inequitable conduct, 
whereby the inventor's duty to disclose mate- 
rial information to the Patent Office is ex- 
tended to all those involved in the filing and 
prosecution of a patent application. See 37 
C.F.R. § 1.56 (1994); Fox Indus, v. Structur- 
al Preservation Sys., 922 F.2d 801, 804, 17 
USPQ2d 1579, 1581 (Fed.Cir.1990). 

The fact that Crookes' agents knew about 
the process does not by itself justify imput- 
ing that knowledge to him. If he really was 
unfamiliar with the azeotroping process, that 
urifamiliarity may simply have resulted from 
the normal division of labor necessary within 
a large corporate enterprise. But the dis- 
trict court appears to have inferred a darker 
subtext^-that Glaxo may have deliberately 
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set out to screen this inventor from the azeo- 
troping technique to conceal the process for 
itself. ■ 

The problem is that Glaxo's version of best 
mode, which the court now adopts, would 
allow, if not encourage, employers to isolate 
their employee/inventors from research di- 
rected to finding the most advantageous ap- 
plications for their inventions, knowledge 
that the inventors would probably have had 
but for the employer's efforts to keep the 
work secret As a result, inventors may 
have only limited perspective on the real 
value of their inventions, and can accordingly 
share only this limited perspective with the 
public. All the while, the employer/assignee 
will have a view of the big picture, fully 
aware, through its other employees, of supe- 
rior models of practicing the invention. But 
the assignee will be under no obligation to 
disclose those modes to the public. This 
deliberate subversion of the statutory disclo-r: 
sure would deprive the public of the benefits 
of the best mode of practicing the invention. 
There is no reason why this court should 
condone such abuse of the public trust. Cf. 
. Precision Instrument Co., 324 U.S. at 8i5, 65 
S.Ct 'at 997-98. 

I would hold that if there truly was such a 
pattern of deliberate concealment of informa- 
tion that would otherwise have been known 
to the inventor, the knowledge of those who 
sought to conceal that information and who 
now attempt to enforce the patent may be 
imputed to the inventor. The district court 
can refuse to enforce the patent and should 
be given the opportunity to do so with a 
correct understanding of its powers. 
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BRIGHTON VILLAGE ASSOCIATES, 
Herbert F. Gold, Juan ML Cofield, James 
E. Cofield, Jr., Trustee, and Herbert F. 
Gold, Trustee, Plaintiffs-Appellants, 

v. 

The UNITED STATES, Defendant- 
Appellee. 

No. 94-5142. 

United States Court of Appeals, 
Federal Circuit 


April 21, 1995. 


Owner of Section 8 subsidized housing 
project brought action against Department of 
Housing and Urban Development (HUD) for 
breach of contract in failing to make annual 
rent adjustments. The Court of Federal 
Claims, Bohden A. Futey, J., 31 Fed.Cl. 324, 
dismissed in part as time barred and granted 
summary judgment to HUD on remaining 
claims, and owner appealed. The Court of 
Appeals, Rader, Circuit Judge, held that: (1) 
Court of Federal Claims had jurisdiction 
over claims; (2) owner's claims for years 
1981 through 1984 were time barred; but (3) 
HUD breached housing assistance payments 
contract with owner by failing to make ad- 
justments during 1985 and 1986. 

Affirmed in part, reversed in part and 
remanded. 


1. Federal Courts <3*1072 

Court of Federal Claims has jurisdiction 
over claims against government for money 
damages. 28 U.S.CA § 1491(a)(1). 

2. Federal Courts 0=1076 

Court of Federal Claims had jurisdiction 
over owner's breach of contract claim against 
Department of Housing and Urban Develop- 
ment (HUD) for failure to adjust contract 
rents for Section 8 housing project; owner 
was seeking retroactive monetary relief for 
HUD's failure to adjust past contract rents. 
28 U.S.C.A. § 1491(a)(1). 
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June 22, 1983,.These two papers, filed before 
decision, deal only ? with, the printing of the 
Combined Appendix of ten volumes said to 
contain: a total of 9,307 pages, 5,743 of which 
Were designated by appellee after appellants 
had initially designated the balance. There is 
an -excessively detailed dispute oyer how 
many of the pages designated by appellee 
were necessary. Appellee appears not to have 
contributed to the cost of printing the appen- 
dix, which cost, paid by appellants, is said to 
have been: $31,850,1 5; Federal Rule of Ap- 
pellate Procedure (FRAP) 30(b) authorizes 
us to impose upon a party the cost of printing 
material Unnecessarily" included. FRAP 
Rule 39(a) provides that, in the absence of an 
order by the court, in the case of a reversal 
"costs Snail be taxed against the appellee." 

Having considered the foregoing, we have a 
clear appreciation of the impossibility- of de- 
termining, within reason, exactly what was or 
was not necessarily included in the appendix 
in this extended and complex litigation. We 
cdrjclude that, under all of the ; drcumstances 
with which we have necessarily ;becorhe fa- 
miliar in deciding this case, it is fair and 
equitable that the parties share equally the 
cost of printing the Combined Appendix and 
that otherwise each party bear its own costs. 
In ^ccprdance with . Rule 39(a), ;it is so 
orderedv , u 

Reversed and Remanded. " . 


Miller, Circuit; Judge, concurring in part. 

Although I agree with the majority's analy- 
sis and holding on the fraud issue, it seems 
appropriate to state, my conclusion that, be- 
cause of the 'unpredictability of propanil in 
1957; the district court erred in granting 
R&rl an April 4, 1957, date of conception 
, rather than a^ date, concurrent with a reduc- 
tion to practice, in the summer of 1957 
after the May 27, 1957, date of filing of 
Monsanto's. application, so. that the Monsanto 
patent^bnstitutes a 3^U.^.C. §102(e) bar to 
the R&H patent Alpert V? Slatin, 305 F.2d 
891,896, 134. USPQ 2,96, 301, (GCPA 1962). 


. Court of Appeals, Federal Circuit 

W.L. Gore & Associates, Inc. 
v. Garlock, Inc. 

Nos. 83-613/614 
Decided Nov. 14, 1983 

PATENTS 

1. Court of Appeals for the Federal Cir- 

cuit ^- Weight given decision re- 
viewed (§26.59) 

Parties' argument relating to salutory in- 
junction of FRCivP 52(a) cannot be control- 
ling on all issues, where dispositive legal error 
occurred in interpretation and application of 
patent statute, 35 USC. 

2. Court of Appeals for the Federal Cir- 

cuit — Weight given decision re- 
viewed (§26.59) 

Findings that rest on erroneous view of law 
may be set aside on that basis. 

3. Construction of specification and claims 

— Claim defines invention (§22.30) 

Claims measure and define invention. 

4. Construction of specification and claims 

— Combination claims (§22.35) 

Infringements— Process patents (§39.65) 

Court's restriction of claimed multi-step 
process to one step constitutes error, whether 
done at behest of patentee relying on that 
restriction to establish infringement by one 
who employs only that one -step in process 
otherwise distinct, or at behest of accused 
infringer relying on that restriction to estab- 
lish invalidity by showing that one step in 
prior art process otherwise distinct; invention 
must be considered as whole. 

5. Court of Appeals for the Federal Cir- 

cuit '— Weight given decision re- 
viewed (§26.59) 

CAFC is not at liberty to substitute its own 
for district court's findings underlying district 
court's conclusion that claim is invalid. 

6. Patentability — Anticipation — Process 

(§51.225) 

It is irrelevant that those using invention 
rhay not have appreciated results where pat- 
ent owner's operation of device is consistent, 
reproducible use of claimed invention; were 
that alone, enough to prevent anticipation, it 
would be possible to obtain patent for old and 
unchanged process. 
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7. Use and sale — Extent and character of 

use (§69.5) 

Nonsecret use of claimed process in usual 
course of producing articles for commercial 
purposes is public use. 

8. Use and sale — Extent and character of 

use (§69.5) 

Patentees' commercialization of product 
produced by its patented proqess can result in 
forfeiture of patent granted them for that 
process on application filed by them ; more 
than one year later; however, their secret 
commercialization of process cannot be bar to 
patent grant on that process. 

9. Patent grant — Intent of patent laws 

(§50.15) 

Early public disclosure is linchpin of pat- 
ent system. " ' 

10. Interference —T- Priority (§41.70) 

Law disfavors prior inventor who benefits 
from process by selling its product but sup- 
presses, conceals, or otherwise keeps process 
from public, as against later inventor who 
promptly files patent application from which 
public will gain disclosure of process. 

11. Patentability — Evidence of — In gen- 
eral (§51.451) ; 

District court that in its consideration of 
prior art disregarded unpredictability and 
unique nature of product to which, claimed 
inventions relate errs. 

12. Construction of specification and 
claims — By prior art (§22.20) 

District court that in its consideration of 
prior art considers claims in less than their 
entireties errs. ; 

13. Patentability — Evidence of — Sug- 
gestions of prior art (§51.469) 

, District court that considers references in 
less than their entireties, i.e;, in disregarding 
disclosures in references that diverge from 
and teach away from invention at hand, errs. 

14. . Construction of specification and 
claims Comparison with other 
claims (§22.40) 

Claims must be considered individually 
and separately. 

15. Patentability — : Anticipation 1 — Com- 
bining references (§51.205) 

There must have been something present in 
teachings in references to suggest to 'One 
skilled in art 1 that claimed invention ' before 
court would have been obvious*"* r 


16. Patentability — Evidence of Sug- 
gestions of prior art (§51.469) 

Fact that patentee proceeded contrary to 
accepted wisdom of prior art is strong evi- 
dence of nonobviousness. 

17. Patentability — Tests of — Skill of art 
(§51.707) 

Imbuing one of ordinary, skill in art . with 
knowledge of invention in suit, when no prior 
art reference or references of record convey or 
suggest that knowledge, is to fall victim to 
insidious effect of hindsight syndrome where^ 
in that which only inventor taught is used 
against its teacher. 

18. Patentability — Invention — In gener- 
al (§51.501) 

Patentability — Tests of — Skill of art 
■< (§51,707) , 

Decisionrnaker must forget what he or she 
has been taught at trial about claimed inven- 
tion arid cast mind back to time invention was 
made to, occupy mind of one skilled in art who 
is presented only with references, and who is 
normally guided by then- accepted wisdom in 
art : 

19. Pleading arid ! practice in courts — 
Burden of proof — Validity (§53:138) 

Presumption for patent grant — Patent 
Office consideration of prior art 
(§55.5) 

It is not law that presumption of validity is 
weakened greatly j where Patent Office has 
failed to consider yjpertinent prior art; pre- 
sumption has no separate evidentiary value; jt 
cautions decisionmaker; against rush to . con- 
clude invalidity; submission of additional art 
that is merely "pertinent" does not dispel that 
caution; however, inescapable burden of per- 
suasion on one who would prove invalidity 
remains throughout trial. . v , 

20. Pleading and practice in courts — 
Burden of proof — Validity (§53438) 

Presumption from patent grant — Pat- 
ent Office consideration of prior art 
(§55.5) 

Burden of proving invalidity may be facili- 
tated by prior art that is more pertinent than 
thatxonsidered by PTO. 

V 

21. Patentability — Evidence of — In gen- 
eral (§51.451) 

District court that specifically declines to 
consider objective evidence of nonobviousness 
errs; that, evidence can often serve as insur- 
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ance against- insidious attraction of siren 
hindsight when confronted' with difficult task 
of evaluating prior art; even when prior art 
evidence points more ' in direction of nonob- 
viousness than obviousness, objective evidence 
may tend to reassure decisionmaker. 

22. Patentability — Anticipation — In 
general (§51.201) 

Anticipation requires disclosure in single 
prior art reference of each element of claim 
under consideration. 

23. Patentability — Anticipation — Pro- 
cess (§5 i.225) v ' L : y 

Patentability — Composition of matter 
(§51.30) 

Anticipation of inventions set forth in prod- 
uct claims cannot be predicated on mere con- 
jecture respecting characteristics of products 
that might result from practice of processes 
disclosed .in references. 

24. Patentability — Anticipation — Inj- 
frihgement as test (§51.211) 

Accused infringer's employment ot process 
of dominating patent is not anticipation of 
invention described and claimed in improve- 
ment patent. 

25. Patentability — Anticipation — In 
general (§51.201) 

Patentability — ^Invention -*r In general 
(§51.501) 

Inherency "and obviousness are distinct 
concepts. / 

26. Patentability ^- Evidence of — In gen- 
, eral (§51.451) 

All evidence bearing on obviousness issue, 
as with any other issue raised ; in conduct of 
judicial process, must be considered and eval- 
uated before required legal conclusion is 
reached. 

27. Patentability — Evidence of --- In gen- 
" eral (§51.451) \ ; . 

• Objective evidence of noriobviousness, i.e., 
"indicia" of Graham v. John Deere Co., 148 
USPQ 459, may in given case be entitled to 
more weight or less, depending on its nature 
and its relationship to invention's merits; it 
may be ; mon pertinent, probative, and reveal- 
ing evidence available io aid in reaching con- 
clusion on obvious/nonobvious issue. 

2$. Patentability — Evidence of — Com- 
mercial success — In general 
, (§51.4551) 

. Praise greeting products claimed, in patent 
from suppliers, including owner of prior art 


patent, is objective evidence of 
nonobviousness. 

29. Patentability — Composition of matter 
(§51.30) ... ; 

Claim to new product is not required to 
include critical limitations. 

30. Specification — Sufficiency of disclo- 
sure (§62.7) ; / 

Patents are written, to enable those skilled 
in art to practice invention, not public, and 
Section \\2 speaks as of application filing 
date, not as of time of trial. 

31. Specification — Sufficiency of disclo- 
sure (§62,7) 

Section 112 requires that inventor set forth 
best mode of practicing invention known to 
him at time application was filed. 

32. Claims — - Indefinite — In general 
(§20.551) ; 

. Use of "stretching at rate exceeding specific 
percent per second" in claims is not 
indefinite. 

33. Claims — Specification must support 
(§20.85) 

It is claimed invention for which enable- 
ment is required. 

34. Specification — Sufficiency of disclo- 
■ ■ sure (§62.7) 

Patent is not invalid merely because some 
experimentation is (needed; patent is invalid 
only when those skilled in art are required to 
engage in undue experimentation to practice 
invention. 

35. Construction of specification and 
claims — Claim defines invention 
(§22.30) 

Distinguishing what infringes from what 
doe;s not is, role of claims, not of specification. 

36. Construction of specification and 
, claims ..: — Defining terms (§22.45) 

/Patent applicant can be his own 
lexicographer. 

37. Defenses — Fraud (§30.05) 

Fraud must v be shown by clear ahd : con- 
vincing evidence; state of niirid of one making 
representations is most important of elements 
to be considered in determining existence of 
fraud; good faith and subjective 'intent; while 
they are to be considered, should not neces- 
sarily be made controlling; under ordinary 
circumstances, fact of misrepresentation coup- 
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led with proof that party making it had 
knowledge of its falsity is enough to warrant 
drawing inference that there was fraudulent 
intent; where public policy demands corriplete 
and accurate disclosure it may suffice to show 
nothing more .than that misrepresentations 
were made in atmosphere of gross negligence 
as to their truth. r 

38. Pleading and practice in courts — Is- 
sues determined — Validity and in- 
fringement (§53*505) 

Better practice is for district court to decide 
both validity and infringement issues when 
both are contested at trial, enabling conduct 
of single appeal and disposition of entire case 
in single appellate opinion. v. 

39. Infringement — Tests of — Compari- 
son with claim (§39.803) ■.< 

Infringement is decided With respect to 
each asserted claim as separate . entity. 

Particular patents : — Porous Products 

3j953,566; Gore, Process for Producing Po- 
rous Products, holding of invalidity of claims 
3 and 19 reversed and of claims 1 and 17 
affirmed. . - - • 

4^87,390, Gore, Porous Products and Pro- 
cess Therefor, holding of invalidity reversed. 


Appeal from District Court for the North- 
ern District of Ohio, Manos, J ; 220 USPQ 

220. ; . . 

Consolidated actions by W. L. Gore & 
Associate Inc., against Garlock, Inc.,': for 
patent infringement, in which defendant 
counterclaims for declaratory judgment of 
patent invalidity, noninfringement, fraudu- 
lent solicitatipnir and entitlement to : attorney 
fe^sv From judgment for defendant, plaintiff 
appeals and defendant cross-rappeals. Af- 
firmed in part, reversed in part, and remand- 
ed; Davis, Circuit Judge, concurring in result 
in part arid disheriting in part, with opinion. 

David H^Pfeffer; New Y.ork','N.Y. (j. Rob- 
ert Dailey and Janet Core, both of New 
- • York,iN.Y:; and John S. Campbell^ New- 
ark, Del., of counsel) for appellant. 

John J. Mackidwicz, Philadelphia, Pa. (Dale 
.; ;M;, f Heist, Philadelphia j Pa., on the brief, 
Bernard Ouzlel, New York, N.Y., of coun- 
./^J^fon appelle^,. : . .... . . 

Before Markey, Chief Judge,; and Davis and 
Miller, Circuit Judges. d 

. : Markey } Chief Judge. 


/-Appeal from a judgment ; ofj4he District 
Court for the Northern District of Ohio hold^ 
ing U.S. Patents . 3,953,566 ('566) arid 
4,187,390 (-390) invalid. We affirm in part, 
reverse in part, and remand for a determina- 
tion of the infringement issue. . *■ , > 

Background: t 

Tape of unsintered polytetrafluorethylene 
(PTFE) (known by the trademark TEFLON 
of E.I. du Pont de Nemours, Inc.) had been 
stretched in small increments. W. L. Gore & 
"Associate^ Inc. ;(Gbre), assignee of the pat- 
ents in suit, experienced a tape breakage 
problem in the operation of its . "4Q1 /tape 
stretching machine. Dr. Robert Gore, Vioe 
President of Gore, developed the invention 
disclosed and Claimed in the '566 and '390 
patents lr\ the course of his effort to solve that 
prbblerri. The 401 machine was disclosed and 
clairiied in Gore's U.S. Patent 3,664,915 
('915) and was the invention of • Wilbert L. 
Gore, Dr. Gore's father. I?TF;E tape had 
been sold as thread seal tape, i.e., tape used to 
keep pipe joints from leaking. The '915 pat- 
ent j the application for which was filed on 
October 3, 1969, makes ho reference to 
stretch rate, at 10% per second or otherwise, 
or to matrix tensile strength in excess of 7,300 

Dr. Gore experimented >with heating and 
stretching of highly crystalline PTFE rpds. 
Despite slow, careful stretching, the rods 
broke when stretched a relatively small 
amount. Conventional, wisdom in the / art 
taught that breakage could be avoided only by 
slowing the stretch rate or by decreasing the 
crystailinity. In late October 1 969, Dr. Gore 
discovered^ contrary to that teaching, that 
stretching the rods as fast as possible enabled 
him to stretch, them to more than ten tirnes 
their original length with no breakage. Fur- 
ther, though the rod was, thus greatly length- 
ened, its diameter remained virtually un- 
changed throughout its length. The rapid 
stretching also " transformed the; hard , shiny 
rods into rods of a soft, flexible material. 

Gore developed several PTFE products by 
rapidly stretching highly crystalline /PTFE, 
including: ( 1 ) porous film for filters and lami- 
nates; (2) fabric laminates of PTFE film 
bonded to fabric to produce a remarkable 
material having the, contradictory properties 
of impermeability to liquid^ water and perme- 
ability to water vapor, the material being 
used to make "breathable" rainwear and fil- 
ters; (3) porous yarn for weaving arid Braid- 
ing into other products,' like space suits and 
pump packing- (4) tubes used as replacements 
; for human arteries and veins; and (5) insula- 
tion for high performance electric cablesw 
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On May 21, 1970, Gore filed the patent 
application that resulted in the patents in suit. 
The '566 patent has 24 claims directed to 
processes for stretching highly crystalline; un- 
entered, PTFE. The processes, inter alia, 
include the steps of stretching PTFE at a fate 
above 10% per second and at a temperature 
between about 35°C and the crystalline melt 
point of PTFE. The '390 patent has 77 
claims directed to various products obtained 
by processes of the '566 patent. 

It is effectively undisputed that the present 
inventions filled a long sought yet unfilled 
need. The United States Army and the re- 
search director of a Garlock Inc. (Garlock) 
customer had been looking for and following 
up every remote lead to a waterproof/breath- 
able material for many years. 

It is undisputed that the present inventions 
enjoyed prompt and remarkable commercial 
success due to their merits and not to advertis- 
ing or other extrianeous causes. 

It is undisputed that the inventions provide 
the most important synthetic material avail- 
able for use in vascular surgery, hundreds of 
thousands of persons having received artificial 
arteries formed of the patented products since 
1976; and that the patented products have 
unique properties useful in other medical 
procedures, in communications satellites, ra- 
dar systems, and electrical applications. 

It is undisputed that the major sources of 
PTFE, ICI and du Pont, greeted the patented 
products as "magical," 'bewitching," "a re- 
markable new material," and one that "dif- 
fers from other processed forms of Teflon." 

It is undisputed that the patented products 
were met with skepticism and disbelief by at 
least one scientist who had worked with 
PTFE at. du Pont for many years ,and who 
testified as an expert at trial. 

It is undisputed that Garlock first produced 
an accused product in response to . a, custom- 
er's request for a substitute for the patented 
product, that Garlock advertised its accused 
product as a "new form" of PTFE and as "a 
versatiie^new material which provides new 
orders of performance for consumer, industri- 
al, medical and electrical applications," and 
that the customer describes that accused prod- 
uct as "a new dimension in rainproof/breath- 
able fabrics." 

Proceedings 

On Nov. 2, 1 979, Gore sued Garlock for 
infringement of process claims 3 and 19 of the 
'566 patent, and sought injunctive relief, 
damages and attorney fees. Garlock counter- 
claimed on Dec. 18, 1979, for a declaratory 
judgment of patent invalidity, non-infringe- 


ment, fraudulent solicitation, and entitlement 
to attorney fees. On Feb. 7, 1980, Gore filed a 
second suit for infringement of product claims 
14; 18, 36/ 43, 67 and 77 of the '390 patent. 
In light of a stipulation, the district court 
consolidated the two suits for trial. 

Gore alleged infringement of certain claims 
by certain products: 

*566 patent claims '390 patent claims Garlock Product 


19 

' 3 . 


14,43 
36,77 
18 

67 , 


film 
laminate 
yarn 
braided packing 
tape . 


At trial, Garlock addressed/only cliaims 1, 
3, 17, and 19 of the '566 patent and claims 1, 
9, 12, 14,18, 35, 36, 43, 67 and 77 of the '390 
patent. See Appendix to this opinion. 

The district court, in a thorough memoran- 
dum accompanying its judgment, and in re- 
spect of the '566 patent: (1) found claim 1 
anticipated under 35 U.S.C. §102(a) by 
Gore's use of its 401 machine and use by the 
Budd Company (Budd) of a Cropper ma- 
chine; (2) declared all claims of the patent 
invalid under 102(b) because the invention 
had been in public use and on sale more than 
one year before Gore's patent application, as 
evidenced by Budd's use of the Cropper ma- 
chine; (3) held claims 1, 3, 17 and 19 invalid 
for obviousness under 35 U.S.C. §103, on the 
basis of various reference pairings: (a) Japa- 
nese patent 13560/67 (Sumitomo) with U.S. 
patent 3,214,503 (Markwood); (b) U.S. pat- 
ent 2,776,465 (Smith) with Markwood; or (c) 
Gore's '915 patent with Sumitomo; and (4) 
held all claims invalid as indefinite under 35 
U.S.C. §112. 1 


1 35 U.S.C. §102(a) and (b) provide: 

A person shall be. entitled to a patent unless — 

(a) the invention was known or used by others 
in this country, or patented or described in a 
printed publication in this or a foreign country, 
before the invention thereof by the applicant for 
patent, or 

(b) the invention was patented or described in 
a. printed publication in this or a foreign country 
or in public use or oh sale in this country, more 
than one year prior to the date of the application 
for patent in the United States, or * * * 

35 U.SC §103 provides: . 

A patent may not be obtained though the 
invention is not identically disclosed or described 
as set forth in section 102 of this title, if the 
differences between the subject-matter sought to 
be patented and the prior art are such that the 
subject matter as a whole would have been obvi- 
ous at the time the invention was made to a 
person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall 
not be negatived by the manner in which the 
invention was made; 
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. In its opinion respecting the '390. patent, 
the district court held: (1) claims !, 9, ,1 2, 14, 
18, 35, 36, 43, 67 and 77 invalid §§102 and 
103 in view of Sumitomo, and Smith; and (2) 
all claims invalid as indefinite under .§112. 

The court found that Gore did not, c6mmit 
fraud before the Patent and Trademark Of- 
fice (PTO), denied Garlock's; request for at- 
torney fees, and refrained from deciding the 
infringement issue. 

Issues 

Did the district court err in: (1) its holding 
of invalidity under §§102(a), 102(b),; 103 and 
112; (2) its finding that Gore did not commit 
fraud on the PTQ; or (3) denying attorney 
fees. '. . 

Opinion 

This hard fought and bitterly ; contested 
case involved over two years of discovery, five 
weeks of atrial, the testimony r of 35. witnesses 
(19 live, 16 by deposition), ; and over 300 
exhibits. The district court assued an exhaus- 
tive 37-page memorandum opinion reflective 
of a careful, conscientious approach to the 
determination of the many issues presented at 
trial. . ; . ,-. 

The record on appeal consists of 2000 
pages. The parties' briefs total 199 pages. In 
those briefs, counsel repeatedly accuse each 
other of numerous and serious breaches of the 
duty of candor owed the court. Each cites 
instances in which the testimony, the findings, 
and the record are or are said to be quoted in 
part, and out of context.. As a result, the 
usefulness and reliability of the briefs as 
means of informing the court has been greatly 
diminished,; if not destroyed, and careful, 
time-consuming, study of all exhibits and each 
page of the record has been required. • 


35 US.C. §112 provides: 

The specification shall contain a written de- 
scription of the invention, and of the manner and 
process of making and using it, in .such full, 
• clear, concise, and exact terms as to enable any 
person skilled in ;the art to which it pertains, or 
with which is most nearly connected, to make 
and. use the same, and shall set forth the best 
mode contemplated by the inventor of .carrying 
out his invention. . . ; . v 

The specification shall conclude with one or 
more claims ; particularly pointing out and dis- 
tinctly> claiming the; subject matter which, the 
applicant regards as his invention. A claim may 
be written in independent, or dependent form, 
and if in dependent form, it shall bexonstrued to 
include all the limitations of the, claim, incorpo- 
rated by reference into the dependent claim; : 


Appellant cited 80 prior court opinions in 
its main brief. Appellee's; brief -totally ignores 
all but two of those citations, but .adds 57 
more. Appellant's reply brief cites 126 prior 
court opinions, 34 earlier cited, 67 newly 
cited, and 25 of those cited by appellee. Ap- 
pellee's reply brief cites 17 ; prior court opin- 
ions, 4 earlier cited; 7 newly cited, and 6 of 
the , 147 cited by appellant. Accordingly, 211 
prior court opinions have beexiv evaluated in 
relation to the proof found in the : record. . 

. In light of the entire; record and. the appli- 
cable law, we are convinced that, Garlock 
failed to carry its burden of proving all claims 
of the, present patents invalid. 

- - Standard of Review 

[1,2] Where,as here, dispositive legal error 
occurred in interpretation and. application of 
the patent statute, 35 U.S.C., the parties' 
arguments relating to the salutory injunction 
of Fed.RuleCiv.P. 52(a) cannot be ; controlling 
on all issues, Though findings that, "rest on 
an erroneous view of the law may be set aside 
on that basis," Pullman-Standard v. Swint, 
456 US. 273 (1982), it is unnecessary here to 
set aside any probative fact found by the 
district court or to engage in what would be 
an inappropriate reweighing of the facts. 

Among the ; legal errors extant in the re- 
cord, each of which is discussed below, are (1) 
the invention set forth in each claim was not 
in each instance considered as a whole; (2) 35 
U.S.C. §102 (b) was applied though criteria 
for its application were hot present; (3) the 
references were not assessed in their entire- 
ties; (4) an inherency theory under §§102 and 
103 was inappropriately applied; (5) that 
which only the inventor taught was attributed 
to the prior art; (6) individual steps in prior 
art processes dealing; 1 with materials distinct 
from those With which the ^present inventions 
-dealt' were erroneously equated to steps in the 
claimed jprocesses; (7) objective evidence of 
nonobvioustiess was disregarded; and (8) the 
function and application of §1 12 were 
misconstrued. 

Because it permeated so much of the dis- 
trict court's analysis, we note more fully its 
frequent restriction of : its consideration to 
10% ; per second rate of stretching, which it 
called the "thrust of the invention." That 
approach is repeated throughout Garlock's 
briefs, which refer repeatedly to the "thrust of 
the invention," to "the inventive concept," 
and: to the claims "shorn of their -extraneous 
limitations." That facile . focusing on , the 
''thrust," "concept,", and "shorn" -claims, re- 
sulted in treating the claims at. many points as 
though they read differently from those, actu- 
ally allowed and in suit. 
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[3] It is true that Dr. Gore emphasized 
rapid stretching, for example, as well as the 
amount of stretch and other process limita- 
tions, during prosecution of the application 
for the '566 patent. Yet it is the claims that 
measure and define the invention. Arp Manu- 
facturing Co. v. Convertible Top Replace- 
ment Co., 365 U.S. .336, 339, 128 USPQ 354 
(1961); Bowser, Inc. v. U.S., 388 F.2d 346, 
349, 156 USPQ 406, 409 (Ct. CI. 1967). 

[4]\Each claimed invention must be consid- 
ered as a, whole. 35 U.S.C. §103; Schenck, 
A G. y. Nortron- Corp., 218 USPQ 698, 700 
(Fed. Cir. 1983), In determining obviousness, 
there is "no legally recognizable or protected 
'essential,* 'gist,' or 'heart' of the invention." 
Aro, 365 U.S. at 345: A court's restriction of 
a claimed multi-step process to one step con- 
stitutes error, whether done at the behest of a 
patentee relying on that restriction to estab- 
lish infringement by one who employs only 
that one step in a process otherwise distinct, 
or at the behest of an accused infringer rely- 
ing on that restriction to establish invalidity 
by showing that one step in a prior, art 
process otherwise distinct, 
, . j ■. . 

f1) Invalidity 
(a) '566 Patent 

(i) §102 (a) and The 401 Machine 

It is undisputed that the district court held 
only claim 1 of the '566 patent to have been 
anticipated under § 102(a) by operation of the 
401 . machine in the Gore shop before Dr. 
Gore's invention in late October 1969. It did 
so on the deposition testimony of two former 
Gore employees, documents, and drawings of 
the 401 machine. 

In August 1969, Gore offered to sell to 
Export Tool Company (Export) tape "to be 
made" on the 401 machine. Tape made on 
the 401 machine was shipped to Export on 
October. 24, 1969. The trial judge found the 
rolls on the 401 machine were, at least at 
some point in : time before October 1969, 
spaced less than- four feet apart and that the 
rate of stretch accomplished in operating that 
machine (admittedly operated in accord with 
the description of machine operation in the 
. '915 patent) must have been greater; than 10% 
per second. The district court credited testi- 
mony that Teflon 6-c, a highly crystalline 
form of Teflon, was used because it was the 
standard resin at the time, and that the tape 
was: stretched at a temperature above 35°C. 
Thus it cannot be said that the record fails to 
support the district court's finding that the 


limitations , of claim 1 were met by Gore's 
operation of the 401 machine before Dr. 
Gore's asserted "late October 1969" date of 
invention. Though he was working with the 
operation of the 401 machine, Dr. Gore of- 
fered no proof that his invention date was 
before the date i of shipment to Export. 

[5] Gore; seeking a review here of the 
evidence, points to certain inadequacies as 
indicating a failure to meet the required clear 
and convincing standard under §1 02(a). At 
the time of trial, the district court, bound by 
precedent then applicable, applied a prepon- 
derance of the evidence test. Gprd asserts, 
erroneously,,, that the clearly erroneous stan- 
dard does not therefore apply on this appeal. 
Gore does not, however, point to any basis on 
which the district court's findings must be 
held to have been clearly erroneous under the 
clear and convincing standard. We are not at 
liberty, of course, to substitute our own for 
the district court's findings underlying its con- 
clusion that claim 1 is invalid. , 

[6] Gore's operation of the 401 machine 
must thus be viewed as a consistent, repro- 
ducible use of Dr. Gore's invention as set 
forth in claim 1, and it is therefore irrelevant 
that those using the invention may not have 
appreciated/the results. General Electric Co. 
v. Jewel Incandescent Lamp Co,, 326 U.S. 
242, 248, 67 USPQ 155, 157-58 (1945). 
Were that alone enough to prevent anticipa- 
tion, it would be possible to obtain a patent 
for an old and Unchanged process. Ansonia 
Brass & Copper Co: v. Electric Supply Co., 
144 U.S. 11, 18 (1892); see, H.K. Regar & 
Sons, Inc. v. Scott & Williams, Inc., 63 F.2d 
229, 231, 17 USPQ 81,: 83-(2d Cir. 1933). 

[7] The norisecret use of a claimed process 
in the usual course of producing articles for 
commercial purposes is a public use. Electric 
Storage Battery Co. v. Shimadzu, 307 U.S. 5, 
20, 41 USPQ 155, 161 (1939),,and there was 
no evidence that any different process was 
used to produce the articles shipped to 
Export. 

Thus it cannot be said that the district 
court erred in determining that the invention 
set forth in claim 1 of '566 .patent was known 
or used: by others under § 102(a), as evidenced 
by Gore's operation of the 401 machine be- 
fore Dr. Gore's asserted date of that 
invention. 

. In view of. our affirmance of the judgment 
reached on claim 1 under 102(a) v we need not 
discuss other asserted grounds of invalidity of 
claim 1. There was, However, no evidence, 
whatever that the inventions set forth in other 
claims, of .either the '566, or the '390 patent, 
were known or used by others as a result of 
Gore's operation of the 401 machine before 
late October 1969. : 
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(it) §102(b) and the Cropper Machine 

In 1966 joHn W. Cropper (Cropper) of 
New Zealand developed and constructed a 
machine for producing stretched and un- 
stretched PTFE thread seal tape. In 1967, 
Cropper sent a letter to a company in Massa- 
chusetts, offering to sell his machine, describ- 
ing its operation, and enclosing a photo. 
Nothing came of that letter. There is no 
evidence and no finding that the present in- 
ventions thereby became known or used in 
this country. 

In 1968, Cropper sold his machine to 
Budd, which at some point thereafter used it 
to produce and sell PTFE thread seal tape. 
The sales agreement between Cropper and 
Budd provided: 

ARTICLE "E" - PROTECTION OF 
TRADE SECRETS Etc. 
7. BUDD agrees that while this agreement 
is in force it will not reproduce any copies 
of the said apparatus without the express 
written permission of Cropper nor will it 
divulge to any person or persons other than 
its own employees or employees of its affili- 
ated corporations any of the said known- 
how or any details whatsoever relating to 
the apparatus. 

2. BUDD agrees to take all proper steps to 
ensure that its employees obslerve the terms 
of Article "E" 1 and further agrees that 
whenever it is proper to do so it will take 
legal action in a Court of competent juris- 
diction to enforce any one or more of the 
legal or equitable remedies available to a 
trade secret plaintiff. 
Budd told its employees the Cropper machine 
was confidential and required them to sign 
confidentiality agreements. Budd otherwise 
treated the Cropper machine like its other 
manufacturing equipment. , 

A former Budd employee said Budd made 
no effort to keep the secret. That Budd did 
not keep the machine hidden from employees 
legally-bound to keep their knowledge confi- 
dential does not (evidence a failure to maintain 
the secret. Similarly, that du Pont employees 
were shown the machine to see if they could 
help increase its speed does not: itself establish 
a breach of the secrecy agreement. There is 
no evidence of when that viewing occurred. 
There is no evidence that a viewer of the 
machine could thereby learn anything of 
which process, among all possible processes, 
the machine is being used to practice. As 
Cropper testified, looking at: the machine in 
operation does not reveal whether it is 
stretching, and if so, at what speed. Nor does 
looking disclose whether the crystallinity and 
temperature elements of the invention set 


forth in the claims are involved. There is no 
evidence that Budd's secret use of the Crop- 
per machine made knowledge of the claimed 
process accessible to the public. 

The district court held all claims of the 
'566 patent invalid under 102(b), supra, note 
3, because "the invention" was "in public use 
[and] on sale" by Budd more than one year 
before Gore's application for patent. Beyond 
a failure to consider each of the claims inde- 
pendently, 35 U.S.C. §282; Altoona Publix 
Theatres, Inc. v. American Tri-Ergon Corp., 
294 U.S. 477, 487, 24 USPQ 308 (1935), and 
a failure of proof that the claimed inventions 
as a whole were practiced by Budd before the 
critical May 21, 1969 date, it was error to 
hold that Budd's activity with the Cropper 
machine, as above indicated, was a "public" 
use of the processes claimed in the '566 pat- 
ent, that activity having heen secret, not 
public. 

Assuming, arguendo, that Budd sold tape 
produced on the Cropper machine before Oc- 
tober 1969, and that that tape was made by a 
process set forth in a claim of the '566 patent, 
the issue under § 102(b) is whether that sale 
would defeat Dr. Gore's right to a patent on 
the process inventions set forth in the claims. 

[8] If Budd offered and sold anything, it 
was only tape, not whatever process was used 
in producing it. Neither party contends, and 
there was no evidence, that the public could 
learn the claimed process by examining the 
tape. If Budd and Cropper commercialized 
the tape, that could result in a forfeiture of a 
patent granted them for their process on ; an 
application filed by them more than a year 
later. D.L. Auld Co. v. Chroma Graphics 
Corp., No. 83-585, slip op. at 5-6 (Fed. Cir. 
Aug. 15, 1983); See Metalizing Engineering 
Co. v. Kenyon Bearing & Auto Parts Co., 
153 F.2d 516, 68 USPQ 54 (2d CirM946). 
There is no reason or statutory basis, howev- 
er, on which Budd's and Cropper's secret 
commercialization of a process \ if established, 
could be held a bar, to the grant of a patent to 
Gore on that process. . 

[9,10] Early public 1 disclosure is a linchpin 
of the patent system. As between a prior 
inventor who benefits from a process by sell- 
ing its product but suppresses, conceals, or 
otherwise keeps the process from the public, 
and ; a later inventor who promptly files a 
patent application from which the public will 
gain a disclosure of the process, the law: favors 
the latter. See Horwath v. Lee, 564 F.2d 948, 
195 USPQ 701 (CCPA 1977). The district 
court therefore erred as a matter of law in 
applying the statute and in its determination 
that Budd's secret use of the Cropper ma- 
chine and sale of tape rendered all process 
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claims , of the '566 patent invalid under 
§102(b). 

(Hi) §103 \ 


In considering claims 1, 3/17, and 19 of 
the '566 patent, the district court recognized 
that analysis of the obviousness issue under 
§103 requires determination of the scope and 
content of the prior art, the differences be- 
tween the prior art and the claims at issue, 
and the level of ordinary skill in the pertinent 
art. Graham v. John Deere Co., 383 IJ.SV 1, 
17, 148 USPQ 459, 467 (1966): /; " 

[11,12,13] In its consideration of the prior 
art, however, the district court erred in not 
taking into account the import of the marked- 
ly different behavior 'of PTFE from that of 
conventional thermoplastic polymers clearly 
established and undisputed on the record, and 
in thus disregarding the unpredictability and 
unique nature of the unsihtered PTFE to 
which the claimed inventions relate, In re 
Whiton, 420 F.2d 1082, 164 USPQ 455 
(CCPA 1970); in considering claims in less 
than their entireties, Schehck, supra; and in 
considering the references in less than 1 their 
entireties,' i.e., in disregarding disclosures in 
the references that diverge from and teach 
away from the invention at hand. In re Ku- 
derna, 426 F.2d 385, 165 USPQ 575 (CCPA 
1970). . 

Invalidity, of claim 1 under. §1 02(a) having 
been determined, it is unnecessary to discuss 
in detail the applicability of §103 to that 
claim. If claim 1 had not been held anticipat- 
ed under §1 02(a) in light of operation of . the 
401 machine, it is clear from the discussion 
here that claim 1 could not properly have 
been held invalid under §103. 

Claim 3 depends from and. thus incorpo- 
rates claim 1 but specifies a rate of stretch of 
100% per second. Claim, 17 alsp depends r from 
claim 1 and specifies, an amount of, stretch of 
about twice f the original, length. Claim 19 
depends from s claim 17 but specifies, an 
amouht^of stretch , of about five times the 
original length., 

.U.S. patent 2,983,961 to Titterton, Volume 
13 of the Encyclopedia of Polymer .Science 
and technology (1970),;ithe Sumitomo pat- 
ent, and witnesses for both parties, establish 
that teachings related to conventional, thermo- 
plastic polymers are- inapplicable to PTFE. 

Articles by Doglibtti and Yelland, Effect of 
Strain Rate on the Viscoelastic; Properties of 
High Polymeric Fibrous Materials, 4 High 
Speed Testing* 211 (1964) and Rbbinsori and 
Graham; Methods : of Characterization of 
Polymeric Materials by High Speed Testing 
Techniques, 5 . High Speed Testing 261 


(1965), teach that conventional plastics and 
sintered PTFE can be stretched further if 
stretched slowly; Dr. Gore demonstrated at 
trial and at oral argument before us that an 
attempt to stretch highly crystalline, unsin- 
tered PTFE slowly results in breakage, and 
that rapid stretching produces a greatly 
lengthened rod of soft, flexible material. 

The '566 patent contains an example of 
stretching an article to 16 times its length. 
Smith and the '915 patent teach that PTFE 
could iiot be stretched; beyond four times its 
length without heating it to above its : crystal- 
line-melt temperature, a step avoided by Dr. 
Gore and as set forth in the claims. : 

Sumitomo teaches that there is a ' length 
limit to stretching unsintered PTFE, and^does 
no,t suggest what that limit might be. Mark- 
woodj^J.S: patent 3-208,100 to Nash (Nash), 
and U;S; patent 2,823,421 to Scarlett (Scar- 
lett) teach that non-PTFE thermoplastics can 
be stretched 1 rapidly and to extended lengths, 
and ate teach reduction, elimination, or 
avoidance of cr^stallinity before stretching. 

The disclosure in the Smith and '91 5 -pat- 
ents that a PTFE article may be stretched to 
as much as four times its length encompasses 
the step of stretching to twice its length set 
forth in claim- 17 and establishes that such 
step would have been obvious: - ' 

[14] : Claims 3 and 19 must be considered 
individually and separately. 35 U.S. C. §282. 
Nowhere, in any of the references^ is it taught 
or suggested that highly crystalline] unsin- 
tered PTFE could be stretched at a rate of 
about 100% per second as required; by 1 assert- 
ed claim 3. Nor is it anywhere suggested that 
by rapid stretching a PTFE article - be 
stretched to more than five : times its original 
length as required by asserted claim 19/ Oh 
the contrary, the art as a whole teaches the 
other way: ^ 

[15} In concluding' that ' obviousness was 
established by the> teachings in various pairs 
of references, the district Court lost sight of the 
principle that there- must have' been some- 
thing present in those teachings to suggest to 
one skilled in the art that the claimed; inven- 
tion before the court would have been obvi- 
ous. In re Bergel, 292 F.2d 955, 956-57, 130 
USPQ 206, 208 (CCPA 1961); In re Sponno- 
ble, 405 F.2d 578, 585, 160 USPQ 237- 244 
(CCPA 1969). • ' 

The: court's pairing * of Sumitomo and 
Markwood disregarded; f ^as abWe indicated; 
the* undisputed evidence that the unsintered 
PTFE of Sumitomo does not respond to the 
conventional plastics processing of Markwood 
and the art; recognition of that fact. Whiton, 
supra, 420 F;2d at 1085, 164 USPQ at 457, 
In evaluating claim 19,: for example, the 
pairing disregarded Sumitomo's limited 
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length of stretch teaching. In evaluating claim 
3, the court recognized that Sumitomo made 
no mention of rate of stretch; Looking to 
Markvyood to supply that teaching disregard- 
ed not only the conventional plastics-unsin- 
tered PTFE distinction but also the clear 
divergence of Markwood's; teaching that crys- 
tallinity must be reduced or avoided from the 
presence of "highly crystalline" in all claims 
of the '566 patent. 

Similarly, and for many of the same rea- 
sons, the pairing of Markwood's and Smith's 
teachings was an inappropriate basis for con^ 
eluding that the processes set forth in claims 3 
and 19 would have been obvious. As above 
indicated, Markwood's rapid? stretching of 
conventional plastic polypropylene , with . re- 
duced crystallinity would not suggest- rapid 
stretching of highly crystalline PTFE,:in light 
of teachings in the art that PTFE should be 
stretched slowly.: The Smith patent 1 is owned 
.by. du Pont, where Dr. Gore's process inven- 
tion was considered to .have produced a "re- 
markable new material/' That circumstance 
is not, surprising, for Smith, though dealing 
with PTFE, says not a word about any rate 
of stretch. . ■ ■ ' • • 

Lastly, the pairing of Sumitomo rand the 
'915 patent suffers from the same shortcom- 
ings. The pairing resulted from a hypotheti- 
cal set forth in Oarlock's post trial brief, and 
was based on no testimony or other evidence 
in the record. In respect to claim 3, neither 
reference mentions rate of stretch or suggests 
its importance. In respect of claim 19 both 
references point away from the claimed in- 
vention in. their, limited, length-of-stretch 
teachings. The '915 patent states: "the 65 
percent expanded material could be expanded 
a second time for an additional 65: percent 
expansion or^a total length increase ratio of 
1:2.72 [less than three times the original 
length). However, great care was necessary to 
obtain a uniformly expanded material at 
these very great expansion ratios." Thus the 
'915 patent suggests that the amount of 
stretchVof 500% set forth t in claim. 1 9 (more 
than : five times the original length) is not 
possible. . : ; 

As indicated, Sumitomo and. Smith are to- 
tally silent respecting the rate of stretch, and 
there is simply no teaching rin the art that 
would suggest to one of ordinary skill that 
^Markwood's fast stretching of other thermo- 
plastics could or should be employed in the 
process of treating PTFE taught by, ^either 
Sumitomo or Smith; -Indeed, Smith nbUonly 
says nothing .about rate of stretch, its pre- 
ferred teaching is away from;Qther elements 
of the inventions set forth in; claims 3 and 19 
Smith discloses that stretching should be done 
after the PTFE is heated above its crystalline 


melting point and with decreased crystallin- 
ity. Smith teaches: 

Below about 300° C it is not possible to 
draw more than about 4X [times] and 
while such draw ratios can be attained 
around 300°C and below the polymer's 
crystalline melting point with resultant ori- 
entation and, improved properties it is pre- 
ferred to use temperatures at or above the 
polymer's crystalline melting point. (Em- 
phasis added). 

Jtfash teaches that the film should be plasti- 
cizedj i.e., made more viscous, before stretch- 
ing. Contrary to that teaching, Dr. Gore did 
not reduce crystallinity before increasing the 
rate of stretch, but maintained the unsintered 
PTFE "highly crystalline;" while stretching 
at a 100% per second rate and to more than 
five times, as set forth respectively in claims 3 
and 19. ' 

[16] , On the entire record and in view of all 
the references, each in its entirety, it is clear 
that a person of ordinary , skill confronted 
with a PTFE tape breakage problem would 
have either slowed the rate of stretching or 
increased the temperature to decrease the 
crystallinity. Dr. Gore did neither. He pro- 
ceeded contrary to the accepted wisdom of the 
priqr art by dramatically increasinig the rate 
and length of stretch and retaining crystallin- 
ity. That fact is strong evidence of nonob- 
viousness. United States v. Adams, 383 U.S. 
39 (1966). 

Having learned the details of Dr. Gore's 
invention,, the district court found it within 
the skill' of the art to stretch other material 
rapidly (Markwood); to stretch PTFE fq in- 
crease porosity (Sumitomo); and to stretch at 
high temperatures (Smith). The result is that 
the claims were used as a frame, and individ- 
ual, naked parts of separate prior art refer- 
ences were employed as a mosaic to recreate a 
facsimile of the claihied invention. At no point 
didHhe district court, nor does Garlock, ex- 
plain why' that mosaic would have been obvi- 
ous to one skilled in the art in 1969, or what 
there was in the prior art that would have 
caused those skilled in the art to disregard the 
teachings there found against making just 
such a mosaic! On the contrary, the references 
and the uncontested testimony, as above indi- 
cated; established that PTFE is sui generis. It 
is not surprising, therefore, that, unlike the 
situation^ in i Stratoflex, Inc. v ; Aeroquip 
Corp., 21 8 USPQ 871 (Fed. Cir, 1983), there 
was> no testimony and no finding that one 
skilled in the art would transfer conventional 
thermoplastic processes to those for unsin- 
tered PTFE, or would have been: able to 
predict what would happen if they did; : 

[17] To imbue one of ordinary skill in the 
art with -knowledge of the invention- in suit, 
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when no prior art reference or references of 
record convey or suggest that knowledge, is to 
fall victim to the insidious effect of a hindsight 
syndrome wherein that which only the inven- 
tor taught is used against its teacher. 

[18] It is difficult but necessary that the 
decisionmaker forget what he or she has been 
taught at trial about the claimed invention 
and cast the mind back to the time the inven- 
tion was made (often as here many years), to 
occupy the mind of one skilled in the art who 
is presented 1 only with the references, and 
who is normally guided by the then-accepted 
wisdom' in the art. Haid that been here done 
the inventions set forth in the claims 3 and 19 
of the '566 paterit could only have been held 
non-obvious to those skilled 1 in the art at the 
time those claimed inventions were made. 

[19] Error in visualizing the burden of 
proof oh obviousness may have contributed t6 
the court's application here of the prior art. 
Adopting the phrase from earlier precedents, 
the court said "the presumption [of validity] is 
weakened greatly where the Patent Office has 
failed to consider pertinent prior art." That is 
not the law of established precedent in this 
court. SSIH Equipment S.A. v. ITC, 218 
USPQ 678, 687 (Fed. Cir. 1983); Solder 
Removal Co. v. ITC, 582 F.2d 628, 633, 199 
USPQ 129, 133, n. 9 (CCPA 1978). The 
presumption has no separate evidentiary val- 
ue. It cautions the decisionmaker against a 
rush to conclude invalidity. Submission of 
additional art that is merely "pertinent" does 
not dispel that caution. It is difficult to imag- 
ine a patent law suit in which an accused 
infringer is unable to add some new "perti- 
nent" art: The inescapable burden of persua- 
sion on one who would prove invalidity, how- 
ever^ remains throughout the trial. 35 U.S.C. 
§282. 

[20] The burden of proving invalidity may 
of course be facilitated by prior art that is 
more pertinent than that considered by the 
PTO. That did not happen here. In the 
present case, Sumitomo, Smith, and the '915 
patent were among references considered by 
the ^RTO. Other references referred to as not 
considered -were merely cumulative, disclosing 
nothing not disclosed in references that were 
considered by the PTO. The Canadian coun- 
terpart of Nash was considered by the PTO. 
The relevant disclosures of Markwood ap- 
pear in Sandiford patent 3,544,671 and Par- 
atheoh patent. 3,637,906, both considered by 
the PTO. The Russian Author's Certificate 
240,997, assuming its status as prior art and 
whatever the material with which it dealt, 
contributed nothing beyond the teachings of 
the '915 patent considered by the PTO. 

[21] As discussed more fully below, the 
district court erred in specifically declining to 


consider the objective evidence of nonobvious- 
ness. In re Sernaker, 702 F.2d 989, 996, 217 
USPQ 1, 7 (Fed. Cir. 1983). That evidence 
can often serve as insurance against the insid- 
ious attraction of the siren hindsight when 
confronted with a difficult task of evaluating 
the prior art. Though the prior art evidence 
here pointed more in the direction of nonob- 
viousness than obviousness, the objective evi- 
dence may tend, as it did in Sernaker, supra, 
to reassure the decisionmaker. 

In sum, the district court erred as a matter 
oflaw on this record in concluding that Gar- 
lock had met its burden of proving that the 
inventions of claims 3 and 19 of the '566 
patent would have been obvious. 

(b) '390 patent 
(i) §102 

The district court found product claims 1, 
9, 12, 14, 18. and 43 inherently anticipated 
because it found that the microstrueture of 
nodes interconnected by fibrils is an inherent 
characteristic of paste-extruded PTFE pro- 
ducts resulting from the process disclosed in 
Smith. The court found the first four of those 
claims and claim 43, plus claims 35, 36, 67 
and 77 inherently anticipated because high 
strength PTFE products are inherent in the 
examples of Sumitomo. 

The teachings of Smith include neither a 
disclosure nor a suggestion of "porous" pro- 
ducts having a "microstrueture characterized 
by nodes interconnected by fibrils" as re- 
quired by the claims found to have been 
anticipated by Smith. 

The teachings of Sumitomo do not include 
a disclosure of products having "a matrix 
tensile strength * * * above about 7,300 psi" 
as required by the claims found to have been 
anticipated by Sumitomo. 

[22] Anticipation requires the disclosure in 
a single prior art reference of each element of 
the claim under consideration. Soundscriber 
Corp. v. U.S., 360 F.2d 954, 960, 148 USPQ 
298, 301, adopted, 149 USPQ 640 (Ct. til. 
1966). Neither Smith nor Sumitomo disclose 
an invention set forth in any claim of the 4 390 
patent. 

The incongruity in findings that the differ- 
ent processes of Smith and Sumitomo each 
inherently produced identical products is 
striking. 

Garlock attempted with expert testimony 
to overcome the prior art shortcomings as 
proof of anticipation. Gore rebutted with its 
own expert testimony. It is unnecessary, how- 
ever, to resolve apparent conflicts in the diver- 
gent testimony, much if not all of which took 
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the form of pure unsupported assertion. No 
inter . partes tests in which the Smith, and 
Sumitomo processes were conducted are of 
record. No products of those processes were 
placed in evidence, and there was, of course, 
no analysis of any such evidentiary products. 

Nor is it necessary to evaluate the inappro- 
priate disparagement in Garlock's brief of 
Dr. Sperati as a "friend" of Gore. 

[23] Given the unique nature of unsintered 
PTFE, we are not persuaded that the "effect" 
of the ; processes disclosed in Smith and Sumi- 
tomo j an "effect" undisclosed in those patents, 
would be always to inherently produce or be 
seen always to produce products meeting all 
of the claim limitations. Anticipation of in- 
ventions set forth in product claims cannot be 
predicated on mere conjecture respecting the 
characteristics of products that might result 
from the practice of processes disclosed in 
references. In re Felton, 484 F.2d 495, 500, 
179 USPQ 295, 298 (CCPA 1973). It is clear 
that the teachings of neither Smith nor Sumi- 
tomo place the products claimed in the' -390 
patent in possession of the public. 

The- teachings of Smith and Sumitomo are 
so unacceptably vague concerning characteris- 
tics of products produced by their respective 
processes as not to support an anticipation 
rejection. That fact is confirmed by the 
PTO's having fully considered those refer- 
ences and by its having issued the '390 patent 
over them. - 

[24] GarlockY assertion that it employs a 
process covered by the Smith patent, if true, is 
irrelevant. The '390 patent was allowed over 
Smith as a reference. Assuming Smith is a 
dominating patent, the rule of law is clear 
that an accused infringer's employment of the 
process of a dominating patent does not ren- 
der that employment an anticipation of aii 
invention described and claimed in an im- 
provement f patent. As indicated, there is no 
present record basis for finding that the Smith 
process in itself necessarily and inherently 
results^ the products, each considered in, its 
entirety, in the claims of the '390 patent. The 
testirhpny of Garlock's expert about ex parte 
tests, the records of which he destroyed before 
trial, cannot serve as such a basis. The effu- 
sive praise of Dr. Gore's claimied products by 
the owner of the Smith patented process 
would appear^ on the contrary, to confirm the 
action of the PTO in issuing the '390 patent. 

Garlock has not. met its burden of showing 
that : claims 1 y , 9, 12, 14, 18, and 43 are 
anticipated by Smith or that claims 1, 9-; 12, 
14, .35, 36, 43, 67, and 77 are anticipated by 
Sumitomo. 


[25] The scope and content of the prior art 
arid level of ordinary skill, discussed above in 
relation to the '566 patent, would be trie same 
for the '390 patent The district court did not, 
however, nor does Garlock, apply the Gra- 
ham criteria, supra, to the '390 claims, appar- 
ently assuming that the claimed products, 
having beein found inherent in the processes 
of Sumitomo and Smith, : wpulcL have been 
obvious in view of those references,, If so, that 
was-^errpr. Inherency and obviousness are 
distinct concepts. In re Spormann, 36| 0 F»2d 
444, 448, 150 USPQ 449, 45l(CCPA 1966). 

In discussing inherency the, district court 
did recognize differences between Smith's dis- 
closure and . the inventions set forth in ; claims 
1, 9, 12, 14, 18, and J3, i.e., the absence from 
Smith of a description of the products of 
Smith's process as porous and ; the absence 
from Smith of. a disclosure that^those -products 
have a microstructurje characterized by ; nodes 
interconnected by fibrils. : v . - 

Similarly, a difference between Sumitomo's 
disclosure and the inventions set : forth in 
claims 1, 9, 12, 14, 35, 36, 43, 67; and 77 was 
recognized in; the absence from: Sumitomo of a 
quantification of . the matrix tensile strengths 
of the products of Sumitomo's process. The 
district court also discussed differences be : 
tween the dependent claims and the prior art. 
Because , we conclude that the independent 
claims of the '390 -patent are patentable over 
the art , of record, we need not discuss the 
dependent claims. 

[26] Having determined that the invention 
would have been obvious in view of the pror 
cess of either Smith or Sumitomo, the district 
court did not discuss the strong showing of 
objective evidence of nonobviousness here pre- 
sent, saying, with respect to one part of such 
evidence, "no amount of commercial success 
can save it." That approach was error. All 
evidence bearing on the issue of obvioushdss, 
as* with any other issue raised in the conduct 
of the judicial process, must be considered and 
evaluated before the required legal conclusion 
is reached. Stratoflex, supra; 218 ! USPQ at 

87<9. . ; ' , •, ' " 

[27] The objective evidence of nonobvious- 
ness, i.e., the "indicia" of Graham, supra, 
may in a given case be entitled to more weight 
or less, depending on> its nature and its rela- 
tionship to the merits of the invention. It may 
be the most pertinent,; probative^ and reveal- 
ing evidence available to aid in reaching a 
conclusion on the obvious/nonobvious issue. 
It should when present always be considered 
as an integral part of the analysis. ^ ; r - 

Gore's fabric laminates, for example; as' set 
forth in claims 36 and 77, satisfied a long^felt 
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need for a material having the contradictory 
properties of being simultaneously breathable 
(allowing water vapor or perspiration to pass) 
and waterproof. The record establishes that 
such a material had long been sought by 
makers of rainwear and outerwear, and by 
the U.S. Army as well. That Gore's fabric 
laminates filled that need is attested by the 
rise in their annual dollar sales from zero to 
seven million in the first five years of their 
availability. 

Gore's PTFE tubes for replacement of hu- 
man arteries and veins, also satisfied a long- 
felt need. The uncontradicted evidence estab- 
lishes that Gore's PTFE tubes hold blood 
without leaking, need not be pre-clotted with 
the patient's blood, are chemically inert, and, 
being breathable, are less likely to cause an 
air embolism. The value, and uniqueness of 
those four properties make Gore's PTFE 
tubes, as described in unchallenged testimony, 
"the most important synthetic material pres- 
ently existing" in vascular surgery, and, along 
with other evidence in the record, reflect the 
intended working of the patent system. - 

As discussed above, current annual sales of 
over sixty million dollars are attributable to 
the merits of the products claimed in the '390 
patent. Considering the long-felt need for 
those products and the obvious commercial 
advantage to be gained by meeting that need, 
it is reasonable to conclude that the claimed 
products of the '390 patent would not have 
been obvious to persons of ordinary skill in 
the art at the time the claimed inventions 
were made. 

[28] As above indicated, the praise which 
greeted the products claimed in the '390 pat- 
ent from PTFE suppliers, including the own- 
er of the Smith patent, is further objective 
evidence of nonobviousness. 

[29] Garlock's appeal argument that the 
'390 claims are invalid r because the recited 
minimum matrix tensile strengths are not 
"critical" is without merit; A claim to a new 
product is not legally required to include 
critical limitations. In re Miller, 441 F.2d 
689,^696, 169 USPQ 597, 602 (CCPA 1971). 
The '390 claims are not drawn to optimiz- 
ation of ingredients or ranges within broad 
prior art teachings, but to new porous PTFE 
products of particular characteristics. 

In sum, and in view of the difficulty of 
working with unsintered PTFE and its un- 
predictable response to- various processing 
techniques, the vagueness of Smith and Sumi- 
tomo concerning the products produced by 
those processes, the filling of at least two 
long-felt- needs and the. commercial success 
described above, we conclude that the inven- 
tions set forth in claims 1, 9,. 12, 14,18, 35, 
36, 43, 67,,and 77 of the '390 patent would 


not have been obvious to those skilled in the 
art at the time those inventions were made; 

(c) §112 and the '566 and '390 patents 

The patents in suit resulted from a single 
application and thus have substantially iden- 
tical specifications. The holding of invalidity 
on the basis of §1 12 is" common to both 
patents. 

The; district court found that the patents 
did not disclose sufficient information to en- 
able a person of ordinary skill in the art to 
make and use the invention, as required by 
§112, first paragraph, and that certain claim 
language was indefinite, presumably in light 
of §112, second paragraph, because: (1) there 
was no definition in the specification of 
"stretch rate," different formulae for comput- 
ing stretch rate having been developed and 
presented at trial; (2) there was no way 
taught in the specification to calculate the 
minimum rate of stretch above 35°C; (3) the 
phrase "matrix tensile strength" is indefinite; 
and (4) the phrase "specific gravity of the 
solid polymer" is indefinite. 

[30] The findings rest on a misinterpreta- 
tion of §112, its function and purpose. The 
district court considered whether certain 
terms would have been enabling to the public 
and looked to formula developments and pub- 
lications occurring well after Dr. Gore's filing 
date in reaching its conclusions under §112. 
Patents, however, are written to enable those 
skilled in the art to practice the invention, not 
the public. In re Storrs, 245 F.2d 474,-478, 
114 USPQ 293, 296-97 (CCPA 1957), and 
§112 speaks as of the application filing date, 
not as of the time of trial. In re Mott, 539 
F.2d 1291, 1296, 190 USPQ 536, 541 
(CCPA 1976). There was no evidence and no 
finding that those skilled in the art would 
have found the specification non-enabling or 
the claim language indefinite on May 21, 
1970, when the application which resulted in 
issuance of Dr. Gore ? s patents was filed. 
Indeed, the expert quoted by the district court 
and whose testimony was primarily relied 
upon respecting formulae, was still in school 
at that time. . 

There is uncontradicted evidence in the 
record that at the time the application was 
filed "stretch rate" meant to those skilled in 
the art the percent of stretch divided by the 
time of stretching, and that the latter was 
measurable, for example, with a stopwatch. 
Concern for the absence from the specifica- 
tion of a formula for calculating stretch rate is 
therefore misplaced, and the post-filing date 
development of varying formulae, including 
Dr. Gore's later addition of a formula in his 
corresponding Japanese patent, is irrelevant. 


316 


W.L. Gore & Associates, Inc. v. Garlock, Inc. 


220 USPQ 


[31] Section 112 requires that the inventor 
set forth the best mode of practicing the 
invention known to him at the time the appli- 
cation, was filed. Calculating stretch rate at 
that time was accomplished by actually mea- 
suring the time required to stretch the PTFE 
material. That was the only mode then used 
by the inventor, and it worked. The record 
establishes that calculation by that mode 
would have been employed by those of ordi- 
nary skill in the art at the time the .applica- 
tion was filed. As indicated, Dr. Gore's dis- 
closure must be examined: for §112 
compliance in light of knowledge extant in 
the art on his application filing date. , - 

[32] The district court, though discussing 
enablement, spoke also of indefiniteness of 
"stretch : rate," a matter having - to do with 
§112, second paragraph, and relevant in as- 
sessment ;of infringement. The -use of 
"stretching ** * at a rate exceeding about 
10% per second" in the claims is not indefi- 
nite/Infringement is 'clearly assessable 
through use of a stopwatch. No .witness said 
that could not be done. As above indicated, 
subsequently developed and therefore irrele- 
vant formulae cannot be used to render non- 
enabling: or indefinite that which was en- 
abling and definite at the time the application 
was filed. 

[33] Similarly, absence from the specifica- 
tion of a method for calculating the minimum 
rate of stretch above 35°C does 'riot render the 
specification non-enabling. The specification 
discloses that "ft]he lower limit of expansion 
rates interact with temperature in a roughly 
logarithmic fashion, being much higher at 
higher temperatures." Calculation of mmi- 
mum stretch rate above 35 9 C is nowhere in 
the claims, arid it is the claimed invention for 
which enablement is required. The claims 
require stretching at a rate greater than 10% 
per second at temperatures between 35?C 
and the crystalline melt point of unsintered 
PTFE* That the minimum rate of stretch 
may increase with temperature does not ren- 
der non-enabling Dr; Gore's specification, 
particularly in the absence of convincing evi- 
dence that those skilled in the art would have 
found it non-enabling at the time the applica- 
tion: was filed. . 1 

[34] The district court invalidated both 
patents for indefiniteness because of its vi6w 
that; soriie "trial and error" would be needed 
to determine the "lower limits" of stretch rate 
above 10% per second at various temperatures 
above 35°G. That was error. Assurning some 
experimentation were needed, a patent is ndt 
invalid because of a need for experimentation. 
Minerals Separation, Ltd. v. Hyde, 242 U.S. 
261 j; 270-71 (1916). A patent is invalid only 
when those skilled in the art are required to 


engage in undue experimentation to practice 
the invention. In re Angstadt, 537 F.2d 498, 
503-04, 190 USPQ 214, 218 (CCPA 1976). 
There was no evidence and 1 the court made no 
finding that undue experimentation was 
required. 

[35] Moreover; the finding here rested on 
confusion of the role of the specification with 
that of the claims. The court found that the 
specification's failure to state the lower limit 
of stretch rate (albeit above 10% per second) 
at each degree of temperature above 35°C (a 
requirement for at least hundreds of entries in 
the specification) did not "distinguish pro- 
cesses performed above the 'lower limit' from 
those performed below the 'lower limit'." The 
claims of the '390 patent say nothing of 
processes and lower limits. Distinguishing 
what infringes from- what doesn't is the role 
df the claims, not of the specification. It is 
clear that the specification is enabling, In re 
Storrs, supra, arid that the claims of both 
patents are precise within the requirements of 
the law. In re Moore, 439 F.2d 1232, 169 
USPQ 236 (CCPA 1971). 

[36] The finding that "matrix tensile 
strength" is indefinite, like the other findings 
under §112, appears to rest on a confusion 
concerning the roles of the claims and the 
specification. While finding "matrix tensile 
strength" in the claims indefinite, the district 
court at the same time recognized that the 
specification itself disclosed how to compute 
matrix tensile strength, in stating "to compute 
matrix tensile strength of a porous specimen, 
one divides the maximum force required to 
break the sample by the cross sectional area of 
the ; porous* sample, and then multiplies this 
quantity by the ratio of the specific gravity of 
the solid polymer divided by the specific grav- 
ity of the porous specimen." Further, the 
specification provided the actual matrix ten- 
sile strength- in several examples. It is well 
settled that a patent applicant may be his own 
lexicographer. In light of the disclosure of its 
calculation in the specification, we carinot 
agree that "matrix tensile strength" is either 
indefinite or non-enabling. 

Nor does absence from the specification of 
a definition for "specific gravity of the solid 
polyriier," a part of the computation of matrix 
tensile strength, render that computation in- 
definite. It" is undisputed that in the many 
examples in the application the specific grav- 
ity values used /for unsintered and sintered 
PTFE were 2:3 and 2:2, respectively/ There 
was no testimony that those values were not 
knowri'to persons of ordinary skill in the art 
or could not be calculated or measured; There 
is simply no support for the conclusion that 
"specific gravity of the solid polymer" is in- 
definite or that absence of its definition ren- 
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ders the specification non-enabling. See In re 
Wertheim, 541 F.2d 257, 191 USPQ 90 
(CCPA 1976). 

We conclude that Garlock has failed to 
prove that at the time the application was 
filed, the specification was not enabling or 
that the claims were indefinite within the 
meaning of §112. ■ 

' ■ (2) Fraud 

[37] Fraud must be shown by clear and 
convincing evidence. Norton v. Gurtiss, 433 
F.2d- 779, 797, 167 USPQ 532, ' 546-47 
(CCPA1970). 1 

■ The state of mind 6f the one makirig the 
representations is probably the most impor- 
tant of the elements to be considered in 
determining the existence of "fraud." * * * 
Good faith and subjective intent, While they 
are to be considered, should not necessarily 
be made controlling. 'Under ordinary cir- 
cumstances, the fact of misrepresentation 
coupled with proof that the party making it 
had knowledge of its falsity is ' enough to 
warrant drawing the inference that there 
was a fraudulent intent. Where public 
policy demands a complete and; accurate 
disclosure it may suffice, to show nothing 
more than that the misrepresentations were 
<: made in an atmosphere of gross negligence 
. as to their truth, [emphasis in original]. 
Norton, 433 F.2d at 795,96;- 167 USPQ at 
545;. see, Miller- Fraud on the PTO, 58 
JPOS 271 (1976). ; 

Garlock alleges fraud in Gore's representa- 
tions that stretching PTFE tape at a rate 
greater than 10% per second was novel and 
that it produces a physical phenomenon. The 
district court found the evidence insufficient 
to establish that Gore had a specific intent to 
defraud , the PTO. No basis exists for our 
overturning that finding. Accordingly, we 
agree with the district court that Garlock has 
failed to sustain its heavy burden of proving, 
; by ; clear: and convincing evidence, sufficient 
facts Trom whichj fraudulent .intent can be 
Inferred. ■ ■? / 

■Garlock points to a September 4, 1975, 
Gore affidavit . filed in the PTO that stated: 
2. Prior 1 to my invention disclosed in the 
captioned patent application, during pro- 
duction of expanded PTFE products by W. 
L. Gore & Associates, Inc., the rate of 
stretching was neither measured nor con- 
trolled and to .my knowledge did not in- 
volve stretching of unsintered PTFE at a 
rate exceeding about 10% per second, (em- 
r-.^phasisjn. original). * ; 

No finding of- the district court and no 
evidence of record establishes that that state- 


ment was made in reckless disregard of facts 
from which an intent to defraud may be 
inferred. 

The district court's finding in 1982 that the 
401 machine inherently stretched tape at 
some time in 1969 at a rate more than 10% 
per second, does not establish that Dr. Gore 
was aware of that fact in 1975, nor does it 
make untrue his statement that to his knowl- 
edge that had not been the rate of stretch 
employed! Nor does the distritt court's find- 
ing>£onflict with Dr. Gore's statement that 
the rate of stretching was neither measured 
nor controlled in the Gore shop before his 
invention of the claimed process as a whole. 

Nor does the evidence of isolated state- 
ments support Garlock's contention that Dr. 
Gore attempted to convince the PTO that a 
physical phenomenon always existed in which 
stretching at a rate greater than 10% per 
second always produced a matrix tensile 
strength greater than 7300 psi. On the con- 
trary, Dr. Gore set forth in his specification 
examples indicating that some samples broke, 
ruptured, or disintegrated. 

(3). Attorney's Fees * 

The district court did not abuse its discre- 
tion in denying Garlock, its request for attor- 
ney fees.' 

Infringement 

[38] Where, as here, an appellate court 
reverses a holding of invalidity, and remand is 
ordered for trial of the factual issue of in- 
fringement, an inefficient use of judicial re- 
sources results if the second judgment is ap- 
pealed. The better practice would therefore 
be for the district court to decide both the 
validity and infringement issues when both 
are contested at -the trial, (enabling the conduct 
of a single appearand disposition of the entire 
case in a single .appellate opinion. 

Resolution of the infringement issue at trial 
may also, overlap with resolution of the valid- 
ity issue, where, for example, the claimed 
invention was or was not copied by the valid- 
ity challenger, or the challenger substituted 
the claimed invention for freely available pri- 
or art processes or products, Eibel, supra, 261 
U.S. at 56, or an assertion of nbnenablement 
may conflict with the ease with which the 
accused infringer may be shown to have prac- 
ticed the invention as taught in the patent. 
Eibel Process Co. v. Minnesota ? & Ontario 
Paper Co;, 261 U.S. 45, 61 (1923). 

[39] The district court having declined to 
decide the infringement issue, Gore suggests 
that the record here is sufficient to warrant 
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our deciding it now, With reluctance in view 
of the length and bitter nature ; of ; the present 
litigation, we .decline the suggestion. In so 
doing, we imply nothing of our view on the 
issue. Nor do we intend any implication that 
the district court could not itself determine the 
infringement issue on the present record. In- 
fringement of , particular claims of tv/o patents 
was asserted. None of those qlaims has been 
finally held invalid. Assuming their continued 
assertion, , infringement must v be decided with 
respect to each asserted claim as a separate 
entity. Altoona, supra, , 294 U.S.. at 487. 
Those factual determinations should be made 
in the first instance by the district court. 

; • ' . • • Decision /■> < : 

The holdings of invalidity of claim M of the 
'566 patent under § 102(a) and of claim 17 of 
the '566 patent under §103, the determina- 
tion that Gore did not commit fraud on the 
PTO, ' and the denial of attorney fees, are 
affirmed; the holdings that all claims of the 
'566 patent are invalid under § 102(b), that 
claims 3 and 19 of the '566 patent are invalid 
ufider §103, and that all claims of the '566 
patent are invalid under § 1 1 2 , are reversed. 
The holdings that claims; 1 , 9, 12, 14, 18, 35, 
36, 43, 67, and 77 of the '390 patent are 
invalid under §§102 and 103, and that all 
claims of the '390 patent are invalid under 
§1 12, are reversed, The case is remanded for 
determination of the infringement issue. 

. Affirmed in part, reversed in part, and 
remanded. 

Appendix 

Claims of the '566 patent discussed at trial: 

1: A process for the production of a 
porous article of: manufacture of a polymer 
of tetrafluoroethylene which process com- 
prises expanding a shaped article consisting 
essentially of highly crystalline poly (tetra- 
fluoroethylene) made by a paste-forming 
extrusion technique, after removal of ^lubri- 
cant, by stretching' said unsintered shaped 
article at a rate exceedihg about " 10% per 
second and maintaining said shaped article 
at a temperature between about 35°C. and 
the; cry stal line melt point of said tetrafluor- 
oethylene fjolymer during said stretching. 

3. The process of claim 1 in . which the 
rate of stretch is about 1 00% per second. 

17. The process of claim I in which the 
shaped article is expanded such that its 
final length in the direction of expansion is 
greater than about twice the : ^original 
?> length. - 


19. The process of claim 17 in which 
> said final length is greater than about five 
times the original length. 
Claims of the '390 patent discussed at trial: 
1 . A porous material consisting essential- 
ly of highly crystalline polytetrafluoroethy- 
lene polymer, which material has a micros- 
tructure characterized by nodes 
interconnected by-fibrils and has a matrix 
tensile strength in at least one direction 
, above about 73,00 psi. 
>>9. A porous material consisting essential- 
ly ; of poly tetrafluoroethylene polymer, 
which material has a microstructure char- 
acterized by nodes interconnected by fibrils 
and has a matrix tensile strength in at least 
one. direction above 9290 psi, vvhich mate- 
rial has been heated to a temperature above 
the crystalline melt point of said polymer 
and has a crystajlinity below about 95%. 

12. A porous ■ material in accordance 
with claim 9 which is in, the form of a 
shaped article. *. 

,14. A product in accordance with claim 
12 which is in the form of a film. 

18. A product in accordance with claim 
12 which is in the form of continuous 
/ filaments. - . 
■- 35. A laminated structure comprising (a) 
a first shaped article formed of a porous 
material made of a tetrafluoroethylene 
. polymer, which material has a microstruc- 
.-. ture characterized by nodes interconnected 
by fibrils and has a matrix tensile strength 
in at least one direction above about 7,300 
psi, and (b) a second shaped article bonded 
to said first shaped article. 
. 36. The structure of claim 35 in which 
said first shaped article is formed of a 
porous material which has a matrix tensile 
strength in at least one direction of at least 
9290 psi, 'and has a crystallihity below 
:•• about 95%; * 

43. A porous material made of a tetra- 
fluoroethylene polymer, which material has 
a microstructure characterized by nodes 
interconnected by fibrils, which material 
(a) has a matrix tensile strength in at least 
one direction above about 9290 psi, (b) has 
been heated to a temperaiture above 327° 
C. and has a crystallinity below about 95%, 
and (c) has a dielectric constant of 1.2-1.8. 

67; An impregnated structure 
comprising 

(a) a shaped article formed of a porous 
material made of a tetrafluoroethylene 
polynier which material has a micro- 
structure characterized > by nodes inter- 
connected by fibrils and a matrix: tensile 
strength in at least one direction, above 
about 9290 psi, and ^.r ; 
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; : (b) a polymer i impregnated within the 
■■• pores of the said shaped article. - ; ' 
77. The structure of claim 35 in which 
the first shaped article is a sheet having 
pores that will pass a gas but will not pass 
liquid water. ■ 


Davis, Circuit Judge,., concurring . in the 
result in part and dissenting in part. 

I concur in; the result , on (1) the validity of 
the '390 patent under §§' 102-103;. (2) the 
validity, of. the '390 patent under §112; (3) the 
invalidity of claims 1 arid , 17 .of the '566 
patent; (4) lack of fraud, on the Patent and 
Traded and (5) denial of attqr- 

neys ? fees.; I disagree arid dissent as to the 
validity of, claims 3 and 1 9 of the ' 566 patent. 

j 1/ The process invention embodied in claim 
£o£ t^e '566 patent was, known, through, use 
of the 401 machine in. the Gore shop, well 
before the "invention date'' (claimed by ? Rob- 
ert Gore, the inventor), of October 19.69.' I ..^s 
such, the claimed invention wajs invalid on at 
least three grounds: (i) it was anticipated: and 
therefore would have been obvious (under 35 
U..S,C. • §!103) at , the time of the claimed 
invention date; (ii) i .the invention, was "in 
public use" by the Gore shop (under 35 
y.S-G. § 102(b)) more than one year, prior ; to 
the patent application (i.e., prior to May 21, 
1969); and (iii) the invention (made by Rob- 
ert Gore) was known to and used "by others 
in this country" (35 U.S.C^l 02(a)) before 
the claimed invention date of October 1969, 
i.e. the invention was used by -\yilbert Gore 
and others in the Gore shop before the Octo- 
ber date. 2 ; 

■ Thercritically . important aspect of the in- 
vention of the. '566* patent is the stretching of 
PTFE at i a rate above 1 0%: .per second; 3 
Robert Gore testified that he conceived this 
invention no earlier than . October' 1969 (and 
we have the right to take him at his : word), 4 
but the . facts found by the District .Court 
plainly show that the Gore shop was in; fact 
practicing that invention considerably earlier. 


' : 1 The 401 machine was used urider the prior 
''915 patent (issued to Wilbert Gore) which con- 
tains no ; reference to the significance of the rate of 
stretch/' " ; ' 

2 Aside from the bases I discuss,.! do not reach 
.the pther grounds asserted for invalidity of the '566 
patent. ....... ... 

J Before the PTO Robert Gore : concededly re- 
ferred to this as "critical" to his invention or as his 
"invention." • * 1 ' : 

v ; 4 The^ District Gourt found that October 1969 
Was the earliest date Robert Gore asserts for his 
conception of the invention in** the '566 patent. : 


The District Court found that in, the 401 
machine the distance between the stretch roll- 
ers controls the rate of st fetch; a shorter 
distance results in a higher rate of stretch; for 
the process described in the '915' patent to be 
practiced with a rate of stretch 'below 10% per 
second, the distance between the 'stretch roll- 
ers would have to be greater than five feet; if 
the distance is less than four feet, the rate Of 
stretch is greater than ; 10% per second; the 
machine drawings used' to -construct the 401 
machine indicate that the distance between 
the stretch rollers was eight inches^ a Gore 
employed testified that "I am reasonably sure 
that no effective [stretch] rollsriin question 
would have been more than three feet simply 
because of the nature and size of the equip- 
ment" and that he ; did not remerrtben any 
stretching more than three ; feet; another Gore 
employee testified that trie distance between 
the rollers was "a maxifn^m ot)i^thc^es^ 
(emphasis added); a; docurnent .prepared by 
the same employee . (an engineer) on June 10, 
1 969 reports that the stretch span Was 8 
inches', the 401 machine, was the; onjy stretch- 
ing machine used by : the Gore.cbrfipiny; and 
the 401 machine was never substantially 
changed before October 1969. All this adds 
urj to the fact that' the 401 machine was at all 
relevant tirh'es operated with, a^stretch of less 
than four feet. 5 Thete is nb question that the 
machine was so Derated befbre October 1969 
(the District Court found that sales of tape 
made by the 401 machine were proposed in 
August 1969). 

Lean accept Robert Gore's affidavit (to the 
PTO) that there was no stretching in the 
Gore shop at a rate exceeding about 10% per 
second} prior to "my invention disclosed in the 
captioned patent application" (emphasis add- 
ed) 6 only because that declaration was ex- 
pressly-qualified by. the phrase "to my knowl- 
edge" (emphasis added). The District Court 
specifically found no specific intent; by Robert 
Gore to defraud and,: on this record, we 


; 5 The Gores (Robert and, Wilbert) testified at 
tnabthat the distance , was five feet but there is no 
Indicatibh that the trial court (which did not cite 
this testimony but did cite the opposing evidence) 
credited the Gores' testimony. ^ ; 

? The factor of the rate, of stretching was of 
direct interest to: the i examiner « during . the prosecu- 
tion of the '566 patent. In response to the examin- 
er's express request for a declaration that the Gore 
firm's production of stretched PTFE tape, prior to 
Robert Gore's invention asserted here, did not in- 
volve stretching of unsintered PTFE . at . a rate 
exceeding about 10% per second, Robert .Gor;e filed 
an affidavit in the PTO specifically stating 1 that "to 
my knowledge" (emphasis added) the 401 machine 
did hot involve f stretching at a rate exceeding about 

10% per second; T 1 * ; 
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cannot : properly overturn that finding. But 
the absence of personal intent to defraud does 
not, mean or say ; .that, whether Robert Gore 
realized it or not, the 401 machine was not 
actually operating, well before October 1969, 
to stretch uhsintered PTFE at a rate exceeds 
ing about 10% per second. Ct O'Brien v. 
Westinghouse. Electric Corp., 293 F.2d \\ 10 
(3rd Cir. 1961). It seems: impossible to me to 
reconcile Robert Gore's , insistence on two 
facts-rthat (i) he^ invented the process in Octo- 
ber 1969 and (ii) he had no knowledge prior 
to October 1969 of stretching PTFE at the 
critical' rate--with the solid facts in the record 
as to the prior operation of the 401 machine, 
except on the view* that Robert Gore did not 
realize that, he and others in the Gore shop 
had made his invention previously. 

2. It folibws that in October 1969 the 
invention of *566 Would have been obvious 
under §103 to Robert Gore becausie the prior 
practice of the 401 machine constituted prior 
art. Even if this was not prior aft technically 
within §102, that statutory ^ provision "is not 
the only source of prior art." In re Fout, 675 
F.2d 297, 300 (CCPA 1982, emphasis in 
original). The 401 rriachirie Was practiced 
under the r *9.1 5 patent (issued to : Wilbert 
Gore) and, whether or not Robert Gore sub- 
jectively realized what was happening, he and 
others |n the .Gore sKop, were practicing the 
invention later embodied in the '566 patent. 
That was prior art at least as to Robert Gore. 
Id. at 300-01. 7 

3. If it be thought necessary to invoke §102 
directly, in order to show anticipation, the 
record contains proof that the 401 machine 
was designed, constructed and used, (just as 
described supra) in November and December 
1968 and the early months of 1969-more 
than one year prior to the -566 patent appli- 
cation of May 21, 1970. See Jt. App. E 1 199- 
E 1200. Section 102(b) therefore applies. Al- 
though commercial production -was 
apparently not actively sought until June 
1969,^tlie practicing of the 401 machine prior 
to May 21, 1969 was "a public use" because 
the Gore company made "use of the 1 device 
* * * in the factory in ^he regular, course^ of 
business." Connecticut Valley . Enterprises, 
Inc. v. United States, 348 F.2d 949, 952, 146 
USPQ 404,406 (Ct. CL.1965). ■ 


7 The District Court has found that there are no 
differences between claim 1 of the '566 patent and 
the processes previously used by, the Gore firm to 
produce paste-extruded unsintered PTFE. 


4. Also, § 102(a) 8 applies .here .because 
Robert Gore was the inventor in- the '566 
patent and Wilbert Gore and others in the 
Gore shop were using the 401 machine before 
October 1969; Wilbert Gore (the inventor in 
the '915 patent under which thp.401 machine 
was made and used) and the other employees 
are "others" within §102(a)-they are not the 
same as Robert Gore who claimed to \ be 
inventor of the process that ripened into the 
'566 patent. 9 See also §102(0, which would 
ba&Robert Gore if he did not himself invent 
the subject matter of the '566 patent.' 0 ; 

5. The majority sustains the validity of 
claims 3 and 19 of the '566 patent (the claims 
also involved in appellant's suit for infringe- 
ment) which are dependent oh invalid claiih 
1. Because of the invalidity of claim' 1 the 
only possible novelty in claim 3 would be the 
requirement that the rate of 'stretch would be 
about 100% per second; 1 and the possible 
novelty of claim 19 would be that the final 
length would be greater than about five times 
the original length. My position is that both 
of these added elements, if novel, would have 
been obvious to persons of ordinary skill in 
the -art. ■' '•• ^ ■ ■"' 

The defect in the majority's analysis is that 
it neglects the cardinal fact that the prior art 
included the 401 machine (discussed supra), 
not merely the earlier patents assessed in the 
majority 'opinion. The 401 machine directly 
involved PTFE itself, not conventional ther- 
moplastic polymers. That machine also di- 
rectly involved rapid stretching of PTFE at a 
rate markedly exceeding 10%. With this prior 
art of the 401 "machine before him, an ordi- 
nary person skilled in the art would maxi- 
mize stretch rate, if only to improve the 
machine's production rate. Cf; In re Dwyer, 
Jewell, Johnson, McGrath, & Rubin, 317 
F.2d 203, 207, 137 USPQ 540 (CCPA 1963). 
Moreover, the very existence and operation of 
the 401 "machine, which stretched PTFE rap- 
idly without breaking, suggests to the skilled 
person 1 the probability of stretching at even 
higher rates. Certainly, in the light of the 401 
machine, skilled workers would see in at least 


8 An inveptipn is anticipated if it "was known 
or vised by others in this country * * * before the 
invention thereof by: the applicant for patent" (em- 
phasis added). 

9 It ; is undisputed, that it was Wilbert Gore who 
initiated , the project for . the 401. machine and 
watched over it. 

10 The majority's? discussion of "secondary con- 
siderations," though it is relevant to other aspects of 
this case, is irrelevant to the issue of anticipation 
raised by the 401 machine ■, and hardly . persuasive 
as to the tissues of obviousness based on or with 
respect to- .the- 40 i mach i ne, 
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the prior Mark wood, Nash, and Scarlett pat- 
ents (teaching extensive and rapid stretching 
of hon-PTFE thermoplastics) the suggestion 
that the method of the 401 machine could also 
be used for comparable rapid and extensive 
stretching of PTFE. 

6. In sum, I cannot escape the conclusion 
that— although there was no fraud proved— if 
the true facts as to the 401 machine had been 
made known to the PTO (as it requested), the 
involved claims of the '566 patent should (and 
probably would) not have been accepted. 


Court of Appeals, Second Circuit 

Harper & Row, Publishers, Inc. et al. 
v. Nation Enterprises et al. 

. : Nos. 83-7277 and 83-7327 
Decided Nov. 17, 1983 

COPYRIGHTS 

1. In general (§24.01) 

Copyright Act sets out test for preemption 
of state statutory or common law that may 
conflict with federal policies embodied in Act. 

2. Matter copyrightable — Classes in stat- 

ute (§24.303) 

Work of authorship in which rights are 
claimed must fall within "subject matter of 
copyright" as defined in Copyright Act Sec- 
tions 102 and 103; Act embraces "works of 
authorship," including "literary works," as 
within its subject matter. 

3. Matter copyrightable — In general 

(§24,301) * 

Fact that portions' of memoirs may consist 
6f uncopyrightable material does not take 
work asshole outside subject matter protect- 
ed by Copyright Act; were this not so, states 
would be free to expand perimeters of copy- 
right protection to their own liking, on theory 
that preemption would be no bar to state 
protection of material not meeting federal 
statutory standards; that interpretation would 
run directly afoul of one of Act's central 
purposes, to avoid development of any vague 
borderline areas between state and federal 
protection. 

4. In general (§24.01) 

- Copyright Act requires that state law cre- 
ate -legal or equitable rights that are equiv- 


alent to any of exclusive rights within general 
scope of copyright as specified in Section 106 
if it is to be preempted; these include rights to 
reproduce copyrighted work in copies, and to 
prepare derivative works based upon copy- 
righted work; when right defined by state law 
may be abridged by act that, in and of itself, 
would infringe one of . exclusive rights, state 
law in question must be deemed preempted; 
conversely, when state law violation is predi- 
cated upon act incorporating elements beyond 
mere reproduction or the like, rights involved 
are%ot equivalent, and preemption will not 
occur. 

5. Rights embraced in copyright (§24.50) 

There is no qualitative difference between 
right of author and his licensed publishers to 
exercise and enjoy benefit of pre- book publi- 
cation serialization , rights," and exclusive right 
under Copyright Act of preparing derivative 
works based on copyrighted work; enjoyment 
of benefits from derivative use is so intimately 
bound up with right itself it could not possi- 
bly be deemed separate element. 

6. In general (§24,01) 

Fact that plaintiffs pleaded additional ele- 
ments of awareness and intentional interfer- 
ence, not part of copyright infringement 
claim, in support of state law claim, goes 
merely to scope of right; it does not establish, 
qualitatively different conduct on part of in- 
fringing party, nor fundamental non-equiv- 
n alence between state and federal rights 
implicated. : 

7. Matter copyrightable — In general 

(§24.301) 

Copyright Act protects only original works 
of authors; : ! it grants rights not in ideas or 
facts, but in expression; one reasonable inter- 
pretation of word "discovery" in statute is 
"fact"; for example, historian who , learns in 
his research that certain event has occurred 
has discovered fact; copyright does not pre- 
clude others from using ideas or information 
revealed by author's work; Act is thus able to 
protect authors without impeding public's ac- 
cess to information that gives meaning to pur 
society's highly valued freedom of expression; 
neither news events, historical facts, nor, facts 
of biographical nature are deserving of Act's 
protection; listing of names, nouns, or infor- 
mation is indisputably copyrightable as com- 
pilation, but preexisting facts contained in 
those lists are not protected. ( j 

8. Matter copyrightable — In general 

(§24.301) 

Distinction between, fact and expression is 
not always easy to draw; author's originality 
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In Hercofina, a copy of a "Joint Venture 
Agreement" was made of record which ex- 
pressly appointed various "officials" to serve 
on a venture-created "Board of Managers" 
which ran the daily operations of the ven- 
ture. This agreement stated that the "gener- 
al- manager" was "the chief executive and 
bperating official of the Venture" haying 
"general charge of the business and property 
of the Venture arid sufficieiit and adequate 
authority to be the" day-to-day manager of 
the affairs of the Venture.''; In addition, the 
"general manager" was expressly authorized 
to "execute, make/ amend, deliver, file and 
abandon foreign and* domestic applications, 
for arid relating to letters' patent and trade- 
mark arid copyright registrations. : ."*." Her- 
cofina, 207 USPQ at 780-8 L 

j2] Aithough the central issue in the Her- 
cofinq case "dealt with who is the proper 
signatory for a joint venture, there is no 
doubt that the facts of Hercdfirid and the 
instant case' are closely aligned. In the 
present situation, the Applicant partnership 
created a "Partnership 9qard" much like the 
"Bo^rd of Managers" for the Hercofina joint 
venture. Both Boards appbar to have sirnilar 
functions in that they ate responsible for 
managing the daily operation of the business 
through appointed officials. In both cases 
these operating bfficialsihave been given du- 
ties that are' analogous to those of officers of 
a cdrpbratiori, and indeed have been given 
officer titles such as "President" (in Herco- 
fina, 207 USPQ at 780, the "general man- 
ager" was later designated' as "President" of 
the Board) and ''Senior Vice President, Gen- 
eral Counsel and Secretary." In addition, 
both sign atones have been given explicit au- 
thorization to act ori the cdrhpany's behalf 
with respect to any trademark filings, and 
both signatories have had the requisite per- 
sonal knowledge regarding' the use of the 
trademark. ' ' : 

Based upon the above analysis, it appears 
that the individual who signed both the Appli- 
cation and Statement of U^e was, a proper 
signatoYy-for Applicant partnership, arid the 
documents were thus properly executed as 
required by Section 1 of the statute. 
. Accordingly, the petition us granted, arid 
the application will be returned to the Exam- 
ining Attorney for action consistent with this 
decision. 


U.S. Court of Appeals 
Federal. Circuit 


No. 93-1363 
Decided May 22, 1995 ! 

PATENTS 

1. Patentability/Validity — Obviousness — 
Relevant prior art — Particular inven- 
tions (§11 5.0903.03) 

Application claim that teaches redirection 
of turbine engine exhaust noise by directing 
stream of relatively cold air through exhaust 
path.of engine is bbvious in view of prior 
patent that teaches noise reduction in tur- 
bine propulsion engines by mixing ambient 
air, with .hot combustion gases, since refrac- 
tion of sound waves, arid therefore redirec- 
tion of nbise, is inherent in prior patent, and 
since, even if . it is assumed that application 
clairris are limited to non-propulsion engines, 
goal of achieving significant noise reduction 
from aircraft would have motivated one 
skilled in art to apply methods for reducing 
noise iri propulsion erigines to paraller : prbb L 
lem of combustion noise from aircraft's noii- 
propulsion auxiliary power unit. 


Appeal from the U.S. Patent and Trade- 
mark Office; Board of Patent Appeals and 
Interferences. 

Patent application of James C. Napier, 
serial no. 07/467,179, filed Jandary 19, 1990 
(redirection of turbine exhaust noise). From 
decision upholding examiner's rejection of 
application claims ; 1-3, 5, 7, 8 and 10, Appli- 
cant appeals. Affirmed. .."/" 

Donald E; ; Stout, William I. Solomon,. and 
Alari E. Schiavelli, of Antonelli, Terry, 
Stout & Kraus, Arlington, Va., for 
appellant: -"*./■-' 

Fred E. McKelvey, solicitor, Albin f. Drost, 
deputy solicitor; Richard E. Schafer, asso- 
ciate solicitor, Joseph G. Piccolo, arid 
Richard L. Torczon, assistant solicitors, 
for appellee. 

John T. Whelan, of Fitzpa trick, Cella, Harp- 
er & Scinto, Washington, D.C.; Anthony 
W, Shaw, of Burns, Doane, Swecker & 
Mathis, Alexandria, Va., for arnicus 
curiae. 

Before Plager, Clevenger, and Schall; circuit 
judges. 
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Plager, J. 
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James C. Napier (Napier) appeals from 
the March 16, 1994 decision of < the United 
States Patent and Trademark Office Board 
of Patent Appeals and Interferences 
(Board), Appeal No. 93404& The Board 
affirmed the examiner's final rejection of 
claims 1-3, 5, 7* 8, and 10 of application 
Serial No. 07/467,179 (the '179 applica- 
tion) v entitled "Redirection of Turbine Ex- 
haust Noisei" 1 Claims 1-3 and 5 stand 
rejected under 35 U.S.C; §§ 102(b) and 103 
(1988), 2 and claims 7,-8, arid 10 stand 
rejected under 35 U.SiC. § 103. We agree 
that all the claims^re Unpatentable on the 
ground of obviousness under section 103, and 
therefore^ ^ffirm^ lA *"\ ■ 

^ BACKGROUND 

Noise from both riori-transpbrtation and 
transportation-related Sources, like r aircraft, 
hias I6ng beeh recognized as a serious : envi- 
ronmental problem; affecting human hfe^ilth 
and activity. 4 A major source of noise: Emit- 
ted by modern jet aircraft is the engines they 
employ, both for prop for auxiliary 

power,; Prbpulsiori the plane, 

dhd provide pbwer^ mechanical, hydraulic, 
or electrical, for the operation of the aircraft 
while aloft. Auxiliary power units (APUs) 
are generally used to provide such operation- 
al, power when ;tKe plane is on the gfound.;. 

Unlike the noise created by turbine pro- 
pulsion engines; largely a function of fast 
hioving exhaust air passing acros? rd?itiy^ly 
still air, the noise from ah APU is produced 
by combustion within the engine. APUs, in 
opefatibn.;when the plane is on the ground, 
are typically located in the rear section of the 
fuselage of ah r airframe behind the cargo 
doors! , Their noise cap be a problem for 
ground crew members working in or around 
the aircraft. Exhaust silencers have .been 
used - to reduce the amount of noise from 
APUs, but these have the disadvantage of 
being heavy and bulky, thereby reducing the 
operational efficiency of the aircraft. t 


^The Board also affirmed the examiner's re- 
jection of claims 12-14; but appellantwithdrew 
his appeal with respect to those claims. 
. . . 2 Unless^ specified otherwise,, all cites to the 
United States Code are for the year 1988. 

3 Since we affirm under § 103 with respect to 
the claims 1-3 and 5, we do not address the § 102 
rejection of these claims, 

4 See Roger W. Findley & S. Jay Plager* 
State Regulation of Nontransportation Noise: 
Law and Technology, 48 So. Gal. L; Rev. 209 
(1974). : ^ / - - 


The '1 79 application is directed to an 
aircraft APU that redirects noise, produced 
by combustion, away from specific locations 
on the aircraft. The device works by direct- 
ing a stream of relatively -cold air in ; a sepa- 
rate cold air pipe through the exhaust path of 
the engine to create essentially parallel flow- 
ing streams; Since sound travels faster 
through denser , mediums; arid cold air is 
denser than warm air, onceithe exhaust gases 
and separately contained cold air exit from 
the exfiaust pipe; f the sound from the- APU 
refracts toward the 1 pith of cold air instead of 
the path it otherwise would take. Therefore, 
placing the cold stream in the center of the 
exhaust pipe of an APU permits redirecting 
of the noise away from locations on the 
aircraft (such as the cargo doors where 
ground crew are working) forward of the 
pdirit at which the APU is mounted on- the 
fuselage; thereby reducing the noise level at 
those locations. ]■■*•*•• s " :;; ; 

The '179 application was filed on January 
19, 1990 y with Napier as ttie sole named 
investor; The claims of that application that 
are ^tis§tie in this appeal are claims 1-3, 5; 7, 
•8: and 10: 5 On September 17,- 1991, the 


'The claims read; , . -r , 

h An auxiliary power unit in an airframe for 
producing only nqri-propulsioh power which re- 
directs noise produced' ; by combustion 
comprising: 

a combustor for, producing combustion gases 
which contain noise produced by combustion; 

a turbine rotor powered by the combustion 
gases form ;[sic, from] the combustor; 

at least one power producing device driven 
by rotation of the turbine rotor; 

an exhaust pipe having an inlet which re- 
ceives combustion gases discharged from the 
turbine rotor i and an outlet from which the 
combustion gases are discharged; and 

means, disposed within the exhaust pipe, for 
refracting noise in the combustion gases out- 
side the exhaust pipe in a predetermined direc- 
tion outside the exhaust pipe with respect to a 
centerline of the exhaust pipe to produce a net 
. noise reduction at a selected part of the 
airframe,. v : ; . 

. 2. An auxiliary power unit in accordance with 
claim 1 wherein means for , refracting 
comprises: 

a cold air supply coupled to the exhaust pipe 
for injecting cold air into the combustion gases 
which flow within the exhaust pipe and 1 from 

:,the outlet substantially parallel to the combus- 
tion gases to cause noise present in the exhaust 

: gases outside the outlet to be refracted in the 
predetermined direction outside ; the exhaust 
pipe from .the combustion gases into cold air 
flow flowing from, the outlet. 
3. An auxiliary power unit in accordance, with 
claim 2 wherein the cold air supply injects air 
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examiner issued a final office action reject- 
ing claims 1-3 and 5 as anticipated by U.S. 
Patent No. 4,567,960 (Johnson); - claims 1-3 
and 5 as bbvious over Johrison; and claims 7, 
8 and 10 as obvious over Johnson in view of 
U.S. Patent No, 3,599,749 (Millman) .. 

Johnson is directed to a nozzle for reduc- 
ing propulsion engine noise from: aircraft 
during takeoff. The' nozzle consists of air 
inlets that are connected to a central tube in 
the: exhaust pipe such, that during takeoff 
outside air is drawn into the central tube via 
the air inlets exiting at the downstream end 
of the central tube where it thfen mixes with 
the exhaust gases. According to. Johnson j the 
mixture of the outside air with the exhaust 
gases produces a significant noise reduction 
during takeoff. Millman is : also directed to a 
nozzle for suppressing noise from a propul- 
sion jet engine, but it additionally discloses 
the use of : a compressor: to supply the air thai 
mixes with the exhaust gases. 

The Board affirmed the examiner's -final 
rejection in a decision dated March . 16, 1993. 
Regarding claims 1-3 and 5, the Board deter- 
mined, inter /alia, that it would have been 
obvious to utilize the noise suppression-teach- 
ings of Johnson on a non-propulsion power 
unit. As to claims 7, 8 and 10, the Board 
concluded that the combined teachings of 
Johnson and Millman would have rendered 
obvious the inventions defined in claims 7, 8 
an4 10. This appeal followed. 

DISCUSSION 

It is well established that the ultimate 
determination of obviousness is a question of 


into a center portion of an interior cross-section 
of the exhaust pipe. 

5; An auxiliary power unit in accordance with 
claim 3 wherein: 

; the auxi liary power unii is mounted in a rear 
portion of an airframe; and 

the^oise is refracted in a direction toward a 
centerline extending from the exhaust pipe and 
toward a rear end of the airframe behind the 
auxiliary power unit to reduce the net noise at 
a cargo door of the airframe. . " ' 

7. An auxiliary power unit in accordance with 
claim 2 further comprising a compressor for 
supplying compressed air to the combustor and 
to the cold air supply. 

8, An auxiliary power unit in accordance with 
claim 3 further comprising a compressor for 
supplying compressed air to the combustor and 
to the cold air supply. < : < . - 

10. An auxiliary power unit in accordance with 
claim 5 further comprising a compressor for 
supplying compressed air to the combustor and 
to the cold air supply. 


law, which we review without deference to 
the Board's judgment. See In re Woodruff 
919 F.2d 1575, 1577, 16 USPQ2d 1934 
1935 (Fed. Cir: 1990). Therefore, it is our 
responsibility to make the the final conclu- 
sion based on our reading of the record 
before us, giving appropriate deference to 
the Board's underlying factual determina- 
tions, such as what a reference teaches. See 
In re Beaitie, 974 F.2d 1309, 1311, 24 
USPQ2d 1040, 1041 (Fed. Cir. 1992). 

"Obviousness cannot be established by 
combining the teachings of the prior art to 
produce the claimed invention, absent some 
teaching, suggestion or incentive supporting 
the combination." In re Bond, 910 F.2d 831, 
834, 15 USPQ2d 1566, 1568 (Fed. : Cir. 
1990) (quoting Carella v. Starlight Archery 
and Pro Line Co., 804 F.2d 135, 140, 231 
USPQ 644, 647 (Fed. Cir. 1986)). However, 
the "suggestion to modify the art to produce 
the claimed invention need not be expressly 
stated in one or all the references used to 
show obviousness." Cable Elec. Prods., Inc. 
v. Genmark, Inc. t 770 F.2d 1015, 1025, 226 
USPQ 881, 886 (Fed. Cir. 1985). Rather, 
the test is whether the combined teachings of 
the prior art, taken as a whole, would have 
rendered the claimed invention obvious to 
one of ordinary skill in the art. See In re 
Gorman, 933 F.2d 982, 986, 18 USPQ2d 
1885, 1888 (Fed. Cir. 1991). 

Napier's principal argument on appeal is 
that Johnson teaches the reduction of noise 
by mixing, whereas his claimed invention is 
directed to the redirection of noise by refrac- 
tion. Therefore, according to Napier, one of 
ordinary skill in the art would not have been 
motivated to utilize the teaching of Johnson 
to produce the claimed invention. We 
disagree. 

[i] The inherent teaching of a prior art 
reference, a question of fact, arises both in 
the context of anticipation and Obviousness: ' 
See In re Grasselli, 713 F.2d 731, 739, 218 
USPQ 769, 775 (Fed. Cir. 1983). The Board 
found that, although Johnson only discloses 
noise reduction resulting from the mixture of 
ambient air with the hot combustion gases, 
sound waves are inherently refracted in 
Johnson's system. In support, the Board re- 
lied on the teaching of the prior art British 
Patent No. 653,544 (British patent) which 
explicitly states that sound waves will be 
refracted from a hot gas to a cold gas due to 
the difference in densities. 6 In view of this 


6 Col. 2, 11. 69-75. The British patent dis- 
closes a means and method for reducing aircraft 
noise by positioning a baffle between the engine 
and fuselage such that relatively cold ambient air 
passes between the exhaust stream and the baffle, 
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evidence and tKe deference owed to Bosird 
fact findings, we conclude that the Board 
properly found that Johnson inherently dis- 
closes redirection of noise. ! . 

Regarding claim 1, the only other argued 
difference between the claimed invention 
and Johnson is that Johnson is directed to 
propulsion engines whereas Napier's claims 
are limited to non-propulsion APUs; Since 
noise from propulsion engines comes from 
shearing whereas noise from APUs is a result 
of combustion in the engine, it follows, Na- 
pier argues, these are directed to different 
specific^prbblems, and therefore one of ordi- 
nary skill would not' be-ftiotiva ted to utilize 
the teachings of Oohrisdnvregarding propul- 
sion 5 engines to solve the' distinct problems 
regarding ribn-pfopulsidn' APGJS. We again 
cannot -'agree.'; -fr ; ■ ' ! ; '. • ■ 

Even if we- assume* that Napier's claims 
are limited to Only APUs, 7 propulsion en- 
gines and APUs combing to create the prob- 
lem of noise genera ted from aircraft. It 
makes no difference : thtft Johnson miay have 
addressed a different -riiechanical source Of 
the pfbbiem within the area of aircraft noise 
reduction; or a different noise-prpduciiig pro- 
cess. We agree with the Board that the goal 
of Jbhnsbny to achieve "significant noise re- 
duction" 8 from aircraft would have moti- 
vated one of skill in the art to apply teachings 
regarding noise reduction methods applica- 
ble -to : shfcar^generated noise- from an* -air- 
craft's propulsion engine to the parallel prob- 
lem ^of combustion noise from an aircraft's 
non-propulsion APU. 1 5ee In re Heck, 699 
F.2d °1331v 1332-33, 216 USPQ 1038, 
1039-40 (Fed. Cir. 1983). Thus we conclude 
that the Board did not err in rejecting claim 
L under section 103. - 1 j v.-Vi .-v- 

Napier has separately argued the merits of 
some of the other rejected claims, ; and there- 
fore- we' must review the Board's decision 
with respect to each sepaiately argued claim. 
As to claims 2 and 5; 9 Napier argues that it 
would not have been obviousto use a parallel 
flow of cold air and exhaust gases as recited 
in claim- 2 or to redirect noise , to produce a 
net reduction in noise at the cargo door as 
recited in claim 5. Although; the Board did 



thereby redirecting noise from the exhaust stream 
irita the baffle. -* v - L ^ , ; : ^ 

Napier;, argues -that the; reference to APUs 
in the preamble dHcIaim J, which is, incorporated 
into the other,, claims through their ; dependency^ is 
a limitation. We do not need to, address this issue 
since, we conclude that this difference does not 
save the claims from "rejection under section 103. 

g Col. 6- : ll. 56-57. ■ ■ - • - ^ • •. 

* 9 Napi'er has not separately argued the pat- 
entability of claim G: ' A ■*■ ^. 


riot separately address claim 2i even , if this 
limitation — substantially parallel flow — 
was not found in Johnson, this would not be 
enough to avoid a rejection of the claim 
under section 103. Moreover, our review of 
the record shows that Figs. 3 and 4 of John- 
son both show substantially parallel flow of 
the cold air and exhaust gases. As to claim 5, 
the Board concluded that since Johnson in- 
herently reduces noise, the net noise at the 
cargo door would likewise be reduced. We 
find no reversible error in this finding, either. 
WS' therefore also affirm the- Board's rejec- 
tion of claims 2 and 5 as obvious over 
Johnson. - V: \i /. < 

Finally, Napier argues that the Board 
erred in ^ndludirij^ 7, 8 &nd 10 

were obvious oveir the combination of John- 
son and! Millman, These claims, which de- 
pend from claims 2, 3 and 5 respectively, all 
contain' the' further limitation that the com- 
pressor supply compressed air -to the combus- 
tor and to the cold air supply. The Bdatd 
found that ^iilriian explicitly teaches that 
cold afir from the compressor may be; deliv- 
ered Via a cohduit to the area of ihe; ; exhaust 
pijte" for the; purpose of reducing ridise, and 
therefore fairly suggested using this cold 
supply in Johnson's nbisfe suppression sys- 
tem. We find no reversible error in that 
finding, and therefore, conclude, as did the 
Board, that Johnson in view, of Millmah 
renders claims 7, 8 arid 10 obvious. 
. : Thp Commissibner in his brief argues that 
in deciding this casb, we should apply to th6 
decision of the Board the standard of review 
applicable to administrative^ agency deci- 
sions set forth in the Administrative Proce- 
dure Act ar5^^^^ 706, father than the 
more : stringent reyieW standard bur Cases 
have articulated. See, e.g., In re Baxter fra- 
vehol Labs- 952 F.2d 388, 21 USPQ2d 1281 
(Fed. Cir; ,1991);' In re Woodruff, 9 19 F.2d 
1575, 16 USPQ2d 1934 (Fed. Cir. 1990); />t 
re De Blaime, 736 Fid 699, 222 USPQ i?I 
('Fed. Cir. 1984). Whatever merit may lie in 
. tha t position , the Commissioner \ , will no 
doubt be gratified to know thai 'we; were able 
to affirm the Board in this instance under the 
more stringent standard. We thus find it 
unnecessary to address the question of 
whether the APA standard is, in an appropri- 
ate case, the applicable one. See In re Bmna, 

• F.3d _, 34 USPQ2d 1436 (Fed. 

Cir. 1995). , - 

CONCLUSION- ^ 

The decision; of the Board, sustaining Jhe 
final rejection of claims 1-3, 5, 7, 8 andUO as 
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obvious, is affirmed. 

AFFIRMED 


U.S. Court of Appeals 
Federal Circuit 

Ray y. Lehman 

"■■I: '% , No. 94-1236 

Decided May 17, 1995; 

PATENTS 

1. Practice and procedure in Patent and 

Trademark Office -fc- Fees (§110.03) 

Showing of unavoidable delay required by 
Patent and Trademark Office for acceptance 
of late payment of maintenance fee under 35 
USC 41(c)(1) is not inconsistent with un- 
avoidable delay standard for revival of aban- 
doned application under 35 USC 133, since 
under both statutes, PTO requires proof that 
party exercised due care of reasonably pru- 
dent person, and since 37 CFR 1.37^(b)(,3), 
which sets forth manner in which party must 
prove such reasonable prudence, does not 
impose additional requirements. 

2, Practice and procedure in Patent and 

Trademark Office — Fees (§1 10,03) 

Patentee whose patent expired for nonpay- 
ment of maihtejiance fee required by 35 
USC 41(b) clearly received notice mandated 
by due process, since Patent and Trademark 
Office proyided notice of fees due Oil inside 
cover of patent document in : patentee's; pos- 
session, arid also mailed remin 
patentee's designated legal representative; 
patentee's contention that, lie $id not read 
patent,, and that notice to tiis legal represen- 
tative; was sent to "obsolete'' address, dobs 
not show that delay in paying maintenance 
fee was unavoidable within meaning of 35 
USC 41(c)(1), especially in view of paten- 
tee's failure to provide his current address to 
either legal representative or PTO. 


Appeal from the U.S. District Court for 
the District of Columbia, Pratt, J. 

Action by Ralph D. Ray against Bruce 
Lehman, commissioner of patents and trade- 
marks, seeking injunction reinstating patent 
following its expiration for failure to .pay 
maintenance fee. From entry of summary 
judgment upholding refusal of Patent and 
Trademark Office to reinstate patent, plain- 
tiff appeals. Affirmed. 


Charles E. Bruzga, New York, N.Y., for 
appellant. 

Richard Torczon, assistant solicitor, PTO 
Albin F. Drost and Nancy J. Linck, solici- 
tor, for appellee. 

Before Rich, Plager, and Lourie, circuit 
judges. 

Rich, J, 

Ralph D. Ray (Ray) appeals the January 
25, 1994 decision of the United States Dis- 
trict Court for the District of Columbia 
granting the Patent and Trademark Office 
(PTO) Commissioner's motion for summary 
judgment affirming the PTO's denial of 
Ray's petition to reinstate his patent for 
failure to pay a maintenance fee. We affirm. 

I. Background < 

Ray, with the assistance of a patent agejit, 
Tom Sherrard (Sherrard), filed a patent 
application on July 8, 1983 which issued as 
U.S. Patent No. 4,466,797 ('797 patent) on 
August 21, 1984. Upon issuance of the <797 
patent, in section 1A of the issue fee trans- 
mittal notice, Sherrard listed his own ad- 
dress for receipt of further correspondence 
from the PTO. - 

The PTO mailed a letter to Sherrard pon 
March 22, 1988 reminding him that the first 
maintenance fee, required 3 years and-6 
months after issuance of the '797 paten i; ms 
soon due. Under 35 U.S.C. § 41(b) (1988); a 
grace period of 6 months is provided ^to v pay 
each maintenance fee. Therefore, the fet 
maintenance fee for the '797 patent . was due 
at the latest, 4 years, after the ; issue r,date, 
August 21, 1988. Sherrard, who had ^retired 
from practice sometime after the -797 patent 
issued, forwarded the PTO's letter to the last 
address he had for Ray. The letter was re- 
turned to Sherrard as undeliverable. Sher- 
rard did not pay the maintenance fee and the 
'797 patent expired. y ; 

Ray did not discover that the '797 patent 
expired until March 1990. Soon thereafter 
he attempted pro se to have the patent rein- 
stated by filing a paper entitled "Petition to 
Accept Delayed Payment of Maintenance 
Fee in an Expired Patent 37 CFR 1.378" 
(the petition) in the PTO. In the petition, 
Ray asserted that he had "no knowledge 
whatsoever that any maintenance fee would 
be due in connection" with the '797 patent. 
Ray maintained that Sherrard had not told 
him of the maintenance fee requirement and 
that he "knew of no reason to keep in contact 
with Mr. Sherrard after his retirement." . 
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Cite as 828 F.2d 

by the district court and is not pressed 
before us. Nor does Biomet pursue the 
argument that even if the opinion were 
subject to a waived attorney-client privi- 
lege, its attorney had not waived his work 
product immunity. 2 

Thus although the district court's denial 
of the requested discovery of Biomet's 
counsel may or may not have bieen tbe 
correct result, it can riot have been correct 
on the reasoning upheld by the majority. 
The issue of waiver requires review, in the 
first instance by the district court, on the 
proper standard. 



KEY NUMBER SYSTEM 


In re Edgar L. STENCEL, Appellant. 
No. 87-1110. 

United States Court of Appeals, 
Federal Circuit 

Sept. 2, 1987. 


Applicant appealed from decision of 
Patent and Trademark Office Board of Pat- 
ent Appeals and Interferences that rejected 
claims of patent application entitled "a 
driver for a lobed collar" for failure to 
meet requirements for patentability. The 
Court of Appeals; Pauline Newman, Circuit 
Judge, held that: (1) prior art against 
which patentability was measured was 
driver suitability for use in combination 
with particular collar; (2) combined teach- 
ings of prior art did not suggest , structure 
of claimed driver; and (3) applicant was 
entitled to claimed driver, limited by state- 

P.Q. 508, 511 (S.D.N.Y.1969), wherein a non-par- 
ty shared a validity opinion in confidence with a 
party to the suit, the Stix court held that because 
there was a community of interest in demon- 
strating the invalidity of the patent, the sharing 
of the opinion did not constitute waiver of the 
work product immunity of the attorney who 
prepared the opinion. 


STENCEL 751 
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ment of purpose and further defined by. 
remaining causes of claims at issue. 

Reversed. 


1. Patents ^101(5) 

Applicant could describe driver in 
terms of structure imposed upon driver by 
collar having plastically deformable lobes 
in application for patent on driver adapted 
to set a joint with a particular threaded 
lobed collar; prior art against which pat- 
entability was measured w;as not all drivers 
broadly, but rather, driver suitable for use 
in combination with particular collar. 35 
U.S.C.A. § 103. 

2. Patents <&?16(3) 

Test in determining whether claimed 
invention would have been obvious is what 
combined teaching of references would 
have suggested to one of ordinary skill in 
the art, 35 U.S.C.A. § 103. 

3. Patents <s=>16.1 

Applicant's fastener system was not 
prior art against claims of his own applica- 
tion for patent on driver adapted to set 
joint with .a particular threaded lobed col- 
lar; combined teachings of references 
would not have suggested structure of 
claimed driver, absent prior knowledge of 
applicant's fastener system. 35 U.S.C.A. 
§ 103. 

4. Patents <s=>26(l) 

Obviousness is not established by com- 
bining teachings of prior art to produce 
claimed invention, absent some teaching or 
suggestion that combination be made. 35 
U.S.C.A. ,§ 103, 

5. Patents <fc*16.17 

Applicant was entitled to claim driver 
adapted to set joint with a particular 

2. See United States v. American Telephone and 
Telegraph Co., 642 F.2d 1285; 1299 (D.C.Cir. 
1980) in which the court states: 
[W]hile the mere showing of a voluntary dis- 
closure to a third person will generally suffice 
to show waiver of the attorney-client privi- 
lege, it should not suffice in itself for waiver 
of the work product privilege. 
See also Hickman v. Taylor, 329 U.S. 495, 510^- 
514, 67 S.Ct. 385, 393-395, 91 L.Ed. 451 (1947). 
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threaded lobed collar,- limited by statement 
of purpose arid further defined by remain- 
ing causes of claims at issue, absent sug- 
gestion in prior art of driving having 
claimed structure and purpose. 35 U.S. 
C.A. § 103. 


E. Roderick Cline, Christie,- Parker & 
Hald, Pasadena, Cal., for appellant 

Joseph F. Nakamura, Solicitor, Fred 
McKelvey, Deputy Solicitor and John W. 
Dewhirst, Associate Solicitor, Office of the 
Solicitor, of Arlington; Va., for appelle^ 

Before FRIEDMAN, NEWMAN, , and 
BISSELL, Circuit Judges. 

PAULINE NEWMAN, Circuit Judge. 

The decision of the United States Patent 
and Trademark Office Board of Patent Ap- 
peals and Interferences (Board), rejecting 


claims 1 through 14 of Stericel patent appli- 
cation Serial No. 250,895 entitled "A Driver 
for a Lobed Collar" for failure to meet the 
requirements for patentability set out in 35 
U.S.C. § 103, is reversed. 

OPINION 

v The claimed invention relates to a driver 
that is adapted to set a joint with a particu- 
lar threaded lobed collar. The driver turns 
the collar until, when the collar is tight 
against the workpiece, the lobes of the 
collar are deformed by the driver. The 
collar and the bolt then lock together, and 
the driver can no longer turn the collar. 

Figures 1, 4 and 5 are illustrative, Figure 
1 showing the driver body having a deltoid 
socket, and Figure 4 showing the driver 
socket on the collar before and Figure 5 
after tightening. 







Claim 1 is the broadest claim: 


1. A driver for setting a joint of a 
threaded collar, a threaded pin, and at 


IN RE STENCEL 753 
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least one sheet, the collar having plasti- the collar at the location of the lobes 

cally deformable lobes on its longitudinal after their plastic deformation; and 

exterior that upon the existence of a - • 

predetermined clamp-up load between (d) means on the body to receive a 

the collar and the sheets plastically de- wrenching torque applied to the driver so 

form in radial compression and displace ^ tli(? flats apply the torque to the 

material of the collar into void volumes lobes of thfe collar. 

between the collar and the pin to lock the - 

The examiner rejected the claims on a 

combination of ^ two references showing 
drivers, statirig that it would have been 
obvious to include the flats of Grabovac 
U.S. Patent No. 3,979,979 in a driver of the 
type disclosed in Reiland U.S. Patent No. 
3,763,725. Reiland shows a driver having a 
socket with recesses that engage the lobes 
of a bolthead, shearing them when a prede- 
termined torque is applied to the driver, 
and leaving a residual portion of : the lobes 
to allow for removal. The Reiland driver is 
illustrated as follows: 



two together and terminate the action of 
the driver on the collar, the driver com- * * 
prising: 

(a) a body having a rotatiort^ axifi£ 

(b) a socket in the body having a plu-r 
rality of flats that when cut by radial 
planes normal to the rotational axis fall 
on the sides of a regular polygon, the 
flats being parallel to the rotational axis; 

(c) the minimum distance ; between 
each flat, and the rotational axis : corre- 
sponding substantially to the radius of 


The, Grabovac patent teaches a driyer sock- \ in this figure: 
et having flat sides in its interior, as shown ' . • 
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The Bdard agreed with appellant Stencel 
that "th£re is a 'fundamental difference be- 
tween the failure mechanism effected by 
the driver disclosed in the Reiland patent 
from that disclosed in the present applica- 
tion", but affirmed the examiner's rejection 
of the claims because "the claims here are 
directed to the driver per se and not to the 
action of the fastener during the tightening 
procedure." 

The Commissioner argues that.the fail- 
ure of the lobes of the collar by radial 
compression and the resultant locking of 
the collar and pin together is hot a distin- 
guishing feature of #he driver, but of the 
collar. The Commissioner citeis In re Best, 
562 F.2d 1252, 195 USPQ 430 (CCPA 1977), 
and In re Stvinehart, 439 F.2d 210, 169 
USPQ 226 (CCPA 1971), for the proposition 
that the description of the driver in the 
claims is merely functional, and that its 
patentability must be determined against 
all embodiments of drivers in the prior art. 

[1] Appellant points out that the driver 
as claimed is indeed limited as to structure, 
the limiting structure being defined by the 
structure of the collar. For example, the 
driver is described in claim 1 as requiring: 
"the minimum distance between each flat 
and the rotational axis corresponding sub- 
stantially to the radius of the collar at the 
location of the lobes after their plastic de- 
formation". 


As a matter of claim draftsmanship, ap- 
pellant is not bairred from describing the 
driver m terms of the structure imposed 
upon it by the collar having plastically de- 
formable lobes. The framework— the 
teachings of the.^prior art— against which 
patentability is riteasured is not all drivers 
broadly, but drivers suitable for use in 
combination witli this collar, for the claims 
themselves aire so limited! 

There is an extensive body of precedent 
on the question of whether a statement in a 
claim of purpose or intended use consti- 
tutes a limitation for purposes of patenta- 
bility. See generally Kropa v. Robie, 187 
F.2d 150, 155-59; 88 USPQ 478, 483-87 
(CCPA 1951) and the authority cited there- 
in, and cases compiled in 2 Chisum, Patents 
§ 8.06[l][d] (1987). Such statements often, 
although not necessarily, appear in the 
claim's preamble, as in Stencel's claims. 

; [2] Whether a preamble of intended 
purpose constitutes a limitation to the 
claims is, as has long been established, a 
matter to be determined on the facts of 
each case in view of the claimed invention 
as a whole. In re Duva, 387 F.2d 402, 407, 
156, USPQ £0, 94 (CCPA 1967); In re 
Walles, 366T.M 7^^^ U^Q 185, 

190 (CCPA 1966)" The test in determining 
whether a claimed invention would have 
been obvious is what the combined teach- 
ings of the references would have suggests 
ed to one of ordinary skill in the art. In re 
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Keller, 642 F.2d 413, 425, 208 USPQ 871, 

881 (CCPA 1981). WINDSURFING INTERNATIONAL 

INC., Plaintiff-Appellant, 


(3,4] The cited references would not 
have taught or suggested the structure of 
the claimed driver in the absence of prior 
knowledge of Stencel's fastener system. 
Stencel's system is not prior art against the 
claims of his own patent application. Nor" 
is obviousness established by combining 
the teachings of the prior art to produce 
the claimed invention, absent some teach- 
ing or suggestion that the combination be 
made. Interconnect Planning Corp. v. 
Feil, 774 F.2d 1132, 1143, 227 USPQ 543, 
551 (Fed.Cir.1985); In re Corkill, 771 F.2d 
1496, 1501-02, 226 USPQ 1005; 1009-10 
(Fed.Cir.1985).; 


[5] Stencel is not inhibited from, claim- 
ing his driver, limited by the statement of 
its purpose, and further defined by the 
remaining clauses of the claims at issue, 
when there is no suggestion in the prior art 
of a driver having the claimed structure 
and purpose. See In re Deminski, 796 
F.2d 436; 442, 230 USPQ 313, 315 (Fed.Cir. 
1986). 

We conclude that it would not have been 
obvious to put the Grabovac flats in the 
Reiland driver unless one had in mind the 
purpose taught by appellant. This pur- 
pose, set forth in the claims themselves, "is 
more than a metre statement of purpose; 
and that language is essential to particular- 
ly point out the invention defined by the 
claims." In re Bulloch, 604 F.2d 1362, 
1365, 203 USPQ 171, 174 (CCPA 1979). 
See also Perkm-Elmer Corp. v. Compu- 
ter-vision Corp., 732 F.2d 888, 896, 221 
USPQ 669, 675 (Fed.Cir;), cert denied, 469 
U.S. 857, 105 S.Ct. 187, 83 L.Ed;2d 120 
(1984) (the limitations appearing in the 
preamble are necessary to give meaning to 
the claim and properly define the inven- 
tion). ■ ; • ; 

REVERSED. 


v. m 

AMF INCORPORATED, 
Defendant- Appellee. 

No. 87-1232. 

United States Court of Appeals, 
Federal Circuit. 

: [ Sept. 9, 1987. 


Three actions relating to validity, in- 
fringement and enforceability of reissue 
patent for sailing surfboard were consol- 
idated. The United States District Court 
for the Southern District of New York, 
Morris E. Lasker, J., 613 F.Supp. 933, en- 
tered judgment. Appeal was taken. The 
Court of Appeals; Markey, Chief Judge, 
held that the district court lacked jurisdic- 
tion over action. 

Remanded. 


1. Declaratory Judgment <s»62, 64 

To have actual case or controversy in 
declaratory judgment action, plaintiff must 
have real and reasonable apprehension of 
litigation, and plaintiff must have engaged 
in course of conduct which brought it into 
adversarial conflict with declaratory de- 
fendant 28 U.S.&A. § 22Q1; U.S.C.A. 
Const Aft. 3, § 1 et seq. 

2. Declaratory Judgment <3= 3 237 

Defendant's mere desire to use "wind- 
surfer" and "windsurfing" in connection 
with its products did not constitute course 
of conduct placing it in legally adversarial 
conflict with plaintiff respecting plaintiffs 
"Windsurfer" trademark registrations and 
did hot present a justiciable controversy; 
therefore, district court lacked jurisdiction 
over defendant's action for declaration that 
plaintiffs trademark had become generic 
requiring cancellation of trademark regis- 
tration. 28 U.S.C.A, § 2201; U.S.C.A. 
Const. Art. 3, § 1 et seq., 
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the Skinner claim. On or before July 31, 
19^8, plaintiffs shall file any response. 

IT IS SO ORDERED. 

. Co I KEY NUMBER SYSTEM > 


WINNER INTERNATIONAL 
ROYALTY CORPORATION, 
Plaintiffs-Appellee, 

• *' ' v. 

Ching-Rong WANG, Defendant- 
Appellant. 

No. 98-1553. 

United States Court of Appeals, 

Federal Circuit: r : "i 

1 " Jan! 27, 2000 r ! 

Rehearing and Rehearing Eh Baric 
Denied March 6, 2000. 

Owner of patent and patent applica- 
tion claiming automobile anti-theft device 
brought action challehgirig decision of the 
Board of Patent Appeals arid Interfer- 
ences, in interference proceeding, declar- 
ing patent and application claims invalid as 
obvious. -Competitor's motion to transfer 
action to California was denied, 1998 WL 
268279. Following bench trial, the United 
States , District Court for the District of 
Columbia, Stanley Sporkin, J., 11 
F.Supp.2d 18, overturned Board's decision, 
and competitor appealed. The Court of 
Appeals, Michel, Circuit. Judge, held that: 
(1) owner's submission to district court of 
live testimony on all patters before the 
Board required court to conduct trial ie 
riovo; (2) patent was not invalid as obvious; 
(3) allowing allegedly late-disclosed wit- 
nesses to testify was not abuse of discre- 
tion; (4) evidence! regarding ridxus betweien 
commercial success of claimed invention 
and patentably distinct feature of invention 
was admissible; and (5) competitor was not 
entitled to transfer. ; ; ; 

Affirmed. ■., : .■; • 

1; Federal Courts ^776, 850.1 

On appeal following a bench trial 5 , 
Court • of Appeals reviews i > ' the district 


court's factual findings for clear error and 
its conclusions of law de novo. 

2. Patents <S^114.16 

Patent owner's submission to district 
court of live testimony on all matters be- 
fore the Board of Patent Appeals and In- 
terferences, in owner's action for review of 
interference decision, required district 
court to conduct trial de novo, based both 
on Board record and the district court 
evidence. 35 U.S.C.A. § 146. 

3. Patents <s=>114.16, 114.22 

The admission of live testimony on all 
matters before the Board of Patent Ap- 
peals and Interferences, in a district court 
action for review of a decision in an inter- 
ference proceeding, makes a factfinder of 
the district court and requires a de novo 
trial; thus, although the live testimony be- 
fore the district 'court might be the same 
or similar to testimony before the Board in 
the form of affidavits and deposition tran- 
scripts, a district court should still make 
de novo factual findings, while treating the 
record before the Board when offered by a 
party as if it was originally taken and 
produced in the district court. 35 
U.S.C.A. § 146. 

4. Patents <2^16(1, 2), 314(5) 

Obviousness of a patent claim is a 
question bf law based on underlying factu- 
al inquiries including: (1) the scope and 
content of the prior art; (2) the level of 
ordinary skill in the art; (3) the differ- 
ences between the prior art and the 
clairned invention; and (4) extent of any 
objective indicia of non-obviousness. 35 
U.S.C.A. § 103. 

5. Patents <^114.25, 324.55(4) 

The ultimate determination of obvi- 
ousness of a patent claim by a district 
court is reviewed by the Court of Appeals 
de novo while the underlying factual inqui- 
ries are reviewed for clear error, regard- 
less of whether Court is . reviewing judg- 
ment in an infringement suit or judgment 
in an action for review of an interference 
proceeding. 35 U.S.C.A. § 103. 
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Cite as 202 F.3d 1340 (Fed.Clr. 2000) 
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6. Patents ®=>26(1) 

When determination of paterit's obvi- 
ousness is based on multiple prior art ref- 
erences, there must be a showing of some 
teaching, suggestion, or reason to combine 
the references. 35 U.S.C.A. § 103, 

7. Patents <S*314(5) k 
Whether motivation t6 combine prior 


opment flowing from the reference's dis- 
closure is unlikely to be productive of the 
result sought by the patent applicant; 1 
See publication Words and Phras- 
es for other judicial constructions 
and definitions. 


13. Patents <3=>36.2(5) 

o Where party challenging patent as ob- 
art references was shown by party assert- * ' vious failed to establish a prima facie case 
ing that patent was obvious is a question of 
fact. 35U.S.C.A. § 103. 

8. Patents <^26(1) 

Evidence of a suggestion, teaching, or 
motivation to combine prior art references 
in manner rendering patent obvious may 
flow, inter alia, from the ; references them- 
selves, the knowledge of one of ordinary 
skill in the art, or from the nature of the 
problem to be solved. 35 U.S.C.A. § 103. 

9. Patents <S=>36(1) 
; Although a = prior art reference need 

not expressly teach that the disclosure 
contained therein should be combined with 
another, to render a patent invalid as obvi- 
ous, the showing of combinability, in what- 
ever form, must nevertheless be clear and 
particular. 35 U.S.C.A. § 1Q3, 

10. Patents ^36(3) 

■ : — Competitor failed to show motivation 
or suggestion to combine prior art refer- 
ences disclosing claimed automobile anti- 
theft device and its feature of self-locking 
ratcheting mechanism, as required to show 
prima facie case of obviousness, since one 
ofi ordinary skill in the art would not have 
reasonably elected trading benefit of secu- 
rity for that of convenience, which would 
result from use of ratcheting mechanism, 
and reference disclosing invention's other 
features taught away from the ratcheting 
mechanism. 35 U.S.C.A. § 103. 

11. Patents ^314(5) \ 
What a prior art reference teaches 

and whether it teaches toward or away 
from a claimed invention are questions of 
fact. ' ,. \ ' 

12. Patents <^16(3) 

A prior art reference will "teach 
away" if it suggests that the Mine -of devel- 


of obviousness, patentee was not required 
to establish objective indicia of non-obvi- 
ousness; such as commercial success. 35 
U.S;C.Ai§ 103. 

14. Patents <S=>36.2(9) 

Even if competitor established prima 
facie proqf that patent for automobile anti- 
theft device was obvious, corhfnercial suc- 
cess of invention overcame other obvious- 
ness factors and patent was thus not inval- 
id. 35 U.S.C.A. § 103. 

15. Federal Courts <s=>823 

A district court's decision- to admit or 
exclude evidence at trial is reviewed for 
abuse of discretion. 

16. Federal Courts <&=>921 

, District court cpuld not be deeined to 
have abused its discretion in allowing air 
legedly late-disclosed witnesses to testify, 
absent identification of which witnesses 
should not have been permitted to testify. 

17. Patents <3=>36.2(1) 

Evidence regarding nexus between 
commercial success of claimed invention 
and patentably distinctrfeature of invention 
was relevant, and indeed necessary, to. es- 
tablish commercial success, and evidence 
was thus admissible to show commercial 
success as factor overcoming prima facie 
case that invention was obvious, in action 
for review of decision of Board of Patent 
Appeals and Interferences declaring pat- 
ent invalid. 35 U.S.C.A. § 103. 

18. Courts <^96(7) 

District court's denial of motion to 
transfer aiction for the convenience of par- 
ties and witnesses, in the interest of jus- 
tice, was procedural matter, so review of 
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that issue by Court of Appeals for the 
Federal Circuit was governed by law of 
the district court's regional . circuit. , , 28 
U.S.C.A..§ 1404(a).. , 

19. Federial Courts <S^110 

Competitor was not entitled, in the 
interest of justice, to transfer of patent 
owner's action for review of administrative 
interference decision- to; district in which 
related actions had been stayed pending 
outcome of interference and instant action, 
as it was unclear that other forum would 
be more convenient, and action could likely 
be resolved more quickly if it was not 
transferred. 28 U.S.C.A. § 1404(a). 


Kenneth A! Lapatin^, Camhy ICarlinsky 
& Stein, of New Yo^ argued 
for plaintiff-appellee. Of , counsel on the 
brief 'was Charles L. Gholz, Obion, Spivak, 
McClelland, Maier & Neustadt, P.C. 

Joseph A. Yariny, Yanny, ; Grieco & Osh- 
er, of Los Angelesj California, argued for 
defendant-appellant. , With; him: on the 
brief were Mary L. Grieco, and Michael A. 
DiNardo. Of counsel on the , brief were 
Charles R. Wolfe/ Jr;, arid Rifc^d E: 
Fitcher, Bacon & Thomas, of Alexandria, 
Virginia: * : r ! , 

Before MICHEL, RADER, an<i \ 
GAJARSA; Circuit Judges. 

MICHEL, Circuit Judge. : ? 

Ching-Rong • Wang ; ("Wang"> appeals 
from the judgment of the United States 
District Court for the; District of Columbia, 
overturning- the decision of the United 
States Patent and Trademark Office Board 
of Patent Appeals . and Interferences (the 
-'Board") in an interference,, and holding 
that the inventions ; of claims ,2 and 4 of 
U.S.; Patent . No: 4,935,047 ("the W pat- 
ent") and claims 9-11 of U.S. Patent App. 
No. 07/478,411 ("the.. '411 , • application'^ 
would not have been obvious in light of the 
cited prior art. See Winnerlnt'l Royalty 
Corp. ' v. Wang, '11 F.Supp.2d 18, 48 
USPQ2d 1139. (D;D.C. June 12, 1998).; 
The '047 patent, issued to Jinn Wu CWu"), 
and the '411 application ;are owned by Win- 


ner International Royalty Corp. ("Win- 
ner"). The district court had jurisdiction 
pursuant to 35 U.S.C. § 146 (1994) because 
Wu filed suit there after an adverse ruling 
by the Board in an interference between 
himself and Wang. Winner, as owner of 
Wu's patent, superseded Wu as plaintiff. 
The Board held the Wu patent and appli- 
cation claims invalid as obvious. See 35 
U.S.C. § 103 (1994). Other litigatipn (in- 
cluding suit against Wang), in which Win- 
ner alleges infringement of its '047 patent 
and asserts several related claims, has 
been stayed in the Central District of Cali- 
fornia pending the outcome of this appeal. 
The district court first denied Wang's mo- 
tion to transfer this action to the District 
Court for the Central District of Califor- 
nia. See Winner InVl Royalty Corp. u 
Wang, 45 USPQ2d 1864, 1998 WL 268279 
(D.D.C. Jan.20, 1998). Then it conducted 
a 7 day bench trial. On appeal, Wang 
challenges (1) the denial of the transfer; 
(2) rulings as to the admission of evidence 
despite its similarity to that before the 
Board; and (3) the holding of non-obvious- 
ness that revived the '047 patent. This 
case was submitted for our decision follow- 
ing oral argument on August 2, 1999. Be^ 
cause the district court did not clearly err 
in any of its factual - findings : relating to 
obviousness, did not ,, err in its ultimate 
determination of non-obviousness, and did 
not abuse its discretion either in admitting 
the challenged documentary evidence and 
testimony or in refusing to transfer the 
case, we affirm. 

BACKGROUND 

In addition to the '047 patent, Winner 
also owns U.S. Patent No. 4,738,127 
("Johnson"), the commercial embodiment 
of which is the original steering wheel anti- 
theft device known as "The Club." Wu, the 
principal in the Taiwanese manufacturer of 
the original Club/is named as the inventor 
in the '047 patent, commercial embodi- 
ments of which are known as "The Super 
Club," "The Ultra. Club," and "The Club 
GL;".The '047 patent discloses an automo- 
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device that is mounted ous in light of certain prior art under 35 


bile anti4heft 
across the steering wheel and is locked in 
place by use of a self-locking ratcheting 
mechanism. Like all versions of the Club, 
when locked: in place, the commercial emr 
bodiments of the '047 patent prevent theft 
by blocking the, steering wheel from turn- 
ing. The ratcheting mechanism is differ- 
ent from the dead-bolt used in Johnson 
and so the '047 patent may be thought of 
as an improvement over Johnson. While 
Johnson's dead-bolt system is more secure, 
it is not as convenient as the ratcheting 
mechanism claimed in the '047 patent be- 
cause a key is required to lock the Johnson 
device in place while the '047 patent dis- 
eases a device that locks itself without use 
of a key. 1 

Wang also manufactures similar anti- 
theft devices in Taiwan and exports them 
to the U.S. where he sells them through 
his United States distributor. Wang's de- 
vice is known commercially as "The Gorilla 
Grip." Wang filed a patent application di : 
rected to his Gorilla Grip device and was 
issued U.S. Patent No. 4,887,443 ("the '443 
patent"). 

In 1990, Wu discovered that the device 
disclosed in Wang's '443 patent was very 
similar to the subject matter of his then- 
pending application, which later issued as 
the '047 patent, and decided to provoke an 
interference by filing a divisional applica- 
tion and submitting a claim identical to the 
broadest claim in the '443 patent. On 
August 8, 1991, an interference was de- 
clared, and a proceeding began to deter- 
mine which party, Wu or Wang, had priori- 
ty of invention. The claims of the '047 
patent and an additional Wu application, 
the '411 application, were eventually added 
to tlie count in the interference. 1 

During the interference proceeding, 
Wang filed a preliminary motion alleging 
that the interference count, and hence both 
parties' claims, was unpatentable as obvi- 

1. In both devices a key is needed to unlock 
the device. , . ■ 

2. ,The related claims in the '41.1 application 
were also found not unpatentable, but were 


U.S.C. § 103 (1994). Wang,, apparently 
acknowledging that his claim to priority 
over Wu's '047 patent was questionable, 
ultimately conceded that his '443 patent 
was invalid and sought to prove that 
Wu's '047 patent was also invalid. 

After a final hearing, the Board, in a 
split decisions held all affected claims inval- 
id except for claims 1 and 3 of the '047 
patent. - Wu then filed both an appeal to 
this court pursuant to 35 U.S.C. § 141 
(1994) and an action in the District Court 
for the District of Columbia pursuant to 35 
U.S.C. § 146, while Wang filed a section 
146 action in the District ■■ Court for the 
Central District of California: In Wu's 
section 141 appeal frotn the decision of the 
Board, this court determined that the sec- 
tion 146 suit would proceed pursuant to 
Wu's complaint in the District Court for 
the District of Columbia. ^.:See Wu v. 
Wang, 129 F.3d 1237, 44 USPQ2d 1641 
(Fed.Cir.1997). Because Wu filed his ap- 
peal, first, and responded in timely fashion 
to Wang's notice . of . election by filing a 
section 146 action in the District Court for 
the District of Columbia, Wu's choice of 
forum governed. See id: at 1242-43, 44 
USPQ2d at 164546. We then dismissed 
the section 141 appeal as superseded by 
the section 146 action. See id at 1238, 44 
USPQ2d at 1642. 

After the first appeal to this court, 
Wang filed a motion in the district court to 
transfer th6 action to the Central District 
of Calif oma. The district court denied 
tfie motion. See Winner, 45 USPQ2d 
1864. After a seven^da# bench trial, the 
district court held that the inventions of 
claims 2 and 4 of the '047 patent would not 
have been obvious in light of the cited 
prior art. See Winner, 11 F.Supp.2d 18, 
48 USPQ2d 1139. 2 At trial,' Winner pre- 
sented testimony on each of the four prin- 
cipal factual issues underlying an obvious- 

not separately addressed by the district court 
and are not separately argued on appeal. 
Therefore, we do not address them separately 
either. ■ : : 
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riess determination, as; well as affidavits. 
Wang presented one expeirt witness to tes4 
tify as to his opinion regarding obvious- 
ness and the underlying factual determina- 
tions. The record before the Board was 
also admitted: into evidence before the dis- 
trict court.'.'';,-. • '. :■•>'■■:■ ■ •• A : 
The focus of the trial was- on four prior 
art references that Wang alleged, before 
the court as he had before the Board, 
rendered , the invention 1 of the '047 patent 
obvious/ These references were Johnson 
(mentioned above), U.S. Patent No; 3,462;- 
982 ("Moore"), Taiwan Patent App. No. 
74,210,699 ;("WuROCH, and French Patent 
App. No. :^S66,398 (^Grimaldi"). Winner 
also* introduced evidence of the commercial 
success . of its • Super Club •line [ of products. 
This evidence had not been presented to 
the Board. - , . 

Like the' device disclosed in the '047 
patent; the mechanism of Johnson immobi- 
lizes the steering wheel by the user insert- 
ing it within the steering wheel, telescop- 
ing its arms* outward so that hooks oh the 
end; of the arms engage = theisteering wheel, 
and then locking the arms in place; ; As 
stated earlier,' unlike the '047 patent,' which 
discloses a self-16cking ratcheting mecha^ 
nism, Johnson uses a dead-bolt to lock the 
device in place, which requires the user to 
turn a ( key after putting, the device on the 
wheel. Moore discloses a steering wheel 
lopk that ; unfolds into a "Y" shape> i^nd 
utilizes a self-locking rateheting r! piechaT 
nism, whiqh does not require a key. WuR- 
OC discloses a wheel and brake ppclal lock- 
ing device with a . versatile locking , core 
that can accommodate either a. 4ead-bQlt 
or a self-locMng rateheting.m 
it does not disclose either of these locking 
mechanisms. Grimaldi discloses a two- 
piece . mechanism for lqcking a clutch.^ or 
brake pedal. to. the floorboard or . firewall of 
a car and its figures appear, to show, a rod 
and pawl mechanism that locks, it into 
place. 

The key issue tried was the presence or 
absence of sufficient proof of a motivation 
to combine the four prior art references. 
The Board had found that one skilled in 
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the art (1) -"would have considered John- 
son's dead-bolt-type locking device to be 
disadvantageous compared to the Moore 
and WuROC devices to the extent that 
Johnson requires a key for setting in posi- 
tion and adjusting the device," and (2) 
"would have been motivated to make Johii- 
son easier to use, albeit less secure, by 
replacing the dead-bolt mechanism" of 
Johnson With a suitable self-locking ratch- 
eting mechanism. The district court found 
that these factual findings were "clearly 
erroneous" and found that adequate; moti- 
vation to combine the references was hot 
shown. See Winner, 11 F.Supp.2d at 23- 
24, 48 USPQ2d at 1143-44. The district 
court also found that Winner established 
commercial success resulting from the im- 
provement claimed ih ! the '047 patent, even 
though it held such a finding immaterial in 
light of Wang's failure to establish a prima 
facie case of obviousness. See id. Accord- 
ingly; the district court held that oh this 
record the inventions of claims 2 and 4 of 
the '047 patent would not have been obvi- 
ous arid ovierturned the Board's decision as 
to those claims. See id. at 25, 48 USPQ2d 
at 1145. 

Wanjg appeals, contending that the dis- 
trict court should have applied a substan- 
tial evidence standard of review on factual 
issues rather than, as it said it was doing, 
review for clear error. Wang asserts that 
the district court incorrectly concluded 
that the invention of the claims would not 
have been obvious, and abused its discre- 
tion in admitting the challenged documen- 
tary evidence and testimony as duplicative 
of evidence in the Board record and in 
denying Wang's motion to transfer the 
case to the Central District of California. 
We have jurisdiction pursuant to 28 U.S.C. 
§ 1295(a)(3)(C) (1994). \ 

DISCUSSION 
I. 

STANDARD OF REVIEW 

[1,2] We review the district court's 
factual findings for clear error and its 
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conclusions of law de novo, as with any 
bench trial. See Gould v. Quigg, 822 F.2d 
1074, 1077, 3 USPQ2d 1302, 1303-04 (Fed. 
Cir.1987) (affirming district court's rever- 
sal of Board decision with respect to ■ en- 
ablement). It is not; as clear, however; 
what degree of deference inheres in the 
standard of review the district court was 


. shall have the same effect as if original- 
ly taken and produced in the suit' 

35 U.S.C. § 146 (emphasis added). Be- 
cause the record before the district court 
may include the evidence before the Board 
as well as evidence that was hot before the 
Board, we have often described the district 


court proceeding as "a hybrid of an appeal 
required to apply to the Board's decision.,, ^ a ^ ^ nova » mee Lauder ' Inc u 

The parties agree that the district court i Vreai} &A> 129 F.3d 588, 592, 44 


was to reassess the Board's ultimate con- 
clusion as to obviousness cfe novo, but they 
disagree over the degree of deference, if 
any, the district court was required to give 
to the Board's factual findings. Wang ar- 
gues that under the Supreme Court's deci- 
sion in Dickinson v. Zurko, 527. U.S. 150, 
119.S-.Ct 1816* 144 L.Ed.2d 143 (1999), the 
district court was required to review the 
Board's factual findings only for substan- 
tial evidentiary support. In its decision, 
which issued before Zurko was decided, 
the district court applied the traditional 
clearly erroneous standard of review to the 
Board's findings of fact. 3 Winner argues 
first that the district court w^s entitled to 
conduct an entire trial de novo, and sec- 
ond, even if deference were required, that 
the district court properly . reviewed the 
Board's factual findings for clear error be- 
cause Zurko and the Administrative Proce- 
dure Act ("APA") standards of review do 
not apply as the Board proceeding is "sub- 
ject to" a trial de novo in a district court. 

. Wu :: brought this action pursuant to 35 
U.S.C. § 146, , which allows a party to an 
interference dissatisfied with, an adverse 
decision of the Board to file a complaint in 
a .district court. Unlike a direct appeal to 
this court pursuant to 35 U.S.C. ,§ 141, the 
parties before, the district court are not 
limited to the evidentiary record before 
the Board: , 

In such suits, the record in the Patent 
and. Trademark Office shall be admitted 
on motion of either party. . without 
prejudice to the right of the parties to 
take further testimony. The testimony 
and exhibits of the record in the Patent 
and Trademark Office when admitted 


USPQ2d 1610, 1612 (Fed.Cir.1997); see 
also General Instrument Corp. v. Scienti- 
fic-Atlanta, Tnc:, 995 F.2d 209, 212, 27 
USPQ2d 1145, 1147 (Fed.Cir.1993) ("[A] 
party may proceed to a district court for a 
hybrid appeal/trial de novo proceeding in 
which the PTO record is admitted on mo- 
tion of either party, but it may be supple- 
mented by further testimony. 35 U.S.C. 
§ 146."); Case v. CPC lnt% Inc., 730 F.2d 
745, 752, 221 USPQ 196, 202 (Fed.Cir. 
1984) ("[A]n action under 35 U.S.C. § 146 
has the hybrid nature of an appeal arid a 
trial de novo"). We have so stated even 
though section 146 uses neither the term 
"de novo," nor "appeal." See Conservolite, 
Inc. v. Widmayer, 21 F.3d 1098, 1102, 30 
USPQ2d 1626, 1629 (Fed.Cir.1994). 

The issue before us is whether the scope 
of the evidence admitted by the district 
court was sufficient to require a complete 
trial de novo, or whether the district court 
was instead required to give deference to 
some or all of the Board's findings of fact. 
Although our precedent makes clear that a 
de novo trial is appropriate in some cir- 
cumstances in actions under both section 
146 and the parallel provisions in 35 U.S.C. 
§ 145, it does not rriake clear exactly what 
those circumstances are. The statutory 
provisions themselves offer little guid T 
ance— section 146 only refers to "further 
testimony" which may be offered ih the 
district court, while , section 145 ; is , com- 
pletely silent about evidence. See. 35 
U.S.C. § 146; 35 U.S.C. § 145. In Zurko, 
the Supreme Court, in passing, , rioted the 
settled jaw that in a section 145 action a 
disappointed applicant may present evi- 


3. That standard of review was correct under 


our case law at the time. 
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dence that it did not present 1 to the Board, 
and that the "presence of . such new. or 
different eyidence makes -ai factfinder of 
the district judge." 119 S.Ct. at 1824 (em- 
phasis added). - interpreting both sections, 
we have referred to the ability to present 
"new ; testimony" or "proffered testimony" 
or "additional evidence." Cqnservolite, 21 
F.3d at 1102, 30 USPQ2d at J 629 ("new 
testimon^'i^'Casft 730 F.2d at 752, 221 
USPQ , 2Q3 ; (finding: , that , section 146 
"authorizes the district -court to accept all 
proffered testimony on issues raised by 
the parties during the proceedings below 
or-.ljy the board's decision."); .Gould 822 
F.2d at 1079 r 3 USPQ2d' at 1305 ("[A]dc^ 
tional evidence is permitted in a civil action 
under section 145, allowing the district 
court to make de t ,novo fact findings."); 
Fregeau v. Mossinghoff 776 ,F.2d 1034, 
1038; 227 USPQ 848, 851 (Fed.Qir.1985) 
(using "additional evidence" and "ne;w evi- 
dence" interchangeably); cf. Newrrian. v. 
Quigg, 877^ F.2d 1575, 1579, 11 USPQ2d 
1340, 1343 (Fed.Cir.1989) ("A. district court 
action under 35 U.S.C. § 145 is a de novo 
determination of patentability, It is not 
limited to the record before the PTO."). 
It is not clear from, these cases, however, 
when evidence is "new or different" or 
"additional" so that trial de novo is re- 
quired. 

Here, Winner introduced . evidence on 
the issue, of commercial success °that was 
not before the Board, specifically a. survey 
and a witness. Such doqumentary evi- 
dence and testimony are certainly /'further 
testimony," as the Board had neither be- 
fore it in any form. However, Winner also 
presented live testimony in the district 
cburt on , each . factual issue , before the 
Board,, namely the other three sets of un- 
derlying, factual determinations typically at 
issue in an obviousness , detennina-tipn. 
See Graham v. John Deere Co., 383 U.S., 1, 
17-18, 86. S.Ct. 684, : 15 L.Ed.2d 545 (1966): 
Wang ^ argues that this latter testimony 
was not adequate to trigger a he novo trial 
because it is the sape or similar to testi- 
mony given 'by the same Witnesses before 
the Board. We reject this argument. 


)RTER, 3d SERIES 

In the context of a section : 145 action, in 
which the Board has conducted an ex parte 
proceeding, we have noted that the admis^ 
sion of live testimony at trial requires the 
factfinder to make its own findings. See 
Burlington Indus., Inc. v. Quigg, 822 F.2d 
1581, 1584, 3 USPQ2d 1436, 1439 (Fed.Cir. 
1987). The rationale is that the applicant 
was at least partly unable to present the 
live testimony in the ex parte proceeding 
before the Board. See id. In Burlington 
Industries, the Commissioner argued that 
"the district court cannot reach a different 
conclusion on the same, evidence that was 
before the RTO." Id. (emphasis added). 
We rejected the Commissioner's argu- 
ment. Although the import of the evi- 
dence before the Board and the district 
court might be the same in many or all 
ways, the form in which < it is presented is 
fundamentally different. As we noted in 
Burlington Industries: ; 
: In its evaluation of the evidence tin 
which this conclusion was based, the dis- 
trict court had a powerful advantage 
over the patent examiner and the Board, 
an ' advantage characteristic of section 
145 appeals, in that the court heard and 
saw witnesses, testifying under examina- 
tion and cross-examination, and had the 
benefit of extensive discussion and argu- 
ment. 

Id. at 1582, 3 USPQ2d at 1437-38 (empha- 
sis added). The fact that the district court 
heard live testimony, gave more weight to 
some witnesses than to others, and came . 
to a different conclusion than that reached 
by the Board, was not improper: ; 

This trial beforie the district court par- 
took of the quklity that is available only 
with the examination and cross-examina- 
tion of "live witnesses. .'!'; If the evi- 
dence adduced before the district court 
led to ' a decision; different from that 
reached by the PTO, that; is ridt contrary 
to^the legislative purpose of section 145 
de novo review. Indeed, it is in fulfill- 
ment of that purpose. 
Id at 1584, 3 USPQ2d at 1439 (emphasis 
added). Thus, after a "full trial of the 
issues" the district court was free to come 
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to its own "independent conclusion," con- 
trary to the argument by the Commission- 
er. Id,; see also Gould, 822 F.2d at 1079, 
3 USPQ2d at 1305 ("[0]nce a full trial on 
the issue occurred . . . the district court 
reached a distinct and more inforrned con- 
clusion. .'. ."). 

In the context of a section 146 action 
such as the instant case, in which the-* 
Board has conducted an inter partes inter- 
ference proceeding, the matter is less clear, 
because more evidentiary opportunities 
are available to parties in an interference 
than to an applicant in an ex parte exami- 
nation and appeal to the Board See In re 
Epstein, 32 F.3d 1559, 1565-66, 31 
USPQ2d 1817, 1821 (Fed.Cir.1994) (noting 
lack of rules of evidence and inability tq 
cross-examine i witnesses in an ex parte 
proceeding). In an interference, unlike an 
ex parte proceeding, the Federal Rules of 
Evidence apply. See 37 C.F.R. § 1.671(b) 
(1998). In addition, both sides can submit 
testimony, initially in the form of affida- 
vits, unless the testimony must be com- 
pelled. See 37 C.F.R. : § 1.672. A party 
may "cross-examine" an affiant through 
oral deposition. See 37 C.F.R. § 1.672(d). 
Discovery, at least against the party oppo- 
nent, is also available. See 37 C.F.R. 
§ 1.687. However, although the parties 
"will be given an opportunity to appear 
before the Board to present oral argument 
at a final hearing," 37 C.F ; R. § 1.654, at no 
point in the interference proceeding is a 
party allowed to present live testimony 
before the Boiard. The Board reviews tes- 
timony only in the form of affidavits and 
transcripts of depositions, and other facts 
in the form of responses to interrogatories 
and requests for admissions. See 37 
C.F.R. §§ 1.653(a), 1.677(a). Thus, al- 
though the proceeding before the Board in 
an interference differs from that following 

4. As this case involved further testimony re- 
lating to everything in issue before the Board, 
we express no opinion on whether testimony 
relating solely to some facts or issues, results 
in other facts or issues being reviewed defer- 
entially based solely on the fact findings of the 
Board. Indeed; we do not decide whether a 
given dispute could be parsed into discrete 
"issues" or facts so that such a determination 


an. ex parte examination, the two proceed- 
ings are the same in at least one important 
respect — in no case is live testimony given 
before the Board, which would allow the 
Board to observe demeanor, to hear the 
witnesses rebut one another's testimony in 
response to questioning . from the parties 
and the judges, and thus to determine 
credibility. As we have stated before, be- 
cause the district court may observe wit-, 
nesses under examination and cross-exami- 
nation it can have a "powerful advantage" 
over the Board which can never receive 
testimony in such a manner. Burlington 
Indus., 822 . F.2d at 1582, 3. USPQ2d at 
1437. .. 

[3] We hold that the admission of live 
testimony on all matters before the Board 
in a sectioh 146 action, as in this case, 
makes a factfinder of the district court and 
requires a de novo trial. 4 Thus, although 
the live testimony before the district court 
might be the same or similar to testimony 
before the Board in the; form of affidavits 
and deposition transcripts, a district court 
should still make de novo factual findings, 
while treating the record before the Board 
when offered by a party "as if [it was] 
originally taken and produced" in the dis- 
trict court. 35 U.S.C. § 146. Accordingly, 
because Winner submitted live testimony 
on all matters before the Board, the entire 
district court proceeding should have been 
a trial de novo, based both on the Board 
record and the district court evidence. 5 

Our holding comports with the notion 
that "[t]he credibility of the witnesses and 
the weight to be given to their testimony 
and the other evidence in the record ... is 
a matter for the trier of facts." Gyromat 
Corp. v. Champion Spark Plug Co., 735 
F.2d 549, 552, 222 USPQ 4, 6 (Fed.Cir. 
1984). Further, our holding also estab- 

1 could be made, or if it could, how a court 
would draw the line between such . facts or 
• • issues. t * . - 

5. The trial court's failure to apply the de novo 
standard, if error, was harmless error, for 
surely the result would have been the same 
under non-deferential review. 
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lishes a clear rule that live testimony ad- 
mitted on all matters that were; before the 
Board triggers a denovo trial. If our 
holding were otherwise it might be difficult 
to administer. For example, if the test for 
determining whether de novo adjudication 
is appropriate^ Were based on exactly what 
the witness said in the district court and 
whether' it was truly "new or different' 1 
than what was disclosed in affidavits and 
deposition transcripts of the same or other 
witnesses before the Board, then the dis- 
trict court; and this court on appeal, would 
be required to search nearly line-by-line 
through the respective records -as to each 
witness and issue to determine which stan- 
dard applied. Aside from being difficult, 
such a test would provide scant guidance 
for a prospective litigant attempting, to 
discern which standard would apply should 
it file a section 146 action. 

OBVIOUSNESS 

: . • A. 

[4, 5] Obviousness is a question of lafw 
based on underlying factual inquiries in- 
cluding: (1) the scope and content of the 
prior art; - (2) the level of ordinary skill in 
the art; (3) the differences between the 
prior art and the claimed invention; and 
(4) extent of any objective indicia of non- 
obviousness." See Monarch Knitting 
Mach, Corp. v. Sulzef Morat Gmbh, 139 
F.3d 877, 881, 45 USPQ2d 1977, 1981 (Fed. 
Gir.1998). The ultimate, determination @f 
obviousness by a district court is reviewed 
by this court de now while the underlying 
factual inquiries are reviewed for clear: er- 
ror. See Wedtherchem Corp. v.J.L. Clark, 
Inc., 163 F.3d 1326, 1331, 49 USPQ2d 
1001, 1006 (Fed.Gir.1998). We hold that 

6. Wang correcdy points; out that the district 
court misstated our case law on the test for 
the "motivation to combine" issue when it 
stated that "there must have been some ex- 
plicit teaching or suggestion in the art to 
motivate one of even .ordinary skill to com- 
bine such elements so as to create the same 
invention." Winner, 11 F.Supp,2d, at 24, 48 
USPQ2d at 1144 (emphasis added). Howev- 


this is so as much in a section 146 action as 
on review of the judgment in an infringe- 
ment suit. 

[6,7] The dispute here focuses on the 
combinability of the prior art. When an 
obviousness determination is based on 
multiple prior art references, there must 
be a showing of some "teaching, sugges- 
tion, or reason" to combine the references. 
Gambro Lundia AB v. Baxter Healthcare 
Corp., 110 F.3d 1573, 1579, 42 USPQ2d 
1378, 1383 (Fed.Cir.1997) (also noting that 
the "absence of such a suggestion to com- 
bing is dispositive in an obviousness deter- 
mination"). Whether motivation to com- 
bine the references was shown we hold a 
question of fact. See In re Dembiczak, 175 
F.3d 994, 1000, 50 USPQ2d 1614, 1617 
(Fed.Cir.1999) ("particular factual find- 
ings regarding the suggestion, teaching, or 
motivation to combine serve a number of 
important purposes ") (emphasis add- 
ed); Monarch Knitting, 139 F.3d at 881- 
83, 886, 45 USPQ2d at 1982, 1985 (treating 
motivation to combine issue as part of the 
scope and content of the prior art and 
holding that genuine issues of fact existed 
as to whether one of ordinary skill in the 
art would have been motivated to combine 
the references in question). 

[8, 9] Evidence of a suggestion, teach- 
ing, or motivation to combine prior, art 
references may flow, inter alia, from the 
references themselves, the knowledge of 
one of ordinary skill in the art, or from the 
nature of the problem to be solved. See 
Dembiczak, 175 F.3d at 999, 50 USPQ2d at 
1617. Although a reference need not ex- 
pressly teach that the disclosure contained 
therein should be combined with another, 
see Motorola, Inc. v. Interdigital Tech. 
Corp., 121 F.3d 1461, 1472, 43 USPQ2d 
1481, 1489 (Fed.Cir.1997), 6 the showing of 

er, this misstatement could not have affected 
its analysis because its finding of a lack of a 
motivation to combine was based on "teach- 
ing away" and the nature of the problem 
confronting one of ordinary skill in the art, 
not what a reference failed 1 to explicitly dis- 
close. The district court also stated the law 
on this issue correctly in other portions of the 
opinion, so this one isolated misstatement 
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combinability, in whatever form, must nev- 
ertheless be "clear and particular." Dem- 
biczak, 175 F.3d at 999, 50 USPQ2d at 
1617, 

'/ B. 

[10] Like the district court's opinion, 
the arguments of both parties on appeal 
fociis on whether one of ordinary skill - 
would have been motivated to combine the 
four references. The key references at 
issue were Johnson, which; discloses virtu- 
ally all aspects of the invention claimed in 
the '047 patent exqept ratcheting, and 
Moore, which did disclose a self-locking 
ratcheting mechanism. 7 If there was no 
motivation or suggestion to combine John- 
son with the ratcheting mechanism of 
Moore, one of ordinary skill in the art 
would hot have viewed tlie invention of 
the '047 patent as obvious. See In re 
Dance, l60 F!3d 1339, 1343, 48 USPQ2d 
1635, 1637 (Fed.Cir.1998); Gambro Lun- 
diaAB; ',110 F.3d at- 1579, 42 USPQ2d at 
1383 ("The absence of such a suggestion to 
combine is dispositive in an obviousness 
determination."). 

Wang argues that the prior art should 
be combinable merely because the Board 
properly found that the relevant field was 
very broad and included lock design art in 
general, and all of the prior art here was 
clearly within that field., Wang further 
argues that Moore is combinable with 
Johnson because they both deal with lock- 
ing-steering wheels, even though Moore's 
ratcheting mechanism is possibly not as 
strong or as tamper resistant as the dead- 

hardly shows that the district court misunder^ 
stood the law. 

7. WuROC, which disclosed a chamber capa^ 
ble of accepting either a dead-bolt or a ratch- 
eting mechanism, may have informed one of 
ordinary skill in the art that both mechanisms 
would work, but it did not specifically dis- 
close any such mechanisms and did not sug- 
gest that one should be replaced with the 
other. Grimaldi disclosed a rod and pawl 
design that was an anti-theft device attached 
to the clutch rather than a steering wheel. 
The district court did not clearly err in find- 
ing that "WuROC and Grimaldi in and of 
themselves would certainly not provide much 


ALTY CORP. v. WANG 1349 

10 (Fed. Cir. 2000) 

bolt mechanism of Johnson, partly because 
the grooves of the ratcheting mechanism 
are at least somewhat exposed. 

[11] The district court found that there 
was no motivation to combine Johnson 
with the ratcheting mechanism of Moore 
because (1) there was no apparent disad- 
vantage to the dead-bplt mechanism of 
Johnson, and therefore the motivation to 
combine would not stem from the "nature 
of the problem" facing one of ordinary skill 
in the art, because no "problem" was per- 
ceived; and (2) Johnson's written descrip- 
tion taught away from the use of Moore. 
See Winner, 11 F.Supp.2d at 23, ' 48 
USPQ2d at 1143-44. "What a reference 
teaches and whether it teaches toward or 
away from the claimed invention are ques- 
tions of fact." In re Bell, 991 F.2d at 784, 
26 USPQ2d at 1531. 

First, although there was conflicting evi- 
dence before the district court on whether 
one would see the trade-off between using 
a dead-bolt and using a ratcheting mecha- 
nism and conclude that the more secure 
deadrbolt should be replaced with the 
more convenient ratcheting mechanism, 
the district court did not clearly err in 
finding that one of ordinary skill in the art 
would not have reasonably elected trading 
the benefit of security for that of conve- 
nience. Trade-offs often concern what is 
feasible, not what is, on balance, desirable. 
Motivation to combine requires the latter. 8 

[12] Second, if Johnson did in fact 
teach away from Moore, then that finding 

guidance as to how to : construct the Wu '047 
device'! and that if Johnson was not combined 
' with some form of a ratchet mechanism, 
then the fact* that Wu '047 may have bor- 
rowed some elements from WuROC and Gri- 
maldi becomes irrelevant;" Winner, 11 
F.Supp.2d at 24, 48 USPQ2d at 1 1 44. 

8. The fact that the motivating benefit comes 
at the expense of another benefit, however, 
should not nullify its use as a basis to modify 
the disclosure of one reference with the teach- 
ings of another. Instead, the benefits, both 
lost and gained, should be weighed against 
one another. 
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alone can. defeat Wang's obviousness claim. 
See Gambro LundiaAB, 110 F.3d at 1579, 
42 USPQ2d at . 1383: A "reference will 
teach away if it suggests that the line of 
development 'flowing from the reference's 
disclosure is unlikely to' be productive of 
the result sought by the applicant."' In re 
Gurley, 27 F.3&'55i, 553, 31 USPQ2d 1130, : 
1131 (Fed.Cir:1994); " 

The passage of Johnson relied on by the 
district court and Winner includes the fol- 


. Another problem with such, devices is 
that they appear susceptible to being 
. overcome by physical force or manipu- 
lation. The /lacking mechanisms, of 
[Moore] and'Mitchell et al U.S. Pat. No. 
4,103,524 are exposed, 5 and include piy 
points thereabout in which a crowbar 
may be inserted in ah attempt to over- 
come such mechanism. Irrespective of 
whether such device can be overcome by 
pihysical manipulation,- they present pro- 
spective thieves with the appearance ; of 
being breakable. 
Johnson, col. 1, lines- 38-48. Because the 
Mitchellreference cited in the quote above 
actually does not utilize a ratcheting mech- 
anism, W&ng argues that Johnson does hot 
teach 5 away from using ratcheting mecha- 
nisms; rather, it was 1 merely distinguish- 
ing prior art devices on the basis that 
unlike Johnson they had exposed mecha- 
nisms. However, that fact does not under- 
mine the district court's finding that John- 
son did teach away ; from :thp ratcheting 
mechanism.; of. IVIpore.. which does Jiaye ex- 
posed grooves. While we regard this as a 
close factual issue, we hold that the district 
court did not ; deadly Sir in fending that 
Johnson 'taught froni 1 -Moore, and 

therefore was not shown to : ! be combinable 
with Moore. Because:; the^. district court 
did not clearly errMn ■ finding that one ; of 
ordinary skill would not be motivated to 
Combine Johnson arid Mbore, the district 
couiri- corre,ctly concluded that Wang did , 
not establish a prima facie case, of obvious- 
ness by clear 5 and convincihg evidence. 
See In re Dance, 160 FM ' at 1343; ' 48 
USPQ2d at 1637. 


[13] If Wang had succeeded in estab- 
lishing a prima facie case of obviousness 
based on the first three obviousness fac- 
tors, the burden of production would have 
shifted to Winner. See In re Huang, 100 
F.3d 135, 139, 40 USPQ2d 1685, 1689 (Fed. 
Cir.1996); Burlington Indus,, 822 F.2d at 
1582-33, 3 USPQ2d at 1437-38 (reviewing 
# J section 145 decision and holding that 
district court correctly concluded that ap- 
plicant had successfully rebutted Commis- 
sioner's prima facie case of obvipusness): 
Relevant to that inquiry would have been 
such objective indicia of noh-obvidusness 
as the evidence of commercial success sub- 
mitted by Winner:^ See id. Bfecause 
Wang failed to establish a prima facie case 
of obviousness, however, Winner was not 
required to establish commercial success. 
Thus, we need not review the district 
court's finding , that commercial success 
was established. 

[14] Assuming, arguendo, prima facie 
proof of obviousness, we do not believe the 
district court clearly erred in finding com- 
mercial success or that it erred in conclud- 
ing that it overcame the other Graham 
factors. It is presumed that Winner es- 
tablished a nexus between its commercial 
sales of the Super Club, the Club GL and 
Ultra Club arid the patented features be- 
cause they embody the disclosure of 
the '047 improvement patent. J.T. Eaton 
& Co, v. Atlantic Paste & Glue Co., 106 
F.3d 1563, 1571, 41 USPQ2d 1641, 1647 
(Fed.Cir.1997) ('When a patentee can 
demonstrate commercial success, usually 
shown by significant sales in a relevant 
market, and that the successful product is 
the invention disclosed and claimed in the 
patent, it is presumed that the commercial 
success is due to the patented invention."). 
Moreover, the survey introduced at the 
district court, by. Winner established that a 
statistically significant percentage of cus- 
tomers viewed the self-locking ratcheting 
mechanism of the '047 patent as being of 
more value to them, and reported that the 
self-locking ratchet was the very reason 
they purchased the device, as opposed to 
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those requiring key-locking, and was the 
reason they were willing to pay more; for 
such a lock than for one without it, such as 
the original Club. When such evidence was 
introduced, it became Wang's burden to 
show that it should not be given weight. 
See id. ("If a patentee makes the requi- 
site showing of nexus between commercial 
success and the patented invention, the-, 
burden shifts to the challenger to prove 
that the commercial success is instead due 
to other factors extraneous to the patented 
invention, such as advertising or superior 
workmanship."); Demaeo Corp. u F. Von 
Langsdorff Licensing Ltd, 851 F.2d 1387, 
1394, 7 USPQ2d 1222, 1227 (F^d.Cir.1988) 
("A patentee is not required to prove as 
part of its prima facie case that the com- 
mercial success of the patented invention 
is not due to factors other than the patent- 
ed invention."). Given the evidence before 
the district court, it did not clearly err in 
finding that the survey showed the nexus 
between the patented features, 1 especially 
the keyless self-locking ratcheting mecha- 
nism, of the Super Club line of * products 
and the rieasons the consumers bought the 
products. Nor did Wang's evidence over- 
come the proof of nexus. 

IIL 

EVIDENTIARY ISSUES 

[15] A district court's decision to admit 
or exclude evidence at trial is reviewed for 
abuse of discretion. See Conservolite, 21 
F:3Jat 1103, 30 USPQ2d at 1630 (Fed.Cir. 
1994). Wang argues that the district court 
abused its discretion by allowing Winner 
to present (1) late-disclosed witnesses and 
(2) documents and testimony pertaining to 
the nexus required to show commercial 
success, namely a survey and foundational 
witnesses for the survey. Wang admits 
that the commercial success issue was 
raised before the Board but argues that 
the subsidiary nexus issue was not, and 
therefore Winner could not raise the issue 
before the district court, as it must be 
deemed waived. 

Winner points out that Wang never even 
identifies which witnesses should not have 


been allowed to testify as "late-disclosed." 
With respect to the evidence of commercial 
success, Winner argues that the nexus evi- 
dence was clearly admissible because com- 
mercial success was at issue before the 
Board and, therefore by implication, the 
nexus issue was as well 

[16] We agree with Winner that the 
district court did not abuse its discretion in 
allowing allegedly late-disclosed witnesses 
to testify. Such witnesses were never 
even identified by Wang in his opening 
brief, and, after Winner pointed this but in 
its response brief, Wang still failed to iden- 
tify the witnesises in his reply brief. Un- 
der such circumstances, we will not search 
the 1 record on the chance of discovering 
which witnesses Wang was complaining of 
and then determine whether the district 
court abused its discretion. Thus, which- 
ever witnesses Wang was alluding to, ad- 
mission cif their testimony cannot be said 
to be an abuse of discretion based on the 
vague arguments made by Wang on ap- 
peal'. 

[17] We also agree with Winner that 
the district court did not abuse its dis- 
cretion in admitting the new, testimony 
and survey report regarding ; the nexus 
between commercial success and the pat- 
entably distinct feature of the claimed in- 
vention. Wang's argument > based on a 
distinction between the issues of commer- 
cial success, and nexus, is flawed. The 
evidence showing a nexus between large 
sales and the patentable features of the 
invention of the 'Q^jmprovement patent 
is at least relevant to the, issue of com- 
mercial success before the Board. See. 
Estee Lauder, 129 F.3d at 592, 44 
USPQ2d at 1613 ("[District court did not 
abuse its discretion in allowing Estee 
Lauder to introduce evidence of the 
[teste not before the Board], insofar as 
this evidence was relevant to its reduc- 
tion to practice." (emphasis added)). In- 
deed, establishing such a nexus is re- 
quired in order to establish commercial 
success. See Gambro Lundia, 110 E.3d 
at 1579, 42 USPQ2d at 1384 ("Of course, 
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the record must show a sufficient nexus 
between this commercial , success and > the 
patented invention"). Thus, here raising 
the commercial 1 success issue necessarily 
raised ; the nexus issue as well Accord- 
ingly, the district, court did not abuse its 
discretion by admitting the testimony and 
documents relating, to the nexus required 
to 1 show commercial success^ 

MOTION 

[18] A district court / may transfer an 
actibn , to another district court for the 
"convenience of rparties and . witnesses, in 
the interest of justice;"^ 28 
§ 1404(a) (1994). Our review of the, dis- 
trict. : court'.Sn denial of . Wang^ . motion to 
transfer, as a r procedural matter, is, gov- 
erned by the law of the region^ circuit in 
which it : sits, here the United States Court 
of Appeals for the district ( pf Columbia 
Circuit See Stewart Org., Inc. u Ricoh 
Cprp, yi 487 U.S. 22, 32, 108 ; S : Ct 2239, 101 
L.Ed.2d 22 (1988) (classifying section 
1404(a) as a procedural rule); Regents of 
the Univ. of Col. v. Eli Lilly and Co., 119 
F.3d 1559; 1565, 43 USPQ2d 1398, 1403 
(FedvCir ; 1997) (applying regional circuit 
law)/- In that circuit, the burden of per- 
suasion on the transfer issue was on Wang, 
and ' the ^district court's denial of Wang's 
motion 5 is reviewed' for 1 an abuses of discre- 
tions See ^Securities .and Exchange 
Comm'n v. Savoy Indus^y Inc^ 587 F.2d 
1149, 1154 (DvC.Cir.l978).v v ...< 

[19] Wang h arg^esj; i^at fJ the district 
cdiirt -should have^ Ranted his motibn to 
transfer this' action to ffie District Court 
for ' thfe Central district ' of ; : California, 
Where several' other cases have been 
stayed pending the' outcome' of the inter^ 
ferehce and this action because to do so 
would be convenient to ' th^ "parties arid in 
the interests of justice. Winner argites, 
however, that it was just as* convenient for 
the parties to litigate in Washington, ! D.C. : 
as ; in California, arid ' that' the interests : of 
justice actually : favored litigation in Wash- 
ington, D.C. because this aspect of the 
litigation, will bei i resolved years : before it 
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would have been if the motion to transfer 
were granted. 

, ^e discern no abuse of discretion in the 
district, court's denial of Wang's motion to 
transfer. Even though there are several 
related pending cases in the Central Dis- 
trict of California, it is not clear that .it 
would be a more convenient location for 
the parties to litigate. Persons scheduled 
to testify at trial for the parties lived in 
Pennsylvania; the experts lived in Con- 
necticut, Virginia, and California; and the 
attorneys were from Virginia and New 
York. With parties, witnesses, and attor- 
neys coming from such Varied locations, 
several of which are closer to Washington, 
D.C. than California, it could riot easily be 
said that it would be more convenient to 
try . the case in the Central District of 
California. In addition, the interests of 
judicial economy were well served because 
the section 146 action was tried and result 
obtained in just six; months after the mo- 
tion to transfer was denied — presumably 
much more quickly than would have been 
the case, if ; this .action were transferred to. 
the Central District of California where 
several other cases were pending. See 
Savoy Indus., 587 F.2d at 1156 (consider- 
ing the delay that would have been en- 
countered if the motion to transfer were 
granted as a factor weighing in favor of 
denying the motion). J Under such circum- 
stances, ; the district pourt did not abuse its 
discretion in dienying Wang's, motion to 
transfer! 

CONCLUSION 

The district court did not clearly err in 
its findings of fact with respect to its ob- 
viousness analysis and did not err in 
concludirig that the invention of the '047 
patent would not have been - obvious. In 
addition, the district court did not abuse 
its discretion in admitting testimony- and 
documents or in refusing to transfer the 
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case. Accordingly, the judgment of the 
district court is 

AFFIRMED. 



AUTOMATED BUSINESS 
COMPANIES, INC., 
Plaintiff-Appellant, 

".•>.- v. . . 
NEC AMERICA, INC., Defendant- 
Appellee, 

and 

Tandy Corporation, Defendant. 
No. 99-1316. 

United States Court of Appeals, 
Federal Circuit. 

Jan. 28, 2000. 

After summary judgment of non-in- 
fringement was granted in patent infringe- 
ment action, defendant moved for sanc- 
tions against plaintiff patentee. The United 
States District Court for the Northern 
District of Texas, John H. McBryde, J., 
awarded attorney fees to defendant, and 
patentee appealed. The Court of Appeals, 
Plager, Circuit Judge, held that award of 
attorney fees could include amount of fees 
incurred by defendant's grandparent com- 
pany, which assisted in the defense. 

Affirmed. ' 

1. Patents ^324.54, 325.11(2.1) 

The methodology of assessing a rea- 
sonable award of attorney, fees under the 
patent statute is within the discretion of 
the district court, and to. show that the 
district court abused its discretion, a party 
must 'convince the Court of Appeals that 
the district court based, its award on clear- 
ly erroneous factual findings, legal error, 
or a manifest error of judgment. 35 
U.S.C.A. § 285.. 
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2. Patents @=>325.11(4) 

Provision of patent statute permitting 
award of attorney fees in exceptional cases 
serves as a deterrent to improper bringing 
of clearly unwarranted suits for patent 
infringement. 35 U.S.C.A. § 285. 

3. Patents <3=*325.11(4) 

, Award of attorney fees to prevailing 
defendant in patent infringement action 
could, include amount of fees incurred by 
defendant's grandparent company, where, 
even if grandparent company did not as- 
sume control of the case, grandparent 
company paid for legal fees associated with 
defending the action and participated in 
settlement meeting. 35 U.S.GA. § 285. 

4. Patents <s=>325.11(2.1) 

In determining .the. compensatory 
quantum of an award of attorney fees un- 
der the patent statute in an egregious 
case, courts should not be limited to reim- 
bursement of only those amounts actually 
paid by the injured named party. 35 
U.S.C.A. § 285. ' , 


Diavid Fink, of Houston, Tekas, argued 
for plaintiff-appellant. With him on the 
brief was Timothy W. Johnson. 

Kathi A. Cover, Sidley & Austin, of Dal- 
las, Texas, argued for defendant-appellee. 
With her on the brief was Dale B. Nixon. 

Before MICHEL, PLAGER, and 
BRYSON, Circuit Judges. 

PLAGER, Circuit Judge. 

Automated Business Companies, Inc. 
("ABC") sued NEC America, Inc. . ("NEC 
America") for patent infringement in the 
United States District Court for the 
Northern District of Texas. After sum- 
mary judgment of non-infringement was 
granted, NEC America moved to sanction 
ABC. The district court awarded attorney 
fees, to NEC America pursuant to 35 
U.S.C; § 285. . See Automated Bus. Co. v. 
NEC Am., - Inc., . No. 4:98-CV-619-A 
(N.D.Tex. Feb. 8, 1999). ABC appeals 
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chafl Kohle, M.B.H. u Shell Oil Co., 112 
F.3d 1561, 1564, 42 USPQ2d 1674, 1677 
(Fed.Cir.1997). Zebco posits that if 
the '835 patent is not entitled to the June 
1990 filing date of the '586 application, 
then the invention of the '835 patent was 
on-sale or in public use more than one year 
before the July 1992 filing date of the '254 
application, which matured into the '835: 
patent. 2 However, Zebco does not contend 
that the applicant impermissibly ; added 
new matter to the ? 254 application. Cf. 35 
U.S.C. § 132 (1994) ("No amendment shall 
introduce new matter into the disclosure of 
the invention."). Further, there is no dis- 
pute that the disclosures of the '586 
and '254 applications — and thus the '324 
and '835 patents, respectively — are the 
same in all but a few respects. 3 Zebco's 
position thus reduces to the argument that 
the claims of the '835 patent violate the 
written description requirement of section 
112, HI. But to state the argument is to 
realize its objection; as we discussed 
above, the written description of the '835 
patent provides ample support for the or- 
dinary and accustomed meaning of the 
terms of the '835 claims. Thus, the '835 
claims, as construed by the district court 
and this court, are entitled to the benefit 
of the filing date of the '586 application. 
No violation of section 102(b)'s on-sale bar 
has occurred. 

IV 

Zebco has failed to demonstrate to this 
court that the disputed claim terms of 
claim 1 of the '835 patent should be inter- 
preted in a way other than their ordinary 
and accustomed meaning. Therefore, we 
find that the district court's claim interpre- 
tation, and the summary judgment of in- 
fringement conditioned thereon, was not 
erroneous. We also hold that the district 
court correctly determined that the rele- 
vant claim of the '835 patent, as construed, 

2. Johnson does not dispute that products em- 
bodying the '835 invention were on sale more 
than one year prior to the filing of the '254 
application in July 1992. ] * 


is not invalid. The. judgment of the dis- 
trict court is affirmed, 

AFFIRMED. 



In re Anita DEMBICZAK and Benson 
Zinbarg, Appellants. 

No. 98-1498. 

United States Court of Appeals, 
Federal Circuit. 

April 28, 1999. 

Board of Patent Appeals and Interfer- 
ences upheld rejection of application for 
utility patent, and appeal was taken. The 
United States Court of Appeals for the 
Federal Circuit, Clevenger, Circuit Judge, 
held that: (1) Board erred by rejecting 
application for patent on plastic trash bags 
with pumpkin face on grounds of obvious- 
ness, without finding suggestion, teaching, 
or motivation to combine prior art refer- 
ences, and r (2) applicant's earlier design 
patents involving pumpkin faces on bags 
did not preclude issuance of patent in pres- 
ent case, under obviousness-type double 
patenting doctrine. 

Reversed. 

1. Patents <£=>113(6) 

Federal Circuit determines legal ques- 
tion of obviousness of patent without def- 
erence to Board of Patent Appeals and 
Interferences, and examines any factual 
findings for clear error. 35 U.S.C. A. 
§ 103(a). 

3. The titles and abstracts are different, for 
example. 


2. Patents <2^16(1) 

Measuring a claimed invention for ob- 
viousness requires the oft-difficult but crit- 
icalstep of casting the mind back to the 
time of invention, to consider the thinking 
of one of ordinary skill in the art, guided 
only by the prior art references and the 
then-accepted wisdom in the field. 35 
U.S.C.A. § 103(a). 

3. -Patents ^16(4) 

Best defense against the : subtle but 
powerful attraction of a hindsight-based 
obviousness analysis of a patent applica- 
tion is rigorous application of the require- 
ment for a showing of the teaching for 
motivation to combine prior art references. 
35 U.S.C.A. § 103(a). V 

4. Patents <3=>26(1) 

Evidence, of a suggestion, teaching, or 
motivation to combine prior art references,, 
sufficient to render invention obvious and 
unpatentable, may flow from the prior art 
references themselves, the knowledge of 
one of ordinary skill in the art, or, in some 
cases, from the nature of the problem to 
be solved. 35 U.S.C.A. § 103(a). 

5. Patents ,e»36(l) 

Broad conclusory statements regard- 
ing the teaching of multiple references, 
standing alone, are not evidence sufficient 
to render invention obvious and unpatent- 
able. 35U.S.C.A. § 103(a). : u 

6. Patents <3=>16.27 

Board of Patent ^ Appeals and; Interfer- 
ences ; erred by denying for obviousness 
application, for utility patent for orange 
colored plastic trash bag with markings,; 
which expanded to show face of pumpkin 
when filled with leaves, when Board cited, 
prior art showing placement of pumpkin 
faces on crepe paper and which disclosed 
features of plastic trash bags andjconclud- 
ed that prior art references collectively 
described all limitations of present claims; 
Board should have found a suggestion, 
teaching, or motivation to combine prior 
art references. 35 U.S.C.A. § 103(a). 
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7. Patents <3=*113(6) 

Federal Circuit would not consider ar- 
gument made in support of obviousness of 
patent application, which was not raised 
before Board of Patent Appeals and Inter- 
ferences. 35 U.S.C.A. § 103(a). 


8. Patents <®=>120 

; . The ; doctrine of ; "obviousness-type 
double patenting" prohibits claims in a sec- 
ond patent which define merely an obvious 
variation of an invention claimed by the 
same inventor in an earlier patent. 35 
U.S.C.A § 103(a). 

See publication Words and Phras- 
es for other judicial constructions 
and definitions. 

9. Patents <3=>314(5) 

Question whether patent application is 
to be rejected, under obvious-type double 
patenting doctrine, on grounds that 
claimed invention was merely an obvious 
variation on invention disclosed in existing 
patent, is one of law, which Federal Circuit 
reviews de novo. 35 U.S.C.A. § 103(a). 

10. Patents <S^120 

In some very rare cases, obvious-type 
double patenting, in which invention 
claimed in patent application was obvious 
variation on invention disclosed by existing 
patent, may be found between design and 
utility patents. 35 U.S.C.A. § 103(a). 

11. Patents <S*120 

When utility patent is sought to be; 
invalidated due to obviousness, in light of 
previous design patents, rejection under, 
obviousness-type double patenting doctrine 
is appropriate only if tHe claims of the two 
patents cross-read,' meaning that the test 
is whether the subject miatter of the claims 
of the patent sought to be invalidated 
would have been obvious from the subject 
matter of the claims of the other patent, 
and vice versa. 35 U.S.C.A. § 103(a). 

12. Patents <S=>28 

In order for a design to be unpatent- 
able; .because of obviousness, there must 
first be a basic design reference in the 
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prior art, the design characteristics of 
which are basically the same as the 
claimed design. 35 U.S.C.A. § 103(a). 

13. Patents <^120 

Phrase "having facial indicia thereon," 
contained in claim of application for utility 
patent on plastic trash bag with pumpkin 
face, was not design reference that was 
basically the same as claimed design cov- 
ered by design patents on jack-o-lantern 
faces on bags, and application was conse- 
quently not required to be rejected under 
obviousness-type double patenting doc- 
trine. 35U.S.C.A. §.103(a). 


David P. Gordon, of Stamford, Connecti- 
cut, argued for appellant. Of counsel was 
Thomas A. Gallagher, of Stamford, Con- 
necticut. 

John M. Whealan, Associate Solicitor, 
Office of the Solicitor, of Arlington, Virgi- 
nia, argued for appellee. With him on the 
brief were Albin F. Drost, Acting Solicitor, 
and David R. Nicholson, Associate Solici- 
tor. 

Before MAYER, Chief Judge, MICHEL 
and CLEVENGER, Circuit Judges. 

CLEVENGER, Circuit Judge. 

Anita Dembiczak and Benson Zinbarg 
appeal the rejection, upheld by the Board 
of Patent Appeals and Interferences, of all 
pending claims in their Application No. 
08/427,732!. See Ex Parte Dembiczak No. 
96-2648, slip op. at 43 (May 14, 1998). 
Because the Board erred in sustaining re- 
jections of the pending claims as obvious 
under 35 U.S.C. § 103(a) (Supp.1998), and 
for obviousness-type double patenting, we 
reverse. 

I 

The invention at issue in this case is, 
generally speaking, a large trash bag made 
of orange plastic and decorated with lines 
and facial features, allowing the bag, when 
filled with trash or leaves, to resemble a 
Halloween-style pumpkin, or jack-o'-lan- 


tern. As the inventors, Anita Dembiczak 
and Benson Zinbarg (collectively, "Dem- 
biczak") note, the invention solves the 
long-standing problem of unsightly trash 
bags placed on the curbs of America, and, 
by fortuitous happenstance, allows users to 
express their whimsical or festive nature 
while properly storing garbage, leaves, or 
other household debris awaiting collection. 
Embodiments of the invention — sold under 
a variety of names, including Giant Stuff- 
A-Pumpkin, Funkins, Jack Sak, and Bag- 
O-Fun — have undisputedly been well-re- 
ceived by consumers, who bought more 
than seven million units in 1990 alone. 
Indeed, in 1990, the popularity of the 
pumpkin bags engendered a rash of thefts 
around Houston, Texas, leading some own- 
ers to resort to preventative measures, 
such as greasing the bags with petroleum 
jelly arid tying them to trees. See R. 
Piller, "Halloween Hopes Die on the Vine," 
Hons, Chron., Oct. 19, 1990, at 13A. 

The road to profits has proved much 
easier than the path to patentability, how- 
ever. In July 1989, Dembiczak filed a 
utility patent application generally directed 
to the pumpkin bags. 'In a February 1992 
appeal, the Board of Patent Appeals and 
Interferences ("the Board") reversed the 
Examiner's rejection, but entered new 
grounds for rejection. Dembiczak elected 
to continue prosecution, filing a continua- 
tion application to address the new 
grounds for rejection. Thereafter, the in- 
vention made a second appearance before 
the Board, in April 1993, when the Board 
both sustained the Examiner's rejection 
and again entered new grounds foi; rejec- 
tion. Again, a continuation application was 
filed (the instant application). And again 
the Examiner's rejection was appealed to 
the Board, which sustained the rejection in 
a May 14, 1998* decision. See Dembiczak 
slip bp. at 43. 

A 

The patent application at issue includes 
claims directed to various embodiments of 
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Claims 37, 49, 51, 52, 58 "methbd of assembling" a bag with the 

general characteristics of apparatus claim 
37. 


the pumpkin bag. 

through 64, 66 through 69, and 72 through 
81 are at issue in this appeal. Though the 
claims vary, independent claim 74 is per- 
haps most representative: 
74. A decorative bag for use by a user 
with trash filling material, the bag 
simulating the general outer ap- 
pearance of an outer surface of a 
pumpkin having facial indicia there- 
on, comprising: 
a flexible waterproof plastic trash 1 -or 
leaf bag having 

an outer surface which is premanufac- 
tured orange in color for the user to 
simulate the general appearance of 
the outer skin of a pumpkin, and hav- 
ing ' 
facial indicia including at least two of 
ah eye, a nose and a mouth on the 
orange color outer surface for forming 
a face pattern on said orange color 
outer surface tb simulate the general 
outer appearance of a decorative 
pumpkin with a face thereon, 
said trash or leaf bag Having first and 
second opposite ends, at least said 
second end having an opening extend- 
ing substantially acrbss the full width 
of said trash or leaf bag for receiving 
the trash filling material, ! i ; 

wherein when said trash br leaf bag is 
filled with trash filling material and 
clqsecl, said trash or leaf bag takes the 
form and general appearance of a 
pumpkin with a face thereon. 

All of the independent, claims on appeal, 
namely 37, 52, 72, and 74, contain limita- 
tions that the bag must be "premanufac- 
tured orange in color," have "facial indi- 
cia," have openings suitable for filling with 
trash ; material, and that when filled, the 
bag must have a generally rounded ap- 
pearance, like a pumpkin. . Independent 
claims 37, 52, and 72 add the limitation 
that the bag's height must at least 36 
inches: Claim 72 requires that the bag be 
made of a "weatherproof material," and 
claim 74, as shown above, requires that the 
bag be "waterproof." Glaim 52 recites a 


B 

The prior art cited by the Board in- 
cludes: ' . 

* (1) pages 24-25 of a book entitled "A 
Handbook for Teachers of Elemen- 
tary 1 Art," by Holiday Art Activities 
("Holiday"), describing how to teach 
children to make a "Crepe Paper 
Jack-O-Lantern" out of a strip of 
1 orange crepe paper, construction pai- 
per cut-outs in the shape of facial 
features, arid "wadded newspapers" 
as filling; 

(2) page 73 of a book entitled "The Ev- : 
erything Book for Teachers of 
Young Children," by Martha Shapiro 
and Valerie Indenbaum ("Shapiro"), 
describing a method of making a 
"paper bag pumpkin" by stuffing a 
bpg with newspapers, painting it 
orange, and then painting on facial 
features with black paint; 

(3) U.S. Patent No. 3,349,991 to Leon- 
ard Kessler, entitled "Flexible Con- 
tainer" ("Kessler"), describing a bag 
apparatus wherein the bag closure is 
accomplished by the use of folds or 
gussets in the bag material; 

(4) U.S. Patent No. Des. 310,023, issued 
August 21, 1990 to Dembiczak 
("Dembiczak "023"), a design patent 
depicting a bag with a jack-o'-lantern 

face;- 

(5) U.S. Patent No. Des*. 317,254, issued 
June 4, 1991 to Dembiczak ("Dem- 
biczak '254"), a design patent depict- 
ing a bag with a jack-o'-lantern fkce; 
and, 

'(6) . trior art "conventional" plastic lawn 
or trash bags ("the conventional trash 

bags"). * . " ; ' 

Using, this art* .the Board affirmed the. 
Examiner's ; final rejection of all the inde- 
pendent claims (37, 52, 72, 74) under 35 
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U.S.C. § 103, holding that they would have 
been obvious in light of the conventional 
trash bags in view . of the Holiday and 
Shapiro references. The Board deter- 
mined that, in its view of the prior art, 
"the only difference between the invention 
presently defined in the independent 
claims on appeal and the orange plastic 
trash bags of the prior art and the use of 
such bags resides in the application of the 
facial indicia to the outer surface of the 
bag." Dembiczak, slip op. at 18. The 
Board further held that the missing facial 
indicia elements were provided by the Hol- 
iday and Shapiro references' description of 
painting jack-o'-lantern faces on paper 
bags. See id. at 18-19. Dependent claims 
49 and 79, which include a "gussets" limita- 
tion, were considered obvious under simi- 
lar reasoning, except that the references 
cited against them, included Kessler. See 
id. at 7. 

The Board also affirmed the Examiner's 
obviousness-type double patenting rejec- 
tion of all the independent claims in light 
of the two Dembiczak design patents ('023 
and '254) and Holiday, See id. at .12. The 
Board held that the design patents depict 
a generally rounded bag with jack-o'-lan- 
tern facial indicia, and that the Holiday 
reference supplies the missing limitations, 
such as the "thin, flexible material" of 
manufacture, the orange color, the initial- 
ly-open upper end, and the trash filling 
material. The Board also stated that the 
various limitations of the dependent 
claims — e.g., color, the inclusion of leaves 
as stuffing, and the dimensions-^would all 
be obvious variations of the depictions in 
the Dembiczak design patents. See id. at 
8-9. In addition, using a two-way test for 
obviousness-type double patenting, the 
Board held that the claims, of the Dembic- 
zak design patents "do not exclude" the 
additional structural limitations of the 
pending utility claims, and thus the design 
patents were merely obvious variations of 
the subject matter disclosed in the utility 
claims. See id. at 11. The Board further 
upheld, on similar grounds and with the 
inclusion of the Kessler reference, the 6b- 


viousness-type double' patenting rejection 
of dependent claim 49. See id. at 12. 

This appeal followed, vesting this court 
with jurisdiction pursuant to 28 U.S.C. 
§ 1295(a)(4)(A) (1994). 

II 

[1] A claimed invention is unpatent- 
able if the differences between it and the 
prior art "are such that the subject matter 
as a whole would have been obvious at the 
time the invention was made to a person 
having ordinary skill in the art." 35 
U.S.C. § 103(a) (Supp.1998); see Graham 
v. John Deere Co., 383 U.S. 1, 14, 86 S.Ct. 
684, 15 L.Ed.2d 545, 148 USPQ 459, 465 
(1966). The ultimate determination of 
whether an invention is or is not obvious is 
a legal conclusion based on underlying fac- 
tual inquiries including: (1) the scope and 
content of the prior art; (2) the level of 
ordinary skill in the prior art; (3) the dif- 
ferences between the claimed invention 
and the prior art; and (4) objective evi- 
dence of nonobviousness. See Graham, 
383 U.S. at 17-18, 86 S.Ct. 684, 15 L.Ed.2d 
545, 148 USPQ at 467; Miles Labs., Inc. v. 
Shandon Inc., 997 F.2d 870, 877, 27 
USPQ2d 1123, 1128 (Fed.Cir.1993). We 
therefore review the ultimate determina- 
tion of obviousness without deference to 
the Board, while examining any factual 
findings for clear error. See, e.g., In re 
Zurkp, 142 F.3d 1447, 1459, 46 USPQ2d 
1691, 1700 (Fed.Cir.) (en banc), cert. 

granted, U.S. : , 119 S.Ct. 401, 142 

L.Ed.2d 326 (1998). 

A 

[2] Our analysis begins in the text of 
section 103 quoted above, with the phrase 
"at the time the invention was made." For 
it is this phrase that guards against entry 
into k the "tempting but forbidden zone of 
hindsight," see Loctite Corp. v. Ultraseal 
Ltd., 781 F.2d 861, 873, 228 USPQ 90, 98 
(Fed.Cir. 1985), overruled on other grounds 
by Nobelpharma AB v. Implant Innova- 
tions, Inc., 141 F.3d 1059, 46 USPQ2d 
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1097 (Fed.Cir.1998), when analyzing the 
patentability of claims pursuant to that 
section. Measuring a claimed invention 
against the standard established by section 
103 requires the oft-difficult but critical 
step , of casting the mind back to the time 
of invention, to consider the thinking of 
one of ordinary skill in the art, guided only 
by the prior art references and the then- - 
accepted wisdom in the field. See, e.g„ 
W.L. Gore & Assocs., Inc. u Garlock, Inc., 
721 F.2d 1540, 1553, 220 UPSQ 303, 313 
(Fed.Cir.1983). Close adherence to this 
methodology is especially important, in the, 
case of less technologically complex inven T 
tions, where the very ease with which, the 
invention can be understood may prompt 
one "to fall victim to the insidious effect of 
a hindsight syndrome wherein that which 
only the inventor taught is used against its 
teacher." Id. 

[3] Our case law makes clear that the 
best defense against the subtle but power- 
ful attraction of a hindsight^based obvious- 
ness analysis is rigorous application of the 
requirement for a showing of the teaching 
or motivation to combine prior art refer- 
ences. See, e.g.* CR. Bard, Inc. v. MS 
Sys., Inc.,151 F.3d 1340, 1352, 48 USPQ2d 
1225, 1232 (Fed.Cir.1998) (describing 
"teaching 6r suggestion or motivation [to 
combine]" as an "essential evidentiary 
component of an obviousness holding"); In 
re-Rouffet, 149 F;3d 1350, 1359, 47 
USPQ2d 1453, 1459 (Fed.Cir.1998) ("the 
Board must identify specifically . . . the 
reasons one of ordinary skill in the art 
would have been motivated to select the 
references and combine them"); In re 
Fritch, 972 F.2d 1260, 126d; 23 USPQ2d 
1780, 1783 (Fed.Cir.1992) (examiner can 
satisfy burden of obviousness in light of 
combination "only by showing some objec- 
tive teaching [leading to the combina- 
tion]"); In re Fine, 837 F.2d 1071, 1075, 5 
USPQ2d 1596, 1600 (Fed.Cir.1988) (evi- 
dence of teaching or suggestion "essential" 
to avoid hindsight); Ashland Oil, Inc. v. 
Delta Resins & Refractories, Inc., 776 
F.2d 281, 297, 227 USPQ 657, 667 (Fed. 


Cir. 1985) (district court's conclusion of ob- 
viousness was error when it "did not eluci- 
date any factual teachings, suggestions or 
incentives from this prior art that showed 
the propriety of combination"). See also 
Graham, .383 U.S; at 18, 86 S.Ct 684, 15 
L.Ed.2d M5, 148 USPQ at 467 ("strict 
observance" of factual predicates to obvi- 
ousness conclusion required). Combining 
prior art references without evidence of 
such a suggestion, teaching, or motivation 
simply takes the inventor's disclosure as. a. 
blueprint for piecing together the prior art; 
to defeat patentability — the essence of 
hindsight. See, e.g., Interconnect Plan^ 
ning Corp. v. Feil, 774 F.2d 1132, 1138, , 
227 USPQ 543, 547 (Fed.Cir.1985) ("The 
invention must be viewed not with the 
blueprint drawn by the inventor, but in the 
state of the art that existed at the time."). 
In this case, the Board fell into the hind- 
sight trap. 

[4, 5] We have noted that evidence of a 
suggestion, teaching, or motivation to com- 
bine may flow from the prior art refer- 
ences themselves, the knowledge of one of 
ordinary skill in the art, or, in some cases, 
from the nature of the problem to be 
solved, see Pro-Mold & Tool Co. v. Great 
Lakes Plastics, Inc., 75 F.3d 1568, 1573, 37 
USPQ2d 1626, 1630 (Fed.pir.1996), Para^ 
Ordnance Mfg. v. SGS Importers Intern., 
Inc., 73 F.3d 1085,: 1088, 37 USPQ2d 1237,; 
1240 (Fed.Cir.1995), although "the sugges- 
tion, more often comes from the teachings 
of the pertinent: references," Roujfet, 149 
F.3d at 1355, 47 : USPQ2d at 1456, The 
range of sources- available, however, does 
not diminish the requirement for actual 
evidence. That is, the showing must be 
clear and particular. See, e.g., CR. Bard, 
157 F.3d at 1352,: 48 USPQ2d at 1232. 
Broad conclusory statements regarding, 
the teaching of multiple references, stand- 
ing alone, are not "evidence." E.g., McEl- 
murry v. Arkansas Power & Light Co., 
995; F,2d 1576, 1578, 27 . USPQ2d . 1129, 
1131 (Fed.Cir.1993) ("Mere denials and 
conclusory statements, however, are not 
sufficient to establish a genuine issue of 
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material fact."); In reSichert, 566 F.2d 
1154, 1164, 196 USPQ 209, 217 (CCPA 
1977) ("The examiner's conclusory state- 
ment that the specification does not teach 
the best mode of using the invention is 
unaccompanied by evidence or reasoning 
and is entirely inadequate to support the 
rejection."). In addition to demonstrating 
the propriety of an obviousness analysis, 
particular factual findings regarding the 
suggestion, teaching, or motivation to com- 
bine serve a number of important pur- 
poses, including: (1) clear explication of 
the position adopted by the Examiner and 
the Board; (2) identification of the factual 
disputes, if any, between the applicant and 
the Board; and (3) facilitation of review oh 
appeal. Here, however, the Board did not 
make particular findings regarding the lo- 
cus of the suggestion, teaching, or motiva- 
tion to combine the prior art references. 

[6] All the obviousness rejections af- 
firmed by the Board resulted from a com- 
bination of prior art references, e.g., the 
conventional trash or yard bags, and the 
Holiday and Shapiro publications teaching 
the construction of decorated paper bags. 
See Dembiczak, slip op. at 6-7. To justify 
this combination, the Board simply stated 
that "the Holiday and Shapiro references 
would have suggested the application of 
. . . facial indicia to the prior art plastic 
trash bags." Id. at 18-19. However, rath- 
er than pointing to specific information in 
Holiday or Shapiro that suggest the combi- 
nation with the conventional bags, the 
Board instead described in detail the simi- 
larities between the Holiday and Shapiro 
references and the claimed invention, not- 
ing that one reference or the other— in 
combination with each other and the con- 
ventional trash bags— described all of the 
limitations of the pending claims. See id. 
at 18-28. Nowhere does the Board partic- 
ularly identify any suggestion, teaching, or 
motivation to combine the children's art 
references (Holiday and Shapiro) with the 
conventional trash or lawn 1 bag references, 
nor does the Board make specific — or £ven 
inferential— findings concerning the identi- 


fication of the relevant art, the level of 
ordinary skill in the art, the nature of the 
problem to be solved, or any other factual 
findings that might serve to support a 
proper obviousness analysis. See, e.g., 
Pro-Mold & Tool, 75 F.3d at 1573, 37 
USPQ2d at 1630. 

To the contrary, the obviousness analy- 
* sis in the Board's decision is limited to a 
discussion of the ways that the multiple 
prior art references can be combined to 
read oh the claimed invention. For exam- 
ple, the Board finds that the Holiday bag 
reference depicts a "premanufactured 
orange" bag material, see Dembiczak, slip 
op. at 2i, finds that Shapiro teaches the 
use of paper bags in various sizes, includ- 
ing "large", see id. at 22-23, and concludes 
that the substitution of orange plastic for 
the crepe paper of Holiday and the paper 
bags of Shapiro would be an obvious de- 
sign choice, see id. at 24. Yet this refer- 
ence-by-reference, limitation-by-limitation 
analysis fails to demonstrate how the Holi- 
day and Shapiro references teach or sug- 
gest their combination with the conven- 
tional trash or lawn bags to yield the 
claimed invention. See Rouffet, 149 F.3d 
at 1357, 47 USPQ2d at 1459 (noting 
Board's failure to explain, when analyzing 
the prior art, "what specific understanding 
or technical principle . . . would have sug- 
gested the combination"). Because we do 
not discern any finding by the Board that 
there was a suggestion, teaching, or moti- 
vation to combine the prior art references 
cited against, the pending claims, the 
Board's conclusion of obviousness, as a 
matter of law, cannot stand. See C.R. 
Bard, 157 F.3d at 1352, 48 USPQ2d at 
1232; Rouffet, 149 F.3d at 1359, 47 
USPQ2d at 1459; Fritch, 972 F.2d at 1265, 
23 USPQ2d at 1783; Fine, 837 F.2d at 
1075, 5 USPQ2d at 1600; Ashland Oil, 776 
F.2d at 297, 227 USPQ.at 667. 

B 

[7] The Commissioner of Patents and 
Trademarks ("Commissioner") attempts to 
justify the Board's decision on grounds 
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different from that relied upon by the 
Board, arguing that one of ordinary skill in 
the art would have been motivated to com- 
bine the references. Of course, in order to 
do so., the Commissioner must do what the 
Board did not do ; below: make specific 
findings of fact regarding the level of .skill 
in the art ("a designer and manufacturer 
of trash and leaf; bags, particularly one> ; 
specializing in the ornamental and graphic 
design of such bags"), Resp't Br. at 14, the 
relationship between the fields of conven- 
tional trash bags and children's crafts, re- 
spectively ("[t]he artisan would also have 
been well aware of the ancillary, corollary, 
and atypical uses of 'trash* bags such as 
their application in hobby and art pro- 
jects"), Resp't Br. at 15, and the particular 
features of the prior art references that 
would motivate one of ordinary Skill in a 
particular art to select elements disclosed 
in references from a wholly different field 
("a designer and manufacturer of trash 
and leaf bags would have recognized the 
paper bag in Shapiro to be a ttash bag and 
therefore would have , been motivated to 
combine it with the admitted prior art 
plastic trash arid leaf bags to arrive at the 1 
claimed invention"), Riesp't Br. at 15. The 
Commissioner also appears to cite addi- 
tional references in support of his obvious- 
ness analysis, noting that at least two de^- 
sign patents "(in the record but not cited 
against the presently pending claims) 
teach the placement of "graphical informa- 
tion^including text, designs, and even fa- 
cial indicia, to colored bags." Resp't Br. at 
16. This new analysis* apparently cut 
fr6m whole cloth in view of appeal, does 
little more than highlight the shortcomings 
of the decision below, and we decline to ; 
consider it. See, e.g., In re Robertson, 169 
F.3d 743, 746, 49 USPQ2d 1949, 1951 (Fed. 
Cir.1999) ("We decline to consider [the 
Commissioner's] newly-minted theory as 
an alternative ground for upholding the 
agency's decision."); In re Soni, 54 F.3d 
746, 751, 34 USPQ2d 1684, 1688 (Fed.Cir. 
1995); In re Hounsfield, 699 F.2d 1320, 
1324, 216 USPQ 1045, 1049 (Fed.Cir.1983) 
(rejecting an "attempt[ ] by the Commis- 


sioner 'to apply a new rationale to support 
the rejection/ ");; see also 35 U.S.C. § , 144 
(1994) (an appeal to the Federal Circuit "is 
taken on the record before The Patent and 
Trademark Office"), Because the Boar^i 
has not established a, prima facie case of 
obviousness, see In re Bell, 991 F.2d 781, 
783, 26 USPQ2d 1529, 1531 (Fed.Cir.1993) 
("The PTO bears the burden of establish- 
ing a case of prima facie obviousness."), we 
therefore reverse the obviousness rejec- 
tions, and have no , need to address the 
parties' arguments with respect to second- 
ary factors. 


III. 


[8, 9] Dembiczak also asks this court to 
reverse the Board's rejection of the pend- 
ing claims for obviousness-type double pat- 
enting, which is a judicially-created doc- 
trine that seeks to prevent the applicant 
from expanding the grant of the patent 
right beyond the limits prescribed in Title 
35. See, e.g., In re Braat, 937 F.2d 589, 
592, 19 USPQ2d 1289, 1291-92 (Fed.Cir. 
1991); In re Longi, 759 F.2d 887, 892, 225 
USPQ 645, 648 (Fed.Cir. 1985). See also 
35 U.S.C. § 154(a)(2) (Supp.1998) (discuss- 
ing patent term). The doctrine prohibits 
claims in a second patent which define 
"merely an obvious variation" pf an inven- 
tion claimed by the same inventor in an 
earlier patent. Braat, 937 F.2d at 592, 19 
USPQ2d at 1292 (quoting In re Vogel, 57 
C.C.P.A. 920, 422 F.2d 438, 441, 164 USPQ 
619, 622 (CCPA 1970)). Thus, unless a 
claim sought in the later patent is patent- 
ably distinct from the claims in an earlier 
patent, the claim must be rejected. See In 
re Goodman, 11 FM 1046, 1052, 29 
USPQ2d 2010, 2015 (Fed.Cir.1993); Vogel, 
422 F.2d at 441, .164 USPQ at 622. This 
question is one of law, which we : review de 
novo. See Goodman, 11 F.3d at 1052, 29 
USPQ2d at 2015; Texas Instruments Inc., 
v. United States InVl Trade <,Comm% 988 
F.2d 1165, 1179, 26 USPQ2d 1018, 1029 
(Fed.Cir.1993). 
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[10, 11] The law provides that, in some 
very rare cases, obvious-type double pat- 
enting may be found 1 between design and 
utility patents. See Carmak Indus., Inc. 
v.Wahl, 724 F.2d 932, 939-40, '220 USPQ 
481, 487 (Fed.Cir.1983) (noting that, while 
theoretically possible, "[d]oiible patenting 
is rare iri the context of utility versus 
design patents"); In re Thorington, 57 
C.C.P.A. 759, 418 F.2d 528, 536-37, 163 
USPQ 644-650 (CCPA 1969) (Double pat- 
enting between a design and utility patent 
is possible "if the features producing the 
novel aesthetic effect of a design patent or 
application are the same as those recited 
in the claims of a utility patent or applica- 
tion as producing a novel structure."); An 
re Phelan, 40 C.C.P.A. 1023, 205 F.2d 183, 
98 USPQ 156 (CCPA 1953); in re Barber, 
81 F.2d 231, 28 USPQ 187 (CCPA 1936); 
In re Hargraves, 53 F.2d ,900, 11 USPQ 
240 (CCPA 1931). In these cases, a "two- ; 
way" test is .applicable. See Carman, 724 
F.2d at 940, 220 USPQ at 487. Under this 
test, the obviousness-type double patenting 
rejection is appropriate only if the claims 
of the two patents cross-read, meaning 
that "the test is whether the subject mat- 
ter of the cMms of the patent sought to be 
invalidated would have been obvious from 
the subject matter of the claims of the 
other patent, and vice versa." Id., 724 
F.2d 932, 220 USPQ at 487. See also 
Braat, mi F.2d at 593, 19 USPQ2d at 1292 
(explaining two-way test). 

B 

In making its double patenting rejection, 
the Board concluded that all but one of the 
pending claims df Dembiczak's utility ap- 
plication would have been merely an obvi- 
ous variation of the claims of the earlier- 
issued design patents-^-the Dembiczak '023 
and '254 references — in light -of the Holi- 
day reference. The remaining claim, de- 
pendent claim 49, was judged obvious in 
light of the combination of the' Dembiczak 
design patents, Holiday, and the Kessler 
reference. 


[12,13] Acknowledging that the two- 
way test was required by Carman, 724 
F.2d at 940, 220 USPQ at 487, the Board 
concluded that "the design claimed iri each 
of appellants' design patents does not ex- 
clude the features pertaining to the con- 
struction and color of the bag, the use of a 
plastic material for making the bag, the 
: size or thickness of the bag ... or the use 
of various types of filling material. . . . 
The particular details of the facial indicia 
would have been a matter of design choice 
as evidenced by the Holiday handbook," 
and that therefore, in view of Holiday, the 
claims of the design patents were obvious 
variants of the pending utility patent 
claims. See Dembiczak, slip op. at 11. 
We disagree. In order for a design to be 
unpatentable because of obviousness, there 
mijst first be a basic design reference in 
the prior art, the design characteristics of 
which are "basically the same as the 
claimed design." In re Borden, 90 F.3d, 
1570, 1574, 39 USPQ2d 1524, 1526 (Fed. 
Cir.1996); In re Rosen, 673 F.2d 388, 391, 
213 USPQ 347, 350 (CCPA 1982). The 
phrase "having facial indicia thereon" 
found in the claims of the pending utility 
application is not a design reference that is 
"basically the same as the claimed design." 
Borden, 90 F.3d at 1574, 39 USPQ2d at 
1526. In fact, it describes precious little 
with respect , to design characteristics. 
The Board's suggestion that the design 
details were simply "a matter of design 
choice" evinces a misapprehension of the 
subject matter of design patents. E.g., 
Carman, 724 F.2d at 939 n. 13, 220 USPQ 
at 486 n. 13 ("Utility patents afford protec- 
tion for the mechanical structure and func- 
tion of an invention whereas design patent 
protection concerns the ornamental 1 or 
aesthetic features of a design.") Indeed, 
we note that the two design patents at 
issue here — the Dembiczak '023 and '254 
patents— were considered nonobvious over 
each other, and Were even the subject of a 
restriction requirement. See 35 U.S.C. 
§ 121 (1994) ("If two or more independent 
and distinct inventions are claimed in one 
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the application to be restricted to one of 
the inventions."); 37 C.F.R. § 1.142. The 
position adopted by the Board— that a tex- 
tual description of facial indicia found in 
the claims of the utility patent application 
makes obvious the specific designs claimed 
in the (patentably distinct) Dembiczak de- 
sign patents— would presumably render, 
obvious, or even anticipate, all design pat- 
ents where a face was depicted on a bag. 
But this, of course, is not the law; the 
textual description cannot be said to be a 
reference "basically the same as the 
claimed design," of the design patents at 
issue here. Borden, 90 F.3d at 1574, 39 
USPQ2d at 1526 (internal quotation marks 
omitted). The Board's conclusion of obvi- 
ousness is incorrect. 

Because we find that the Board erred in 
concluding that the design patents were 
obvious variants of the pending utility 
claims, we need not address the other 
prong of the two-way double patenting 
test— whether the pending utility claims 
are obvious variations of the subject mat- 
ter claimed in the design patents.. : See 
Carman, 724 F.2d at 939, 220 USPQ at 487 
(both prongs of the two-way test required; 
for obviousness-type double patenting). 
The double patenting rejections are . re- 
versed. 

IV 

Because there is no evidence in the rec- 
ord of a suggestion, teaching, or motiva- 
tion to combine the : prior art references 
asserted against the pending claims, the 
obviousness rejections are reversed. In 
addition, because the Board misappre- 
hended the test for dbviousness^type dou- 
ble patenting, and because the pending 
utility claims do not render obvious the 
design patents, the double patenting rejec- 
tions are also reversed. 

REVERSED. 
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O 5 KEY NUMBER SYSTIM 


PENTAGEN TECHNOLOGIES 
INTERNATIONAL LIMITED, 
Plaintiff-Appellant, 


UNITED STATES, Defefidant-Appellee. 
No. 98-5133. 

United States Court of Appeals, 
Federal Circuit. 


May 3, 1999. 


Owner of copyright for computer soft- 
ware program brought infringement action 
against the United States. The United 
States Court of Federal Claims, James T. 
Turner, J., dismissed action, and owner 
appealed. The Court of Appeals, Fried- 
man, Senior Circuit Judge, held that stat- 
ute which bars recovery for any copyright 
infringement by the government commit- 
ted more than three years before filing of 
complaint was not equitably tolled. 

Affirmed. 


1. Limitation of Actions <3=>104 5 

Statute which bars recovery for any 
copyright infringement by the govern- 
ment committed more than three years 
before the filing of the complaint was not 
equitably tolled prior to copyright holder's 
receipt of witness statement disclosing in- 
fringement, absent allegation that govern- 
ment concealed the alleged infringement 
or that copyright holder was unaware of 
the infringement . until such receipt. 28 
U.S.C:A. §' 1498(b). 

2. federal Civil Procedure <3=>1754 

Even where equitable tolling might 
apply, a complaint properly , may be dis- 
missed for failure to state a claim as time- 
barred if (1) the face of ; the complaint 
shows that the claim is time-barred and (2) 
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that the opposition was prompted because of 
such facts. Indeed, the only evidence of 
record, Syntex's label, shows no citrus in the 
formulation. PGI then goes on to argue that, 
because the description of Syntex's goods is 
broad, Syntex-'s hair care preparations could, 
in the future, include one with citrus, for 
example, lemon, as an ingredient if none is 
now in the products. The board .discounted 
the materiality of this issue and we agree. 
Simply having lemon as^an ingredient would 
not establish the type of relationship between 
products which is likely to lead to confusion 
of source in the marketplace. See B. Vander- , 
burgh, Trademark Law and Procedure §5.41, 
at 202-03 (2nd ed. 1968).= . 

[3] Finally, PGI argues' that it is entitled to* 
discovery to learn if Syntex intends to change 
its formula and/or advertising or if Syntex 
knows of instances of actual confusion. We do 
not . agree. Summary judgment need, not be 
denied merely to satisfy a litigant's specula- 
tive hope of finding some evidence that might 
tend to support a cdmplairit. First National 
Bank of Arizona v. Cities Service Co., 391 
U.S. 253? 290 (1968), Further litigation in 
this case not only would put the parties to 
unnecessary expense but also, equally impor- 
tantly, would be wasteful of judicial 
resources.- 

Giving PGI the benefit of all doubt, on the 
record of this case, we conclude that Syntex is 
entitled to judgment on the issue of likelihood 
of confusion as a matter of law. 

With respect to the board's refusal to per- 
mit an amendment of PGI's pleadings under 
§2(a) to substitute an allegation of likelihood 
of confusion or its equivalent for : the dis- 
missed pleading of deception, we agree that 
the proposed amendment would serve no use- 
ful purpose. 

Conclusion 

For the above reasons, the decision of the 
Trademark Trial arid Appeal Board is 

affirmed.^ . ' , 

Affirmed 


2 The practice of the U.S. Claims Court and of 
the former U.S. Court of Claims in routinely dis- 
posing of numerous cases on the basis of cross- 
motions for summary judgment , has much to com- 
mend it. The adoption of similar practice is to be 
encouraged in. inter partes cases before the Trade-, 
mark Trial and Appeal Board, which seem particu- 
larly suitable to this, type of disposition. Too often 
we see voluminous records which would be appro- 
priate to an infringement or unfair competition suit ! 
but are wholly unnecessary to resolution bf the 
issue of registrability of a mark. ' 


Court of Appeals, Federal Circuit 

Simmons Fastener Corporation 
v. Illinois Tool Works, Inc. 

No. 83-1084 
Decided July 31, 1984 


PATENTS 

1. Patentability ±- Evidence of — In gen- 

eral (§51.451) 

Trial court erred as matter of law in refus- 
ing to consider evidehce of secondary consid- 
erations, objective evidence, mandated by 
Graham v. John Deere Co., 148 USPQ 459, 
in arriving at its decision on obviousness; only 
after all evidence of nonobviousness has been 

considered can conclusion, on obviousness be 
reached. 

2. Patentability — : Evidence of — In gen- 

eral (§5 1.451 ) : : 

Nexus between merits of claimed invention 
and evidence of secondary considerations is 
required in order for evidence to be given 
substantial weight in obviousness decision. 

3. Pleading and practice in courts ^- Is- 

sues determined — Validity and in- 
fringement (§53.577) 

When questions of validity and infringe- 
ment are raised in same proceeding, trial 
court should decide both issues and enter 
judgment on both. - 

Particular Patents — Fasteners 

3,802,476, Hbadley, Screw Anchor, hold- 
ing of invalidity reversed: 


Appeal from District Court for the North- 
ern District of New York, McCurn, ].: 218 
USPQ 547. , 1 

Action by Simmons Fastener Corporation, 
against. Illinois Tool Works,. Inc.,. for declara-. 
tion of patent invalidity, non-infringement, 
and unenforceability, in which defendant 
counterclaims for patent infringement. From 
judgment for plaintiff, defendant appeals. 

Granger Cook, jr., and Cook, Wetzel & 
Egan, both of Chicago, I1L (Russell J. 
Barron, Chicago, 111 , on the brief; Thomas 
W. Buckman and Jack R. Hal vorsen, both 
of Chicago, 111., of counsel) for appellant, 

Eliot S. Gerber,,and Wyatt, Gerber, Scobey 
& Badie, both of New York, N.Y. (Richard 
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Kphn, and Kohn, Bookstein & Karp; both 
of Albany, N.Y., of counsel) for appellee. 

Before Baldwin, Miller, and Smith, Circuit 
Judges. 

Baldwin^ Circuit Judge. 

This is an appeal from a judgment of the 
United States District Court for the Northern 
District of New York 1 holding U.S. Patent 
No. 3,802,476 ('476 patent) entitled "Screw 
Anchor" to James E. Hoadley invalid for 
obviousness. We reverse the decision and re- 
mand the case to the trial court. 


Background 

Both appellant, Illinois Tool Works, Inc. 
(ITW), and appellee, Simmons Fastener Cor- 
poration (Simmons), make and sell industrial 
fasteners to refrigerator manufacturers. The 
'4.76 patent was assigned to ITW. 

*■ The particular industrial fastener involved 
in this case, also called a screw anchor, is 
useful in refrigerators having a steel outer 
shell, a thin flexible plastic liner, and fbamed- 
in-plaice insulation in between. The plastic 
liners posed many difficulties to manufactur- 
ers wishing to install shelves and other hard- 
ware in the refrigerator cabinet, because the 
liners were fragile and subject to cracking, 
arid foam injected during the foaming process 
would leak through the fastener holes made 
in the liner into the refrigerator cabinet. The 
ITW fastener, which embodies the invention 
of trie '47 6 patent as defined by claims 1 and 
2 of that patent, is one of many products 
devised in response to the fastening problems 
of the refrigerator industry. The trial xourt 
opinion fully describes the claimed invention 
arid the prior art arid recites claims 1 and 2 of 
the '476 patent. 


' Proceedings 

< In June 1980, Simmons filed a declaratory 
judgment action seeking a judgment that the 
'476 patent was invalid, unenforceable, 2 and 


not infringed by certain self-adhering screw 
anchors manufactured and sold by Simmons. 
ITW counterclaimed for infringement of the 
'476 patent. 

In the memorandum accompanying its 
judgments the trial court held the f 476 patent 
invalid for obviousness and refrained from 
deciding the issues of infringement and 
enforceability. 

Issue 

"Did the trial court err in holding the '476 
patent invalid under 35 USC 103? 

\ - " : Opinion 

At trial, Simmons- counsel conceded the 
commercial success ofTTW's Hoadley screw 
anchor: "Now, we admit, and I will be will- 
ing to enter; into a stipulation that there is 
commercial success., They have sold millions, 
we have sold millions, so there is* commercial 
success." 

In the: parties' amended pretrial statement, 
in a section called "Facts Not In Dispute" the 
parties agreed that: 

25. ITW has made arid sold millions ' of 
products covered by the claims of the pat- 
entrin-suit to General Electric, Whirlpool 
Corporation, White Consolidated Indus- 
tries and others. The ITW patented prodr 
uct has been a substantial commercial 
success. . 

26. Simmons has sold millions of its 
products to. White Consolidated Industries 
. and others. 

As for "long felt but- unsolved needs,"- the 
court said that satisfaction of such needs de- 
pended on whether they were considered indi- 
vidually or collectively. The court then listed 
twelve advantages of ITW's .device along, with 
the prior art devices that afforded some of the 
same, advantages, and said: "Thus the fun- 
solved need* satisfied by Hoadley could only 
be found, if at all, in marketing a device 
which combines these advantages." 

Although the court did not consider prior 
fasteners to be "failed attempts," it acknowl- 
edged that "the Hoadley device, by combining 
elements present in the prior art, constituted 
an improvement over ' any individual prior 
fastener. This is evidenced not J only by its 
commercial success but by the limitation[sic] 
Of others; including; Simmons." 

After a discussion of the most pertinent 
prior krt references, 3 the court said: 


; 1 560 F.Suppi 1277, 218 USPQ 547 (1983). ./ 

2 The asserted grounds for unenforceability are 
that ITW (ailed to fully and accurately describe 
prior art to the Patent and Trademark Office and 
that ITW engaged in various acts of patent misuse. 


3 Kn6wlt6n; U.S. Patent No. 3,266,699; Sim- 
mons; 3188* back-up plate; Krueger, ILS. Patent 
No: 3,298,271/ ■ <■ - 


! ! 
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fl]t is * * * established that ''secondary 
considerations -will not support a claim of 
^invention if the subject-matter of the patent 
does not pass the section 103 test of non- 
obviousness." * * * (''[CJommercial success 
'cannot breathe life into into a patent oth- 
erwise invalid because of obviousness' ".) 
[Citations omitted.] * 

Therefore, while the Hoadley invention 
constituted a practical and commercially 
popular means of fastening, the Court is 
persuaded by what it regards to be clear 
and convincing evidence that the subject 
matter of the Hoadley patent would have 
been obvious to a skilled engineer in the 
fastener field at t^e time the invention was 
made. The patent is therefore invalid under 
35 U.S.c. §103, [Emphasis added.] 
[1] We reverse the decision of the trial 
court that the claims of the '476 patent would 
have been obvious under 35 USG 103 and 
remand* the case for determinations on the 
questions of infringement and enforceability, 
because the trial court erred as a matter of 
law in refusing to consider the evidence of 
secondary considerations ' (objective evidence) 
mandated by Graham v. John Deere Co. -, 383 
U.S. 1, 17, 148 USPQ 459, 467 ^1966), in 
arriving at its decision on obviousness. 

The section 103 test of nonobviousness set 
forth iri-Grahahi is a four part inquiry com- 
prising, not only the three familiar elements 
(scope and content of the prior art, differences 
between the prior art and the claims at issue, 
and level of ordinary skill in the pertinent 
art);' but also evidence of secondary consider- 
ations when such evidence is; of course, 
present. Jones * v. Hardy, 727 F. 2d 1524, 
1527, 220 USPQ 1021, 1023 (Fed. Cir. 
1984). • ' : ' ; - 

Only after all evidence of nonobviousness 
has been considered can a conclusion oh obvi- 
ousness be reached. The trial court's error lies 
in its exclusion of such evidence in arriving at 
a conclusion On the obviousness of the claimed 
invention. 

In Stratoflex, Inc. v. Aerbquip Corp., 713 
F.2d 1530, 1538, 218 USPQ 871, 879 (Fed. 
Cir ; 1983), this court said; - ■ ■- 

[E]vidence rising out of the so-called "sec- 
ondary considerations", must : always when 
present be considered en route to a deter- 
mination of obviousness. In re Sernaker, 
702 F.2d 989, 217 USPQ 1 (Fed.^ Cir. 
1983) citing in re Fielder andiUnderwood, 
471 F.2d: 640, 176 USPQ 300 ; (CCPA 
1983), see In re Mageli et al., 470 F.2d 
1380, 1384, 176 USPQ 305, 307 (CCPA 
1 97 3) (evidence bearing on issue of nonob- 
, viousness "is never of 'no moment/ is Al- 
ways to be considered and accorded what- 


ever, weight it may have.") Indeed, evidence 
of secondary considerations may often be the 
most probative and cogent evidence in the 
record.' It may often establish that an inven- 
tion appearing to have been obvious in light 
of the prior art was not: It is to be consid- 
ered as part of all the evidence, not just 
when the decisionmaker remains in doubt 
after reviewing the art. [Emphasis added.] 

Also, in;W. L. Gore & Associates, Inc. v. 
Garlock, Inc., 721 F.2d 1540, 1555, 220 
USPQ 303, 314 (Fed. Cir. 1983), this court 
said: 

Having determined that the invention 
would have been obvious in view of the 
process of either Smith or Sumitomo, the 
district court did not discuss the strong 
showing of objective evidence of nonob- 
viousness here present, saying with respect 
to one part of such evidence, "no amount of 
commercial rsuccess can save it." That ap- 
proach was error. All evidence bearing on 
the issue of obviousness, as with any other 
issue raised in the conduct of the judicial 
process, must be considered and evaluated 
before the required legal conclusion is 
reached. [Citing Stratoflex, Inc. v. Aero- 
qiiip Corp., 713 F.2d at 1538, 218 USPQ 
- at 879 (Fed. Cir. 1983).] 

The objective evidence of nonobvious- 
ness, i.e., the u ihdicia" of Graham * * * 
may in a given case be entitled to riiore 
weight or less, depending to its nature and 
its relationship to the merits of the inven- 
tion; It may be the most pertinent, proba- 
tive, and revealing evidence available to" aid 
in reaching a conclusion on the obvious/- 
nbnobvious issue. It should when present 
always be considered as an integral part of 
the analysis. 

See also. In re De Blauwe, Appeal No. 84- 
513, slip op. at 15-16, 222 USPQ at 196-197 
(Fed. Cir. June 8, 1984);/Lindemann Mas- 
chinenfabrik GMBH v. American Hoist & 
Derrick Co., 730 F.2d 1452, 1461, 221 
USPQ 481, 487-88 (Fed. Cir. 1984); Jones, 
727 F.2d at 1530-31, 220 USPQ at 1026-27; 
Raytheon Co. v. Roper Corp., -724 F:2d 951, 
961, 220 USPQ 592, 600 (Fed. Cin 1983); 
Medtronic, Inc. v ; Cardiac Pacemakers, Inc., 
721 F.2d 1563, 1576, 220 USPQ 97, 105, 
(Fed. Cir. 1983); In re Sernaker, 702 F.2d 
989, 996, 217 USPQ 1, 7 (Fed. Cir. 1983). 

[2] A nexus between the merits of the 
claimed invention and the evidence of second- 
ary considerations is required in order for the 
evidence to . be given substantial weight in an 
obviousness decision. Stratoflex, 713 F.2d .at 
1539, 218 USPQ at 879. The requisite nexus 
was found by the trial court. See supra^ 
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We agree with the trial court that the 
teachings of the prior art prima facie would 
have suggested to one of ordinary skill in the 
art the claimed invention. The reader is re- 
ferred to the trial court ? s opinion for its dis- 
cussion of the first three Graham factors, 
however, the evidence bf secondary consider- 
ations in this case; particularly commercial 
success, is extremely strong* and is entitled to 
great weight In considering the evidence of 
obviqusness/nonobviousness collectively, we 
conclude the ; trial court's decision that the 
claimed invention of the '476: patent would 
have been obvious under 35 USG 103 must 
fall We accordingly reverse the trial court's 
decision, and remand .the case to the trial 
court for a determination of the infringement 
and enforceability questions. 
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Nestier Corporation 
v. Menasha Cprporation-Lewisystems 
Division 

No ^834313 
Decided Aug. 1, 1984 
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[3] When questions of validity and in- 
fringement are raised in the same proceeding, 
the trial court should decide both issues and 
enter judgment on both. Lindemann, 730 
F.2d at 1463-64, 221 USPQ at 489-90; Stra- 
toflex, 713 F.2d at 1540-41, 218 USPQ at 
880. - • • 

Though an invalid claim cannot give rise 
to liability for infringement, whether it is 
infringed is an entirely separate question 
capable of determination without regard to 
its validity, , Because both validity and in- 
fringement involve -construction of a claim, 
and because the construction must be the 
same in determining both, it is desirable to 
decide both questions at the same time. 

Medtronic, 721 F.2d at 1582-83, 220 USPQ 
at 111. 

The decision as to obviousness is reversed 
anil the case is remanded to the trial , court for 
a determinatibn of the questions of whether 
the claims of the '476 patent are infringed by 
the accused Simmons devices and whether the 
'476 patent is enforceable. 


Reversed and Remanded 


i^Infriiigement — Substitution of equiv- 
alents ^ In ^i^i^^ 

Doctrine of equivalents;^ finding of 
infririgerh^rit, despitfe;>bsence bf literal identi- 
ty between: ! claimed; device , and elements of 
alleged infringing deViQe, where two devices 
do same work in substantially; same way , and 
accomplish result; equiv- 

alence; in ^thh r^a^d does not require com- 
plete identity for every purpose and in every 
respect.. • ....... 

2. infringement -^ Substitution of equiv- 

alents—In general (§39.751) 

Analysis of equivalence involves factors of 
functions, means j and result, and jury cannot 
be expected to be able to make any such 
determination absent evidence and argument 
concerning doctrine and each of its elements; 
furthermore, equivalence must established 
with respect to claims of patent^ not for com- 
mercial structures involved; it is not enough 
merely to demonstrate equivalency of two 
commercial devices; this is not to say that 
exact language of Graver Tank & Manufac- 
turing Go. v. Linde Air Products Co., 85 
USPQ 328, must be used by attorneys and 
witnesses; however, party who had burden of 
proving infringement at trial had responsibil- 
ity of establishing equivalence with respect to 
claims, of patent and of stating its case within 
that context. 

3. Infringement — Substitution of equiv- 

alents — In general (§39.751) 

Pleading and practice in courts — Jury 
trial In general (§53.371) 

Theory of infringement through equiv- 
alence is not inherent, or necessarily included, 
in literal infringement theory when that alone 
is presented to jury, although circumstances 
and requirements might possibly differ in 
non-jury trial; fact that some arguments con- 
cerning literal infringement rnight also., have 
been relevant to equivalency analysis is not 
sufficient, in itself,, to establish that evidence 
and context for jury- 
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MANUAL OF PATENT EXAMINING PROCEDURE 


MATTERS HANDLED CONCURRENTLY 
WITH APPEAL 

The Office does not acknowledge receipt of a 
notice of appeal by separate letter. However, if a self- 
addressed postcard is included with the notice of 
appeal, it will be date stamped and mailed. 

Form paragraphs 12.01-12.04 may be used to indi- 
cate defects in a notice of appeal. 

f 12.01 Notice of Appeal Unacceptable - Fee Unpaid 

The notice of appeal filed on [1] is not acceptable because the 
appeal fee required under 37 CFR 1 . 1 7(b) was not filed, or was 
not timely filed. 

Applicant may obtain an extension of time under 37 CFR 
1 . 1 36(a) to file the appropriate appeal fee. The date on which the 
notice of appeal, the appeal fee, the petition under 37 CFR 
1. 136(a), and the petition fee are filed will be the date of the reply 
and also the date for determining the period of extension and the 
corresponding amount of the fee. In no case may an applicant 
reply later than the maximum SIX MONTH statutory period or 
obtain an extension pursuant to 37 CFR 1.136(a) for more than 
FIVE MONTHS beyond the date of reply set in an Office action. 

f 12.02 Notice of Appeal Unacceptable - No 2nd Rejection 

The notice of appeal filed on [1] is not acceptable under 37 
CFR 1.191(a) because [2]. 

Examiner Note: 

In bracket 2, insert the following wording, as appropriate: 

--there has been no second or final rejection in this patent 
application--; 

-there has been no second or final rejection in this ex 
parte reexamination proceeding on a patent that issued from an 
original application filed in the United States before November 
29, 1 999-; or 

-there has been no final rejection (37 CFR 1.113) of the 
claims in this ex parte reexamination proceeding on a patent that 
issued from an original application filed in the United States on or 
after November 29, 1999--. 

f 12.03 Notice of Appeal Unacceptable - Not Timely Filed 

The notice of appeal filed on [1] is not acceptable because it 
was filed after the expiration of the period set in the prior Office 
action. This application will become abandoned unless applicant 
obtains an extension under 37 CFR 1.136(a). The date on which 
the notice of appeal, the appeal fee, the petition under 37 CFR 
1.136(a), and the petition fee under 37 CFR 1.17(a) are filed will 
be the date of the reply and also the date for determining the 
period of extension and the corresponding amount of the fee. In 
no case may an applicant reply later than the maximum SIX 
MONTH statutory period orobtain an extension pursuant to 37 
CFR 1.136(a) for more than FIVE MONTHS beyond the date of 
reply set in an Office action. 


f 12.04 Notice of Appeal Unacceptable - Claims Allowed 

The notice of appeal filed on [1] is not acceptable because a 
notice of allowability was mailed by the Office on [2]. 

1206 Appeal Brief 

37 CFR 1.192. Appellant's brief 

(a) Appellant must, within two months from the date of the 
notice of appeal under § 1.191 or within the time allowed for reply 
to the action from which the appeal was taken, if such time is later, 
file a brief in triplicate. The brief must be accompanied by the fee 
set forth in § 1.17(c) and must set forth the authorities and argu- 
ments on which appellant will rely to maintain the appeal. Any 
arguments or authorities not included in the brief will be refused 
consideration by the Board of Patent Appeals and Interferences, 
unless good cause is shown. 

(b) On failure to file the brief, accompanied by the requisite 
fee, within the time allowed, the appeal shall stand dismissed. 

(c) The brief .shall contain the following items under appro- 
priate headings and in the order indicated below unless the brief is 
filed by an applicant who is not represented by a registered practi- 
tioner: 

(1) Real party in interest. A statement identifying the real 
party in interest, if the party named in the caption of the brief is 
not the real party in interest. 

(2) Related appeals and interferences. A statement identi- 
fying by number and filing date all other appeals or interferences 
known to appellant, the appellant's legal representative, or 
assignee which will directly affect or be directly affected by or 
have a bearing on the Board's decision in the pending appeal. 

(3) Status of claims. A statement of the status of all the 
claims, pending or cancelled, and identifying the claims appealed. 

(4) Status of amendments. A statement of the status of any 
amendment filed subsequent to final rejection. 

(5) Summary of invention. A concise explanation of the 
invention defined in the claims involved in the appeal, which shall 
refer to the specification by page and line number, and to the 
drawing, if any, by reference characters. 

(6) Issues. A concise statement of the issues presented for 

review. 

(7) Grouping of claims. For each ground of rejection 
which appellant contests and which applies to a group of two or 
more claims, the Board shall select a single claim from the group 
and shall decide the appeal as to the ground of rejection on the 
basis of that claim alone unless a statement is included that the 
claims of the group do not stand or fall together and, in the argu- 
ment under paragraph (c)(8) of this section, appellant explains 
why the claims of the group are believed to be separately patent- 
able. Merely pointing out differences in what the claims cover is 
not an argument as to why the claims are separately patentable. 

(8) Argument. The contentions of appellant with respect 
to each of the issues presented for review in paragraph (c)(6) of 
this section, and the basis therefor, with citations of the authori- 
ties, statutes, and parts of the record relied on. Each issue should 
be treated under a separate heading. 
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(i) For each rejection under 35 U.S.C. 1 12, first para- 
graph, the argument shall specify the errors in the rejection and 
how the first paragraph of 35 U.S.C. 1 12 is complied with, includ- 
ing, as appropriate, how the specification and drawings, if any, 

(A) Describe the subject matter defined by each of 
the rejected claims, 

(B) Enable any person skilled in the art to make and 
use the subject matter defined by each of the rejected claims, and 

(C) Set forth the best mode contemplated by the 
inventor of carrying out his or her invention. 

(ii) For each rejection under 35 U.S.C. 112, second 
paragraph, the argument shall specify the errors in the rejection 
and how the claims particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

(iii) For each rejection under 35 U.S.C. 102, the 
argument shall specify the errors in the rejection and why the 
rejected claims are patentable under 35 U.S.C. 102, including any 
specific limitations in the rejected claims which are not described 
in the prior art relied upon in the rejection. 

(iv) For each rejection under 35 U.S.C. 103, the 
argument shall specify the errors in the rejection and, if appropri- 
ate, the specific limitations in the rejected claims which are not 
described in the prior art relied on in the rejection, and shall 
explain how such limitations render the claimed subject matter 
unobvious over the prior art. If the rejection is based upon a com- 
bination of references, the argument shall explain why the refer- 
ences, taken as a whole, do not suggest the claimed subject matter, 
and shall include, as may be appropriate, an explanation of why 
features disclosed in one reference may not properly be combined 
with features disclosed in another reference. A general argument 
that all the limitations are not described in a single reference does 
not satisfy the requirements of this paragraph. 

(v) For any rejection other than those referred to in 
paragraphs (c)(8)(i) to (iv) of this section, the argument shall spec- 
ify the errors in the rejection and the specific limitations in the 
rejected claims, if appropriate, or other reasons, which cause the 
rejection to be in error. 

(9) Appendix. An appendix containing a copy of the 
claims involved in the appeal. 

(d) If a brief is filed which does not comply with all the 
requirements of paragraph (c) of this section, appellant will be 
notified of the reasons for non-compliance and provided with a 
period of one month within which to file an amended brief. If 
appellant does not file an amended brief during the one-month 
period, or files an amended brief which does not overcome all the 
reasons for non-compliance stated in the notification, the appeal 
will stand dismissed. 

Where the brief is not filed, but within the period 
allowed for filing the brief an amendment is presented 
which places the application in condition for allow- 
ance, the amendment may be entered since the appli- 
cation retains its pending status during said period. 
Amendments should not be included in the appeal 


brief. Amendments should be filed as separate papers. 
See MPEP § 1207, § 1215.01, and § 1215.02. 

TIME FOR FILING APPEAL BRIEF 

37 CFR 1.192(a) provides 2 months from the date 
of the notice of appeal for the appellant to file an 
appeal brief. In an ex parte reexamination proceeding, 
the time period can be extended only under the provi- 
sions of 37 CFR 1.550(c). See also MPEP § 2274. 

The usual period of time in which appellant must 
file his or her brief is 2 months from the date of 
appeal. The Office date of receipt of the notice of 
appeal (and not the date indicated on any Certificate 
of Mailing under 37 CFR 1.8) is the date from which 
this 2 month time period is measured. See MPEP 
§ 512. However, 37 CFR 1.192(a) alternatively per- 
mits the brief to be filed "within the time allowed for 
reply to the action from which the appeal was taken, if 
such time is later." These time periods may be 
extended under 37 CFR 1.136(a), and if 37 CFR 
1.136(a) is not available, under 37 CFR 1.136(b) for 
extraordinary circumstances. 

In the event that the appellant finds that he or she is 
unable to file a brief within the time period allotted by 
the rules, he or she may file a petition, with fee, to the 
Technology Center (TC), requesting additional 1 time 
under 37 CFR 1.136(a). Additional time in excess of 
5 months will not be granted unless extraordinary cir- 
cumstances are involved under 37 CFR 1.136(b). The 
time extended is added to the calendar day of the orig- 
inal period, as opposed to being added to the day it 
would have been due when said last day is a Saturday, 
Sunday, or Federal holiday. 

If after an appeal has been filed, but prior to the 
date for submitting a brief, an interference is declared, 
appellant's brief need not be filed while the interfer- 
ence is pending, unless the administrative patent 
judge has consented to prosecution of the application 
concurrently with the interference. See MPEP 
§2315. Absent such concurrent prosecution, the 
examiner may, after the interference has terminated 
and the files have been returned to him or her, (A) set 
a 2-month period for filing the brief, or (B) withdraw 
the final rejection of the appealed claims in order 
to enter an additional rejection on a ground arising 
out of the interference. See, for example, MPEP 
§ 2363.03. Also, if the appellant was the losing party 
in the interference, claims which were designated as 
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corresponding to the lost count or counts will stand 
finally disposed of under 37 CFR 1.663. 

When an application is revived after abandonment 
for failure on the part of the appellant to take appro- 
priate action after final rejection, and the petition to 
revive was accompanied by a notice of appeal, appel- 
lant has 2 months, from the mailing date of the Com- 
missioner's affirmative decision on the petition, in 
which to file the appeal brief. The time period for fil- 
ing the appeal brief may be extended under 37 CFR 
1.136. 

With the exception of a declaration of an interfer- 
ence or suggestion of claims for an interference and 
timely copying of claims for an interference, the 
appeal ordinarily will be dismissed if the brief is not 
filed within the period provided by 37 CFR 1.192(a) 
or within such additional time as may be properly 
extended. 

A brief must be filed to preserve appellant's right to 
the appealed claims, notwithstanding circumstances 
such as: 

(A) the possibility or imminence of an interfer- 
ence involving the subject application, but not result- 
ing in withdrawal of the final rejection prior to the 
brief's due date; 

(B) the filing of a petition to invoke the supervi- 
sory authority of the Commissioner under 37 CFR 
1.181; 

(C) the filing of an amendment, even if it is one 
which the examiner previously has indicated may 
place one or more claims in condition for allowance, 
unless the examiner, in acting on the amendment, dis- 
poses of all issues on appeal; 

(D) the receipt of a letter from the examiner stat- 
ing that prosecution is suspended, without the exam- 
iner withdrawing the final rejection from which 
appeal has been taken or suggesting claims for an 
interference, and without an administrative patent 
judge declaring an interference with the subject appli- 
cation. 

Although failure to file the brief within the permis- 
sible time will result in dismissal of the appeal, if any 
claims stand allowed, the application does not become 
abandoned by the dismissal, but is returned to the 
examiner for action on the allowed claims. See MPEP 
§ 1215.04. If there are no allowed claims, the applica- 


tion is abandoned as of the date the brief was due. 
Claims which have been objected to as dependent 
from a rejected claim do not stand allowed. In a reex- 
amination proceeding failure to file the brief will 
result in the issuance of the certificate under 37 CFR 
1.570. 

If the time for filing a brief has passed and the 
application has consequently become abandoned, the 
applicant may petition to revive the application, as in 
other cases of abandonment, and to reinstate the 
appeal; if the appeal is dismissed, but the application 
is not abandoned, the petition would be to reinstate 
the claims and the appeal, but a showing equivalent to 
that in a petition to revive under 37 CFR 1.137 is 
required. In either event, a proper brief must be filed 
before the petition will be considered on its merits. 

Where the dismissal of the appeal is believed to be 
in error, filing a petition, pointing out the error, may 
be sufficient. 

A fee under 37 CFR 1.17(c) is required when the 
brief is filed. 37 CFR 1.192(a) requires the submis- 
sion of three copies of the appeal brief. 

APPEAL BRIEF CONTENT 

The brief, as well as every other paper relating to an 
appeal, should indicate the number of the Technology 
Center (TC) to which the application or patent under 
reexamination is assigned and the application or reex- 
amination control number. When the brief is received, 
it is forwarded to the TC where it is entered in the file, 
and referred to the examiner. 

An appellant's brief must be responsive to every 
ground of rejection stated by the examiner. 

Where an appeal brief fails to address any ground 
of rejection, appellant shall be notified by the exam- 
iner that he or she must correct the defect by filing a 
brief (in triplicate) in compliance with 37 CFR 
1.192(c). See 37 CFR 1.192(d). Form paragraphs 
12.76-12.76.06 and 12.78, or form PTOL-462, "Noti- 
fication of Non-Compliance with 37 CFR 1.192(c)," 
may be used to notify the appellant of the deficiency. 
Oral argument at a hearing will not remedy such defi- 
ciency of a brief. The fact that appellant may consider 
a ground to be clearly improper does not justify a fail- 
ure to point out to the Board the reasons for that 
belief. 
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The mere filing of paper entitled as a brief will 
not necessarily be considered to be in compliance 
with 37 CFR 1.192(c). The rule requires that the brief 
must set forth the authorities and arguments relied 
upon. Since it is essential that the Board should be 
provided with a brief fully stating the position of the 
appellant with respect to each issue involved in the 
appeal so that no search of the record is required in 
order to determine that position, 37 CFR 1.192(c) 
requires that the brief contain specific items, as dis- 
cussed below. 

An exception to the requirement that all the items 
specified in 37 CFR 1.192(c) be included in the brief 
is made if the application or reexamination proceed- 
ing is being prosecuted by the appellant pro se, i.e., 
there is no attorney or agent of record, and the brief 
was neither prepared nor signed by a registered attor- 
ney or agent. The brief of a pro se appellant which 
does not contain all of the items, (1) to (9), specified 
in 37 CFR 1 .192(c) will be accepted as long as it sub- 
stantially complies with the requirements of items (1), 
(2), and (8). If the brief of a pro se appellant is 
accepted, it will be presumed that all the claims of a 
rejected group of claims stand or fall together unless 
an argument is included in the brief that presents rea- 
sons as to why the appellant considers one or more of 
the claims in the rejected group to be separately pat- 
entable from the other claims in the group. 

A distinction must be made between the lack of any 
argument and the presentation of arguments which 
carry no conviction. In the former case, notification 
of a defective appeal brief is in order, while in the lat- 
ter case, the application or reexamination is forwarded 
to the Board for a decision on the merits. As noted 
above, the examiner may use form paragraphs 12.76- 
12.76.06 and 12.78, or form PTOL-462, "Notification 
of Non-Compliance with 37 CFR 1.192(c)," to notify 
appellant that the appeal brief is defective. 

If in his or her brief, appellant relies on some refer- 
ence, he or she is expected to provide the Board with 
three copies of it. 

The specific items required by 37 CFR 1.192(c) 
are: 

(1) Real party in interest. A statement identifying 
the real party in interest, if the party named in the cap- 
tion of the brief is not the real party in interest. If 
appellant does not name a real party in interest, the 
examiner will assume that the party named in the cap- 


tion of the brief is the real party in interest, i.e., the 
owner at the time the brief is being filed. 

The identification of the real party in interest will 
allow members of the Board to comply with ethics 
regulations associated with working in matters in 
which the member has a financial interest to avoid 
any potential conflict of interest. While the examiner 
will assume that the real party in interest is the indi- 
vidual or individuals identified in the caption when 
the real party in interest is not explicitly set out in the 
brief, nevertheless, the Board may require the appel- 
lant to explicitly name the real party in interest. See 
MPEP§ 1210.01. 

(2) Related appeals and interferences. A statement 
identifying by application number and filing date all 
other appeals or interferences known to appellant, the 
appellant's legal representative, or assignee which 

. will directly affect or be directly affected by or have a 
bearing on the Board's decision in the pending appeal. 
The appeal or interference number should also be 
listed. The statement is not limited to copending 
applications. If appellant does not identify any other 
appeals or interferences, the examiner will presume 
that there are none. While the examiner will assume 
that there are no related cases when no related case is 
explicitly set out in the brief, nevertheless, the Board 
may require the appellant to explicitly identify any 
related case. See MPEP § 1210.01. 

(3) Status of Claims. A statement of the status of all 
the claims in the application, or patent under reexami- 
nation, i.e., for each claim in the case, appellant must 
state whether it is cancelled, allowed, rejected, etc. 
Each claim on appeal must be identified. 

(4) Status of Amendments. A statement of the status 
of any amendment filed subsequent to final rejection, 
i.e., whether or not the amendment has been acted 
upon by the examiner, and if so, whether it was 
entered, denied entry, or entered in part. This state- 
ment should be of the status of the amendment as 
understood by the appellant. 

Items (3) and (4) are included in 37 CFR 1.192(c) 
to avoid confusion as to which claims are on appeal, 
and the precise wording of those claims, particularly 
where the appellant has sought to amend claims 
after final rejection. The inclusion of items (3) and (4) 
in the brief will advise the examiner of what 
the appellant considers the status of the claims and 
post-final rejection amendments to be, allowing any 
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disagreement on these questions to be resolved before 
the appeal is taken up for decision by the Board. 

(5) Summary of Invention. A concise explanation of 
the invention defined in the claims involved in the 
appeal. This explanation is required to refer to the 
specification by page and line number, and, if there is 
a drawing, to the drawing by reference characters. 
Where applicable, it is preferable to read the appealed 
claims on the specification and any drawing. While 
reference to page and line number of the specification 
may require somewhat more detail than simply sum- 
marizing the invention, it is considered important to 
enable the Board to more quickly determine where the 
claimed subject matter is described in the application. 

(6) Issues. A concise statement of the issues pre- 
sented for review. Each stated issue should corre- 
spond to a separate ground of rejection which 
appellant wishes the Board of Patent Appeals and 
Interferences to review. While the statement of the 
issues must be concise, it should not be so concise as 
to omit the basis of each issue. For example, the state- 
ment of an issue as "Whether claims 1 and 2 are 
unpatentable" would not comply with 37 CFR 
1.192(c)(6). Rather, the basis of the alleged unpatent- 
ability would have to be stated, e.g., "Whether claims 
1 and 2 are unpatentable under 35 U.S.C. 103 over 
Smith in view of Jones," or "Whether claims 1 and 2 
are unpatentable under 35 U.S.C. 112, first paragraph, 
as being based on a nonenabling disclosure." The 
statement would be limited to the issues presented, 
and should not include any argument concerning the 
merits of those issues. 

(7) Grouping of Claims. For each ground of rejec- 
tion which appellant contests and which applies to a 
group of two or more claims, the Board shall select a 
single claim from the group and shall decide the 
appeal as to the ground of rejection on the basis of 
that claim alone, unless a statement is included that 
the claims of the group do not stand or fall together 
and, in the argument section of the brief (37 CFR 
1.192(c)(8)), appellant explains why the claims of the 
group are believed to be separately patentable. Merely 
pointing out differences in what the claims cover is 
not an argument as to why the claims are separately 
patentable. If an appealed ground of rejection applies 
to more than one claim and appellant considers the 
rejected claims to be separately patentable, 37 CFR 
1.192(c)(7) requires appellant to state that the claims 


do not stand or fall together, and to present in the 
appropriate part or parts of the argument under 37 
CFR 1.192(c)(8) the reasons why they are considered 
separately patentable. 

The absence of such a statement and argument is a 
concession by the applicant that, if the ground of 
rejection w^re sustained as to any one of the rejected 
claims, it will be equally applicable to all of them. 37 
CFR 1.192(c)(7) is consistent with the practice of the 
Court of Appeals for the Federal Circuit indicated in 
such cases as In re Young, 927 F.2d 588, 18 USPQ2d 
1089 (Fed. Cir. 1991); In re Nielson, 816 F.2d 1567, 
2 USPQ2d 1525 (Fed. Cir. 1987); In re King, 801 F.2d 
1324, 231 USPQ 136 (Fed. Cir. 1986); and In re Ser- 
naker, 702 F.2d 989, 217 USPQ 1 (Fed. Cir. 1983). 
37 CFR 1.192(c)(7) requires the inclusion of reasons 
in order to avoid unsupported assertions of separate 
patentability. The reasons may be included in the 
appropriate portion of the "Argument" section of the 
brief. For example, if claims 1 to 4 are rejected under 
35 U.S.C. 102 and appellant considers claim 4 to be 
separately patentable from claims 1 to 3, he or she 
should so state in the "Grouping of claims" section of 
the brief, and then give the reasons for separate pat- 
entability in the 35 U.S.C. 102 portion of the "Argu- 
ment" section (i.e., under 37 CFR 1.192(c) (8) (Hi)). 

In the absence of a separate statement that the 
claims do not stand or fall together, the Board panel 
assigned to the case will normally select the broadest 
claim in a group and will consider only that claim, 
even though the group may contain two broad claims, 
such as "ABCDE" and "ABCDF." The same would 
be true in a case where there are both broad method 
and apparatus claims on appeal in the same group. 
The rationale behind the rule, as amended, is to make 
the appeal process as efficient as possible. Thus, while 
the Board will consider each separately argued claim, 
the work of the Board can be done in a more efficient 
manner by selecting a single claim from a group of 
claims when the appellant does not meet the require- 
ments of 37 CFR 1.192(c)(7). 

It should be noted that 37 CFR 1.192(c)(7) requires 
the appellant to perform two affirmative acts in his or 
her brief in order to have the separate patentability of 
a plurality of claims subject to the same rejection con- 
sidered. The appellant must (A) state that the 
claims do not stand or fall together and (B) present 
arguments why the claims subject to the same rejec- 
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tion are separately patentable. Where the appellant 
does neither, the claims will be treated as standing or 
falling together. Where, however, the appellant (A) 
omits the statement required by 37 CFR 1.192(c)(7) 
yet presents arguments in the argument section of the 
brief, or (B) includes the statement required by 
37 CFR 1.192(c)(7) to the effect that one or more 
claims do not stand or fall together (i.e., that they are 
separately patentable) yet does not offer argument in 
support thereof in the "Argument" section of the brief, 
the appellant should be notified of the noncompliance 
as per 37 CFR 1.192(d). Ex parte Schier, 21 USPQ2d 
1016 (Bd. Pat. App. & Int. 1991); Ex parte Ohsumi, 
21 USPQ2d 1020 (Bd. Pat. App. & Int. 1991). 

(8) Argument. The appellant's contentions with 
respect to each of the issues presented for review in 
37 CFR 1.192(c) (6), and the basis for those conten- 
tions, including citations of authorities, statutes, and 
parts of the record relied on, should be presented in 
this section. 

Included in this paragraph are five subparagraphs, 
(i) to (v). Subparagraphs (i) to (iv) concern the 
grounds of rejection most commonly involved in ex 
parte appeals, namely, 35 U.S.C. 112, first and second 
paragraphs, 35 U.S.C. 102, and 35 U.S.C. 103. Sub- 
paragraph (v) is a general provision concerning 
grounds of rejection not covered by subparagraphs (i) 
to (iv). 

The purpose of subparagraphs (i) to (iv) is to ensure 
that the appellant's argument concerning each 
appealed ground of rejection will include a discussion 
of the questions relevant to that ground. Compliance 
with the requirements of the particular subparagraphs 
which are pertinent to the grounds of rejection 
involved in an appeal will be beneficial both to the 
U. S. Patent and Trademark Office and appellants. It 
will not only facilitate a decision by the Board of 
Patent Appeals and Interferences by enabling the 
Board to determine more quickly and precisely the 
appellant's position on the relevant issues, but also 
will help appellants to focus their arguments on those 
issues. 

For each rejection not falling under subparagraphs 
(i) to (iv), subparagraph (v) provides that the argu- 
ment should specify the specific limitations in the 
rejected claims, if appropriate, or other reasons, which 
cause the rejection to be in error. This language recog- 
nizes that for some grounds of rejection, it may not be 


necessary to specify particular claim limitations, for 
example, a rejection under 35 U.S.C. 101, on the 
ground that the claims are directed to nonstatutory 
subject matter, as in Ex parte Hibberd, 227 USPQ 443 
(Bd. Pat. App. & Inter. 1985). 

37 CFR 1.192(a) contains the following sentence: 

Any arguments or authorities not included in the brief will 
be refused consideration by the Board of Patent Appeals and 
Interferences, unless good cause is shown. 

This sentence emphasizes that all arguments and 
authorities which an appellant wishes the Board to 
consider should be included in the brief. It should be 
noted that arguments not presented in the brief and 
made for the first time at the oral hearing are not nor- 
mally entitled to consideration. In re Chiddix, 209 
USPQ 78 (Comm'r Pat. 1980); Rosenblum v. 
Hiroshima, 220 USPQ 383 (Comm'r Pat. 1983). 

37 CFR 1.192(a) is not intended to preclude the fil- 
ing of a supplemental paper if new authority should 
become available or relevant after the brief was filed. 
An example of such circumstances would be where a 
pertinent decision of a court or other tribunal was not 
published until after the brief was filed. 

(9) Appendix, An appendix containing a copy of the 
claims involved in the appeal. 

The copy of the claims required in the brief Appen- 
dix by 37 CFR 1.192(c)(9) should be a clean copy and 
should not include any markings such as brackets or 
underlining. See MPEP § 1454 for the presentation of 
the copy of the claims in a reissue application. 

The copy of the claims should be double spaced 
and the appendix should start on a new page. 

37 CFR 1.192(c) merely specifies the minimum 
requirements for a brief, and does not prohibit the 
inclusion of any other material which an appellant 
may consider necessary or desirable, for example, a 
list of references, table of contents, table of cases, etc. 
A brief is in compliance with 37 CFR 1 .192(c) as long 
as it includes items (1) to (9) in the order set forth 
(with the appendix, item (9), at the end). 

REVIEW OF BRIEF BY EXAMINER 

The question of whether a brief complies with the 
rule is a matter within the jurisdiction of the examiner. 
37 CFR 1.192(d) provides that if a brief is filed which 
does not comply with all the requirements of para- 
graph (c), the appellant will be notified of the reasons 
for noncompliance. Appellant will be given the long- 
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est of any of the following time periods to correct the 
defect(s): 

(A) 1 month or 30 days from the mailing of the 
notification of non-compliance, whichever is longer; 

(B) within the time period for reply to the action 
from which appeal has been taken; or 

(C) within 2 months from the date of the notice of 
appeal under 37 CFR 1.191. 

Extensions of time may be granted under 37 CFR 
1.136(a) or 1.136(b). The examiner may use the form 
paragraphs set forth below or form PTOL-462, "Noti- 
fication of Non-Compliance with 37 CFR 1.192(c)," 
to notify appellant that the appeal brief is defective. 
The appeal will be dismissed if the appellant does not 
timely file an amended brief, or files an amended brief 
which does not overcome all the reasons for noncom- 
pliance of which the appellant was notified. 

Under 37 CFR 1.192(d), the appellant may file an 
amended brief to correct any deficiencies in the origi- 
nal brief. Moreover, if appellant disagrees with the 
examiner's holding of noncompliance, a petition 
under 37 CFR 1.181 may be filed. 

Once the brief has been filed, a petition to suspend 
proceedings may be considered on its merits, but will 
be granted only in exceptional cases, such as where 
the writing of the examiner's answer would be fruit- 
less or the proceedings would work an unusual hard- 
ship on the appellant. 

For a reply brief, see MPEP § 1208.03. 

Form paragraphs 12.08-12.13, 12.16, 12.17, and 
12.69-12.78, or Form FTOL-462, "Notification of 
Non-Compliance with 37 CFR 1.192(c)," may be 
used concerning the appeal brief. 

f 12.08 Appeal Dismissed - Brief Fee Unpaid, No Allowed 
Claims 

The appeal under 37 CFR 1,191 is dismissed because the fee 
for filing the brief, as required under 37 CFR 1.17(c) was not 
submitted or timely submitted and the period for obtaining an 
extension of time to file the brief under 37 CFR 1.136(a) has 
expired. 

As a result of this dismissal, the application is ABANDONED 
since there are no allowed claims. 

Examiner Note: 

Claims which have been indicated as containing allowable sub- 
ject matter, but are objected to as being dependent upon a rejected 
claim, are to be considered as if they were rejected. See MPEP § 
1215.04. 


f 12.09 Appeal Dismissed - Brief Fee Unpaid, Allowed 
Claims 

The appeal under 37 CFR 1.191 is dismissed because the fee 
for filing the appeal brief, as required under 37 CFR 1 .17(c), was 
not submitted or timely submitted and the period for obtaining an 
extension of time to file the brief under 37 CFR 1.136(a) has 
expired. 

As a result of this dismissal, the application will be further pro- 
cessed by the examiner since it contains allowed claims. Prosecu- 
tion on the merits remains CLOSED. 

Examiner Note: 

Claims which have been indicated as containing allowable sub- 
ject matter, but are objected to as being dependent upon a rejected 
claim, are to be considered as if they were rejected. See MPEP § 
1215.04. 

f 12.09.01 Appeal Dismissed - Allowed Claims, Formal 
Matters Remaining 

In view of applicant's failure to file a brief within the time pre- 
scribed by 37 CFR 1.192(a), the appeal stands dismissed and the 
proceedings as to the rejected claims are considered terminated. 
See 37 CFR 1.197(c). 

This application will be passed to issue on allowed claim [1] 
provided the following formal matters are corrected. Prosecution 
is otherwise closed. 

[2] 

Applicant is required to make the necessary corrections within 
a shortened statutory period set to expire ONE MONTH or 
THIRTY DAYS, whichever is longer, from the mailing date of 
this letter. Extensions of time may be granted under 37 CFR 
1.136. 

Examiner Note: 

1. This form paragraph should only be used if the formal mat- 
ters cannot be handled by examiner's amendment. See MPEP § 
1215.04. 

2. In bracket 2, insert a description of the formal matters to be 
corrected. 

3. Claims which have been indicated as containing allowable 
subject matter but are objected to as being dependent upon a 
rejected claim are to be considered as if they were rejected. See 
MPEP§ 1215.04. 

f 12.10 Extension To File Brief - Granted 

The request for an extension of time under 37 CFR 1.136(b) for 
filing the appeal brief under 37 CFR 1,192 filed on [1] has been 
approved for [2]. 

Examiner Note: 

This form paragraph should only be used when 37 CFR 
1 . 1 36(a) is not available or has been exhausted, such as in litiga- 
tion reissues. 

J 12.11 Extension To File Brief - Denied 

The request for an extension of time under 37 CFR 1.136(b) for 
filing the appeal brief under 37 CFR 1.192 filed on [1] has been 
disapproved because no sufficient cause for the extension has 
been shown. 
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Examiner Note: 

This form paragraph should only be used when 37 CFR 
1.136(a) is not available or has been exhausted, such as in litiga- 
tion reissues. 

I 12.12 Brief Defective - Unsigned 

The appeal brief filed on [1] is defective because it is 
unsigned. 37 CFR 1.33. A ratification properly signed is 
required. 

To avoid dismissal of the appeal, appellant must ratify the 
appeal brief within the longest of any of the following TIME 
PERIODS: (1) ONE MONTH or THIRTY DAYS from the mail- 
ing of this communication, whichever is longer; (2) within the 
time period for reply to the action from which appeal has been 
taken; or (3) within two months from the date of the notice of 
appeal under 37 CFR 1.191. Extensions of these time periods 
may be granted under 37 CFR 1.136. 

f 12.13 Brief Defective - Three Copies Lacking 

The appeal brief filed on [1] is defective because the three 
copies of the Brief required under 37 CFR 1 .192(a) have not been 
submitted. 

To avoid dismissal of the appeal, appellant must submit the 
necessary additional copies of the appeal brief within the longest 
of any of the following TIME PERIODS: (1) ONE MONTH or 
THIRTY DAYS, whichever is longer, from the mailing of this 
communication; (2) within the time period for reply to the action 
from which appeal has tfeen taken; or, (3) within two months from 
the date of the notice of appeal under 37 CFR 1.191. Extensions 
of these time periods may be granted under 37 CFR 1.136. 

f 12.16 Brief Unacceptable - Fee Unpaid 

The appeal brief filed on [1] is unacceptable because the fee 
required under 37 CFR 1.17(c) was not timely filed. 

This application will become abandoned unless appellant 
obtains an extension of time under 37 CFR 1.136(a) and files the 
required appeal brief fee. The date on which the brief, the fee for 
filing the brief, the petition under 37 CFR 1.136(a), and the peti- 
tion fee under 37 CFR 1.17(a) are filed will be the date of the 
reply and also the date for determining the period of extension and 
the corresponding amount of the fee. In no case may an appellant 
obtain an extension for more than FIVE MONTHS under 37 
CFR 1.136(a) beyond the TWO MONTH period for filing the 
appeal brief. 

f 12.17 Brief Unacceptable - Not Timely Filed 

The appeal brief filed on [1] is unacceptable because it was 
filed after the expiration of the required period for reply. 

This application will become abandoned unless appellant 
obtains an extension of time under 37 CFR 1 .136(a). The date on 
which the appeal brief, the fee for filing the brief, the petition 
under 37 CFR 1.136(a), and the petition fee under 37 CFR 
1.17(a) are filed will be the date of the reply and also the date for 
determining the period of extension and the corresponding 
amount of the fee. In no case may an appellant obtain an exten- 
sion for more than FIVE MONTHS under 37 CFR 1.136(a) 
beyond the TWO MONTH period for filing the appeal brief. 


Form paragraph 12.69, followed by one or more of 
from paragraphs 12.69.01-12.78 may be used for not- 
ing noncompliance with 37 CFR 1.192(c). 

f 12.69 Heading for Notice Under 37 CFR 1192(c) 

NOTIFICATION OF NON-COMPLIANCE WITH THE 
REQUIREMENTS OF 37 CFR 1.192(c) 

Examiner Note: 

Use form PTOL-90 and follow with one or more of form para- 
graphs 12.69.01 to 12.77 and conclude with form paragraph 
12.78. 

f 12.69.01 Statement in Brief That Claims Do Not Stand or 
Fall Together - Supporting Reasons Lacking 

The brief includes a statement that claims [1] do not stand or 
fall together, but fails to present reasons in support thereof as 
required under 37 CFR 1.192(c)(7). MPEP § 1206. 

Examiner Note: 

1 . This form paragraph should be used only when no supporting 
reasons are presented in the brief. If reasons are presented, even if 
they are not agreed with, use form paragraph 12.55.02 instead of 
this form paragraph. Reasons for disagreement are discussed in 
either the "Grounds of Rejection" or in the "Response to Argu- 
ment" portion of the Examiner's Answer. 

2. If the brief contains neither a statement that claims do not 
stand or fall together nor reasons in support thereof, use form 
paragraph 12.55.01 in the Examiner's Answer. 

f 12.70 Missing Section Headings 

The brief does not contain the items of the brief required by 37 
CFR 1.192(c) under the appropriate headings and/or in the order 
indicated. [1] 

Examiner Note: 

In bracket 1, insert an indication of the missing headings or 
errors in the order of items. 

f 12. 70.01 Defect in Statement of Real Party in Interest 

The brief does not contain a heading identifying the real party 
in interest as required by 37 CFR 1.192(c)(1). 

f 12.70.02 Defect in Statement of Related Appeals and 
Interferences 

The brief does not contain a heading identifying the related 
appeals and interferences directly affected by or having a bearing 
on the decision in the pending appeal as required by 37 CFR 
1.192(c)(2). 

f 12.71 Defect in Statement of Status of Claims 

The brief does not contain a statement of the status of all the 
claims, pending or canceled, and identify the claims appealed as 
required by 37 CFR 1.192(c)(3). [1] 

Examiner Note: 

In bracket 1, insert an indication of the missing claim status 
information. 
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f 12.72 Defect in Statement of Status of Amendment Filed 
After Final Rejection 

The brief does not contain a statement of the status of an 
amendment filed subsequent to the final rejection as required by 
37CFR 1.192(c)(4). [1] 

Examiner Note: 

In bracket 1, insert an identification of the amendment for 
which the status is missing. 

f J 2.73 Defect in Explanation of the Invention 

The brief does not contain a concise explanation of the inven- 
tion defined in the claims involved in the appeal, which refers to 
the specification by page and line number, and to the drawing, if 
any, by reference characters as required by 37 CFR 1.192(c)(5). 

Examiner Note: 

In bracket 1, insert an indication of the missing explanation. 

f 12.74 Defect in Statement of the Issues 

The brief does not contain a concise statement of the issues 
presented for review as required by 37 CFR 1.192(c)(6). [1] 

Examiner Note: 

In bracket 1, insert an indication of the missing concise state- 
ment of the issues presented for review. 

f 12. 76 Defect in the Arguments of the Appellant 

The brief does not contain arguments of the appellant with 
respect to each of the issues presented for review in 37 CFR 
1.192(c)(6), and the basis therefor, with citations of the authori- 
ties, statutes, and parts of the record relied on as required by 37 
CFR 1.192(c)(8). 

Examiner Note: 

Include one or more of form paragraphs 12.76.01 to 12.76.06 
which apply. 

f 12.76.01 Separate Heading for Each Issue 

Each issue should be treated under a separate heading. 

f 12.76.02 Defect in 112, First Paragraph, Rejection 
Argument 

The brief does not contain, for each rejection under 35 U.S.C. 
112 (first paragraph), an argument which specifies the errors in 
the rejection and how the first paragraph of 35 U.S.C. 1 12 is com- 
plied with, including how the specification and drawings, if any, 
[!]• 

Examiner Note: 

In bracket 1, insert the following wording, as appropriate: 

(a) --describe the subject matter defined by each of the 
rejected claims--, 

(b) --enable any person skilled in the art to make and 
use the subject matter defined by each of the rejected 
claims--, or 

(c) --set forth the best mode contemplated by the 
inventor of carrying out his/her invention-. 


f 12.76.03 Defect in 112, Second Paragraph, Rejection 
Argument 

The brief does not contain, for each rejection under 35 U.S.C. 
1 12 (second paragraph), an argument which specifies the errors in 
the rejection and how the claims particularly point out and dis- 
tinctly claim the subject matter which applicant regards as the 
invention. 

f 12.76.04 Defect in 102 Rejection Argument 

The brief does not contain, for each rejection under 35 U.S.C. 

102, an argument which specifies the errors in the rejection and 
why the rejected claims are patentable under 35 U.S.C. 102, 
including any specific limitations in the rejected claims which are 
not described in the prior art relied upon in the rejection. 

Examiner Note: 

Specify claim(s) for which no argument of error was specified. 

f 12.76.05 Defect in 103 Rejection Argument 

The brief does not contain, for each rejection under 35 U.S.C. 

103, an argument which specifies the errors in the rejection and, if 
appropriate, the specific limitations in the rejected claims which 
are not described in the prior art relied upon in the rejection, and 
an explanation how such limitations render the claimed subject 
matter unobvious over the prior art. If the rejection is based upon 
a combination of references, the argument must explain why the 
references, taken as a whole do not suggest the claimed subject 
matter, and shall include, as may be appropriate, an explanation of 
why features disclosed in one reference may not be properly com- 
bined with features disclosed in another reference. A general argu- 
ment that all thelimitations are not described in a single reference 
does not satisfy the requirements of 37 CFR 1.192(c)(8)(iv). 

Examiner Note: 

Specify claim(s) for which no argument of error was specified. 

J 12.76.06 For Any Rejection Other Than Those Referred 
to in Paragraphs (c)(8)(i) to (iv) of 37 CFR 1.192 for 
Which No Argument or Error Was Specified 

The brief does not contain an argument which specifies the 
errors in the rejection and the specific limitations in the rejected 
claims, if appropriate, or other reasons, which cause the rejection 
to be in error. 

Examiner Note: 

Specify claim(s) for which for which no argument of error was 
specified. 

f 12.77 No Copy of Appealed Claims in Appendix 

The brief does not contain a copy of the claims involved in the 
appeal in the Appendix. 

f 12.78 Period For Response Under 37 CFR 1.192(d) 

Appellant is required to comply with provisions of 37 CFR 
1. 192(c). To avoid dismissal of the appeal, Appellant must comply 
with the provisions of 37 CFR 1 .192(c) within the longest of any 
of the following TIME PERIODS: (1) ONE MONTH or THIRTY 
DAYS, whichever is longer, from the mailing of this communica- 
tion; (2) within the time period for reply to the action from which 
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appeal has been taken; or (3) within two months from the date of 
the notice of appeal under 37 CFR 1.191. Extensions of these 
time periods may be granted under 37 CFR 1.136. 

Examiner Note: 

This paragraph has limited application. To notify applicant of 
non-compliance with 37 CFR 1.192(c) examiner must use form 
PTOL-462. 

1207 Amendment Filed With or 
After Appeal 

To expedite the resolution of cases under final 
rejection, an amendment filed at any time after final 
rejection, but before jurisdiction has passed to the 
Board (see MPEP § 1210), may be entered upon or 
after filing of an appeal brief provided that the amend- 
ment conforms to the requirements of 37 CFR 1.116. 
For example, if the amendment necessitates a new 
search, raises the issue of new matter, presents addi- 
tional claims without cancelling a corresponding 
number of finally rejected claims, or otherwise intro- 
duces new issues, it will not be entered. A new 
amendment, new affidavit, or other new evidence 
must be submitted in a paper separate from the appeal 
brief. Entry of a new amendment, new affidavit, or 
other new evidence in an application on appeal is not 
a matter of right. The entry of an amendment (which 
may or may not include a new affidavit, declaration, 
or exhibit) submitted in an application on appeal con- 
tinues to be governed by 37 CFR 1.116, and the entry 
of a new affidavit or other new evidence in an applica- 
tion on appeal is governed by 37 CFR 1.195. Examin- 
ers must respond to all nonentered amendments after 
final rejection, and indicate the status of each claim of 
record or proposed, including the designation of 
claims that would be entered on the filing of an appeal 
if filed in a separate paper. If the examiner indicates 
(in the advisory action) that a proposed amendment of 
the claim(s) would be entered for purposes of appeal, 
it is imperative for the examiner to also state (in the 
same advisory action) how the individual rejection(s) 
set forth in the final Office action will be used to 
reject the added or amended claim(s) in the exam- 
iner's answer. See 37 CFR 1.193(a)(2) and MPEP 
§ 1208.01. Except where an amendment merely can- 
cels claims and/or adopts examiner suggestions, 
removes issues from appeal, or in some other way 
requires only a cursory review by the examiner, com- 
pliance with the requirement of a showing under 37 


1208 

CFR 1.116 will be expected of all amendments after 
final rejection. 

If, after appeal has been taken, a paper is presented 
which on its face clearly places the application in con- 
dition for allowance, such paper should be entered 
and a Notice of Allowability form PTOL-37 promptly 
sent to applicant. 

In accordance with the above, the brief must be 
directed to the claims and to the record of the case as 
they appeared at the time of the appeal, but it may, of 
course, withdraw from consideration on appeal any 
claims or issues as desired by appellant. Even if the 
appeal brief withdraws from consideration any claims 
or issues (i.e., appellant acquiesces to any rejection), 
the examiner must continue to make the rejection in 
the examiner's answer, unless an amendment obviat- 
ing the rejection has been previously proposed and 
entered. 

A timely filed brief will be referred to the examiner 
for consideration of its propriety as to the appeal 
issues and for preparation of an examiner's answer if 
the brief is proper and the application is not allowable. 
The examiner's answer may withdraw the rejection of 
claims, if appropriate. The examiner may also deter- 
mine that it is necessary to reopen prosecution to enter 
a new ground of rejection. Note MPEP § 1208.02. No 
new ground of rejection, however, is permitted in an 
examiner's answer. 37 CFR 1.193(a)(2). See MPEP 
§ 714.13 for procedure on handling amendments filed 
after final action and before appeal. 

An amendment received after jurisdiction has 
passed to the Board should not be considered by the 
examiner unless remanded by the Board for such pur- 
pose. See MPEP § 1210 and §1211.01. 

Note that 37 CFR 1.192(c)(4) requires a statement 
as to the status of any amendment filed subsequent to 
the final rejection. See also MPEP § 1206. 

1208 Examiner's Answer 

37 CFR LI 93. Examiner 's answer and reply brief. 

(a)(l)The primary examiner may, within such time as may be 
directed by the Commissioner, furnish a written statement in 
answer to appellant's brief including such explanation of the 
invention claimed and of the references and grounds of rejection 
as may be necessary, supplying a copy to appellant. If the primary 
examiner finds that the appeal is not regular in form or does not 
relate to an appealable action, the primary examiner shall so state. 

(2) An examiner's answer must not include a new ground 
of rejection, but if an amendment under § 1.116 proposes to add or 
amend one or more claims and appellant was advised that the 
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§ 2144.09 for examples of reasoning supporting obvi- 
ousness rejections. 

When the motivation to combine the teachings of 
the references is not immediately apparent, it is the 
duty of the examiner to explain why the combination 
of the teachings is proper. Ex parte Skinner, 
2 USPQ2d 1788 (Bd. Pat. App. & Inter. 1986). A 
statement of a rejection that includes a large number 
of rejections must explain with reasonable specificity 
at least one rejection, otherwise the examiner proce- 
durally fails to establish a prima facie case of obvi- 
ousness. Ex parte Blanc, 13 USPQ2d 1383 (Bd. Pat 
App. & Inter. 1989) (Rejection based on nine refer- 
ences which included at least 40 prior art rejections 
without explaining any one rejection with reasonable 
specificity was reversed as procedurally failing to 
establish a prima facie case of obviousness.). 

If the examiner determines there is factual support 
for rejecting the claimed invention under 35 U.S.C. 
103, the examiner must then consider any evidence 
supporting the patentability of the claimed invention, 
such as any evidence in the specification or any other 
evidence submitted by the applicant. The ultimate 
determination of patentability is based on the entire 
record, by a preponderance of evidence, with due con- 
sideration to the persuasiveness of any arguments and 
any secondary evidence. In re Oetiker, 977 F.2d 1443, 
24 USPQ2d 1443 (Fed. Cir. 1992). The legal standard 
of "a preponderance of evidence" requires the evi- 
dence to be more convincing than the evidence which 
is offered in opposition to it. With regard to rejections 
under 35 U.S.C. 103, the examiner must provide evi- 
dence which as a whole shows that the legal determi- 
nation sought to be proved (i.e., the reference 
teachings establish a prima facie case of obviousness) 
is more probable than not. 

When an applicant submits evidence, whether in 
the specification as originally filed or in reply to a 
rejection, the examiner must reconsider the patent- 
ability of the claimed invention. The decision on pat- 
entability must be made based upon consideration of 
all the evidence, including the evidence submitted by 
the examiner and the evidence submitted by the appli- 
cant. A decision to make or maintain a rejection in the 
face of all the evidence must show that it was based 
on the totality of the evidence. Facts established by 
rebuttal evidence must be evaluated along with the 
facts on which the conclusion of obviousness was 


reached, not against the conclusion itself. In re Eli 
Lilly & Co., 902 F.2d 943, 14 USPQ2d 1741 (Fed. Cir. 
1990). 

See In re Piasecki, 745 F.2d 1468, 223 USPQ 785 
(Fed. Cir. 1984) for a discussion of the proper roles of 
the examiner's prima facie case and applicant's rebut- 
tal evidence in the final determination of obviousness. 
See MPEP § 706.02(j) for a discussion of the proper 
contents of a rejection under 35 U.S.C. 103. 

2143 Basic Requirements of a Prima 
Facie Case of Obviousness 

To establish a prima facie case of obviousness, 
three basic criteria must be met. First, there must be 
some suggestion or motivation, either in the refer- 
ences themselves or in the knowledge generally avail- 
able to one of ordinary skill in the art, to modify the 
reference or to combine reference teachings. Second, 
there must be a reasonable expectation of success. 
Finally, the prior art reference (or references when 
combined) must teach or suggest all the claim limita- 
tions. 

The teaching or suggestion to make the claimed 
combination and the reasonable expectation of suc- 
cess must both be found in the prior art, not in appli- 
cant's disclosure. In re Vaeck, 947 F.2d 488, 
20USPQ2d 1438 (Fed. Cir. 1991). 

2143.01 Suggestion or Motivation To 
Modify the References [R-2] 

THE PRIOR ART MUST SUGGEST THE DE- 
SIRABILITY OF THE CLAIMED INVENTION 

"There are three possible sources for a motivation 
to combine references: the nature of the problem to be 
solved, the teachings of the prior art, and the knowl- 
edge of persons of ordinary skill in the art." In re 
Rouffet, 149 F.3d 1350, 1357, 47 USPQ2d 1453, 
1457-58 (Fed. Cir. 1998) (The combination of the ref- 
erences taught every element of the claimed inven- 
tion, however without a motivation to combine, a 
rejection based on a prima facie case of obvious was 
held improper.). The level of skill in the art cannot be 
relied upon to provide the suggestion to combine ref- 
erences. Al-Site Corp. v. VSI Int'l Inc., 174F.3d 1308, 
50USPQ2d 1161 (Fed. Cir. 1999). 
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thus gradually decelerate." The court found that the 
claim was anticipated by Menget. Menget taught a 
parachute having three circumferential panels sepa- 
rated by tie lines. The court upheld the rejection find- 
ing that applicant had failed to show that Menget did 
not possess the functional characteristics of the 
claims.); Northam Warren Corp. v. D. K Newfield Co., 
1 F. Supp. 773, 22 USPQ 313 (E.D.N. Y. 1934) (A 
patent to a pencil for cleaning fingernails was held 
invalid because a pencil of the same structure for writ- 
ing was found in the prior art.). 
> 

II. COMPOSITION CLAIMS — IF THE 
COMPOSITION IS PHYSICALLY THE 
SAME, IT MUST HAVE THE SAME 
PROPERTIES 

"Products of identical chemical composition can 
not have mutually exclusive properties." A chemical 
composition and its properties are inseparable. There- 
fore, if the prior art teaches the identical chemical 
structure, the properties applicant discloses and/or 
claims are necessarily present. In re Spada, 911 F.2d 
705, 709, 15 USPQ2d 1655, 1658 (Fed. Cir. 1990) 
(Applicant argued that the claimed composition was a 
pressure sensitive adhesive containing a tacky poly- 
mer while the product of the reference was hard and 
abrasion resistant. "The Board correctly found that the 
virtual identity of monomers and procedures sufficed 
to support a prima facie case of unpatentability of 
Spada's polymer latexes for lack of novelty."). 
> 

III. PRODUCT CLAIMS - NONFUNCTIONAL 
PRINTED MATTER DOES NOT 
DISTINGUISH CLAIMED PRODUCT 
FROM OTHERWISE IDENTICAL PRIOR 
ART PRODUCT 

Where the only difference between a prior art prod- 
uct and a claimed product is printed matter that is not 
functionally related to the product, the content of the 
printed matter will not distinguish the claimed prod- 
uct from the prior art. In re NgaU F.3d , 2004 

WL 1068957 (Fed. Cir. May 13, 2004)(Claim at issue 
was a kit requiring instructions and a buffer agent. 
The Federal Circuit held that the claim was antici- 
pated by a prior art reference that taught a kit that 
included instructions and a buffer agent, even though 


the content of the instructions differed.). See also In re 
GulacK 703 F.2d 1381, 1385-86, 217 USPQ 401, 404 
(Fed. Cir. 1983)("Where the printed matter is not 
functionally related to the substrate, the printed matter 
will not distinguish the invention from the prior art in 
terms of patentability.... [T]he critical question is 
whether there exists any new and unobvious func- 
tional relationship between the printed matter and the 
substrate.").< 

2112.02 Process Claims 

PROCESS CLAIMS — PRIOR ART DEVICE 
ANTICIPATES A CLAIMED PROCESS IF THE 
DEVICE CARRIES OUT THE PROCESS 
DURING NORMAL OPERATION 

Under the principles of inherency, if a prior art 
device, in its normal and usual operation, would nec- 
essarily perform the method claimed, then the method 
claimed will be considered to be anticipated by the 
prior art device. When the prior art device is the same 
as a device described in the specification for carrying 
out the claimed method, it can be assumed the device 
will inherently perform the claimed process. In re 
King, 801 F.2d 1324, 231 USPQ 136 (Fed. Cir. 1986) 
(The claims were directed to a method of enhancing 
color effects produced by ambient light through a pro- 
cess of absorption and reflection of the light off a 
coated substrate. A prior art reference to Donley dis- 
closed a glass substrate coated with silver and metal 
oxide 200-800 angstroms thick. While Donley dis- 
closed using the coated substrate to produce architec- 
tural colors, the absorption and reflection mechanisms 
of the claimed process were not disclosed. However, 
King's specification disclosed using a coated substrate 
of Donley's structure for use in his process. The Fed- 
eral Circuit upheld the Board's finding that "Donley 
inherently performs the function disclosed in the 
method claims on appeal when that device is used in 
'normal and usual operation' " and found that a prima 
facie case of anticipation was made out. Id. at 138, 
801 F.2d at 1326. It was up to applicant to prove that 
Donley's structure would not perform the claimed 
method when placed in ambient light.). See also In re 
Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433 
(CCPA 1977) (Applicant claimed a process for pre- 
paring a hydrolytically-stable zeolitic aluminosilicate 
which included a step of "cooling the steam zeolite ... 
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at a rate sufficiently rapid that the cooled zeolite 
exhibits a X-ray diffraction pattern All the pro- 
cess limitations were expressly disclosed by a U.S. 
patent to Hansford except the cooling step. The court 
stated that any sample of Hansford's zeolite would 
necessarily be cooled to facilitate subsequent han- 
dling. Therefore, a prima facie case under 35 U.S.C. 
102/103 was made. Applicant had failed to introduce 
any evidence comparing X-ray diffraction patterns 
showing a difference in cooling rate between the 
claimed process and that of Hansford or any data 
showing that the process of Hansford would result in 
a product with a different X-ray diffraction. Either 
type of evidence would have rebutted the prima facie 
case under 35 U.S.C. 102. A further analysis would be 
necessary to determine if the process was unobvious 
under 35 U.S.C. 103.); Ex parte Novitski, 26 USPQ2d 
1389 (Bd. Pat. App. & Inter. 1993) (The Board 
rejected a claim directed to a method for protecting a 
plant from plant pathogenic nematodes by inoculating 
the plant with a nematode inhibiting strain of P cepa- 
cia. A U.S. patent to Dart disclosed inoculation using 
P cepacia type Wisconsin 526 bacteria for protecting 
the plant from fungal disease. Dart was silent as to 
nematode inhibition but the Board concluded that 
nematode inhibition was an inherent property of the 
bacteria. The Board noted that applicant had stated in 
the specification that Wisconsin 526 possesses an 
18% nematode inhibition rating.). 

PROCESS OF USE CLAIMS — NEW AND UN- 
OBVIOUS USES OF OLD STRUCTURES AND 
COMPOSITIONS MAY BE PATENTABLE 

The discovery of a new use for an old structure 
based on unknown properties of the structure might 
be patentable to the discoverer as a process of using. 
In re Hack, 245 F.2d 246, 248, 114 USPQ 161, 
163 (CCPA 1957). However, when the claim recites 
using an old composition or structure and the "use" is 
directed to a result or property of that composition or 
structure, then the claim is anticipated. In re May, 
574F.2d 1082, 1090, 197 USPQ 601, 607 (CCPA 
1978) (Claims 1 and 6, directed to a method of effect- 
ing nonaddictive analgesia (pain reduction) in ani- 
mals, were found to be anticipated by the applied 
prior art which disclosed the same compounds for 
effecting analgesia but which was silent as to addic- 
tion. The court upheld the rejection and stated that the 


applicants had merely found a new property of the 
compound and such a discovery did not constitute a 
new use. The court went on to reverse the rejection of 
claims 2-5 and 7-10 which recited a process of using a 
new compound. The court relied on evidence showing 
that the nonaddictive property of the new compound 
was unexpected.). See also In re Tomlinson y 363 
F.2d 928, 150 USPQ 623 (CCPA 1966) (The claim 
was directed to a process of inhibiting light degrada- 
tion of polypropylene by mixing it with one of a 
genus of compounds, including nickel dithiocarbam- 
ate. A reference taught mixing polypropylene with 
nickel dithiocarbamate to lower heat degradation. The 
court held that the claims read on the obvious process 
of mixing polypropylene with the nickel dithiocar- 
bamate and that the preamble of the claim was merely 
directed to the result of mixing the two materials. 
"While the references do not show a specific recogni- 
tion of that result, its discovery by appellants is tanta- 
mount only to finding a property in the old 
composition ." 363 F.2d at 934, 150 USPQ at 628 
(emphasis in original).). 

2113 Product-by-Process Claims [R-l] 

PRODUCT-BY-PROCESS CLAIMS ARE NOT 
LIMITED TO THE MANIPULATIONS OF THE 
RECITED STEPS, ONLY THE STRUCTURE 
IMPLIED BY THE STEPS 

"[E]ven though product-by-process claims are lim- 
ited by and defined by the process, determination of 
patentability is based on the product itself. The patent- 
ability of a product does not depend on its method of 
production. If the product in the product-by-process 
claim is the same as or obvious from a product of the 
prior art, the claim is unpatentable even though the 
prior product was made by a different process." In re 
Thorpe, 111 F.2d 695, 698, 227 USPQ 964, 966 (Fed. 
Cir. 1985) (citations omitted) (Claim was directed to a 
novolac color developer. The process of making the 
developer was allowed. The difference between the 
inventive process and the prior art was the addition of 
metal oxide and carboxylic acid as separate ingredi- 
ents instead of adding the more expensive pre-reacted 
metal carboxylate. The product-by-process claim was 
rejected because the end product, in both the prior art 
and the allowed process, ends up containing metal 
carboxylate. The fact that the metal carboxylate is not 


Rev. 2, May 2004 


2100-58 


PATENTABILITY 


absent a clear indication in the specification or claims 
of what the basic and novel characteristics actually 
are, "consisting essentially of" will be construed as 
equivalent to "comprising." See, e.g., PPG, 156 F.3d 
at 1355, 48 USPQ2d at 1355 ("PPG could have 
defined the scope of the phrase 'consisting essentially 
of for purposes of its patent by making clear in its 
specification what it regarded as constituting a mate- 
rial change in the basic and novel characteristics of 
the invention."). See also >AK Steel Corp. v. Sollac, 
344 F.3d 1234, 1240-41, 68 USPQ2d 1280, 1283-84 
(Fed. Cir. 2003) (Applicant's statement in the specifi- 
cation that "silicon contents in the coating metal 
should not exceed about 0.5% by weight" along with 
a discussion of the deleterious effects of silicon pro- 
vided basis to conclude that silicon in excess of 0.5% 
by weight would materially alter the basic and novel 
properties of the invention. Thus, "consisting essen- 
tially of as recited in the preamble was interpreted to 
permit no more than 0.5% by weight of silicon in the 
aluminum coating.); < In re Janakirama-Rao, 
317 E2d 951, 954, 137 USPQ 893, 895-96 (CCPA 
1963). If an applicant contends that additional steps or 
materials in the prior art are excluded by the recitation 
of "consisting essentially of," applicant has the bur- 
den of showing that the introduction of additional 
steps or components would materially change the 
characteristics of applicant's invention. In re De 
Lajarte, 337 F.2d 870, 143 USPQ 256 (CCPA 1964). 
See also Ex parte Hoffman, 12 USPQ2d 1061, 1063- 
64 (Bd. Pat. App. & Inter. 1989) ("Although 'consist- 
ing essentially of is typically used and defined in the 
context of compositions of matter, we find nothing 
intrinsically wrong with the use of such language as a 
modifier of method steps. . . [rendering] the claim 
open only for the inclusion of steps which do not 
materially affect the basic and novel characteristics of 
the claimed method. To determine the steps included 
versus excluded the claim must be read in light of the 
specification. . . . [I]t is an applicant's burden to 
establish that a step practiced in a prior art method is 
excluded from his claims by Consisting essentially 
of language."). 

OTHER TRANSITIONAL PHRASES 

Transitional phrases such as "having" must be 
interpreted in light of the specification to determine 
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whether open or closed claim language is intended. 
See, e.g., Lampi Corp. v. American Power Products 
Inc., 228 F.3d 1365, 1376, 56 USPQ2d 1445, 1453 
(Fed. Cir. 2000) (The term "having" was interpreted 
as open terminology, allowing the inclusion of other 
components in addition to those recited); Crystal 
Semiconductor Corp. v. TriTech Microelectronics Int'l 
Inc., 246 F.3d 1336, 1348, 57 USPQ2d 1953, 1959 
(Fed. Cir. 2001) (term "having" in transitional phrase 
"does not create a presumption that the body of the 
claim is open"); Regents of the Univ. of Cal v. Eli 
Lilly & Co., 119 F.3d 1559, 1573, 43 USPQ2d 1398, 
1410 (Fed. Cir. 1997) (In the context of a cDNA hav- 
ing a sequence coding for human PI, the term "hav- 
ing" still permitted inclusion of other moieties.). The 
transitional phrase "composed of has been inter- 
preted in the same manner as either "consisting of* or 
"consisting essentially of," depending on the facts of 
the particular case. See AFG Industries, Inc. v. Cardi- 
nal IG Company, 239 F.3d 1239, 1245, 57 USPQ2d 
1776, 1780-81 (Fed. Cir. 2001) (based on specifica- 
tion and other evidence, "composed of interpreted in 
same manner as "consisting essentially of); In re 
Bertsch, 132 F.2d 1014, 1019-20, 56 USPQ 379, 384 
(CCPA 1942) ("Composed of interpreted in same 
manner as "consisting of; however, court further 
remarked that "the words 'composed of may under 
certain circumstances be given, in patent law, a 
broader meaning than 'consisting of.' "). 

2112 Requirements of Rejection Based 
on Inherency; Burden of Proof 
[R-2] 

The express, implicit, and inherent disclosures of a 
prior art reference may be relied upon in the rejection 
of claims under 35 U.S.C. 102 or 103. "The inherent 
teaching of a prior art reference, a question of fact, 
arises both in the context of anticipation and obvious- 
ness." In re Napier, 55 F.3d 610, 613, 34 USPQ2d 
1782, 1784 (Fed. Cir. 1995) (affirmed a 35 U.S.C. 103 
rejection based in part on inherent disclosure in one of 
the references). See also In re Grasselli, 713 F.2d 731, 
739, 218 USPQ 769, 775 (Fed. Cir. 1983). 
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> 

I. SOMETHING WHICH IS OLD DOES 
NOT BECOME PATENTABLE UPON THE 
DISCOVERY OF A NEW PROPERTY 

*>"[T]he discovery of a previously unappreciated 
property of a prior art composition, or of a scientific 
explanation for the prior art's functioning, does not 
render the old composition patentabiy new to the dis- 
coverer," Atlas Powder Co. v. Ireco Inc., 190 F.3d 
1342, 1347, 51 USPQ2d 1943, 1947 (Fed. Cir. 1999). 
Thus the< claiming of a new use, new function or 
unknown property which is inherently present in the 
prior art does not necessarily make the claim patent- 
able. In re Best, 562 F.2d 1252, 1254, 195 USPQ 430, 
433 (CCPA 1977). See also MPEP § 2112.01 with 
regard to inherency and product-by-process claims 
and MPEP § 2141.02 with regard to inherency and 
rejections under 35 U.S.C. 103. 
> 

II. INHERENT FEATURE NEED NOT BE 
RECOGNIZED AT THE TIME OF THE 
INVENTION 

There is no requirement that a person of ordinary 
skill in the art would have recognized the inherent dis- 
closure at the time of invention, but only that the sub- 
ject matter is in fact inherent in the prior art reference. 
Schering Corp. v. Geneva Pharm. Inc., 339 F.3d 1373, 
1377, 67 USPQ2d 1664, 1668 (Fed. Cir. 2003) 
(rejecting the contention that inherent anticipation 
requires recognition by a person of ordinary skill in 
the art before the critical date and allowing expert tes- 
timony with respect to post-critical date clinical trials 
to show inherency); see also Tow Co. v. Deere & Co., 
355 F.3d 1313, 1320, 69 USPQ2d 1584, 1590 (Fed. 
Cir. 2004)("[T]he fact that a characteristic is a neces- 
sary feature or result of a prior-art embodiment (that is 
itself sufficiently described and enabled) is enough for 
inherent anticipation, even if that fact was unknown at 
the time of the prior invention."); Abbott Labs v. 
Geneva Pharms., Inc., 182 F.3d 1315, 1319, 51 
USPQ2d 1307, 1310 (Fed.Cir.1999) ("If a product 
that is offered for sale inherently possesses each of the 
limitations of the claims, then the invention is on sale, 
whether or not the parties to the transaction recognize 
that the product possesses the claimed characteris- 
tics."); Atlas Powder Co. v. Ireco, Inc., 190 F.3d 1342, 


1348-49 (Fed. Cir. 1999) ("Because 'sufficient aera- 
tion' was inherent in the prior art, it is irrelevant that 
the prior art did not recognize the key aspect of [the] 
invention.... An inherent structure, composition, or 
function is not necessarily known."). 

III. <A REJECTION UNDER 35 U.S.C. 102/103 
CAN BE MADE WHEN THE PRIOR ART 
PRODUCT SEEMS TO BE IDENTICAL 
EXCEPT THAT THE PRIOR ART IS SI- 
LENT AS TO AN INHERENT CHARAC- 
TERISTIC 

Where applicant claims a composition in terms of a 
function, property or characteristic and the composi- 
tion of the prior art is the same as that of the claim but 
the function is not explicitly disclosed by the refer- 
ence, the examiner may make a rejection under both 
35 U.S.C. 102 and 103, expressed as a 102/103 rejec- 
tion. 'There is nothing inconsistent in concurrent 
rejections for obviousness under 35 U.S.C. 103 and 
for anticipation under 35 U.S.C. 102." In re Best, 
562F.2d 1252, 1255 n.4, 195 USPQ 430, 433 n.4 
(CCPA 1977). This same rationale should also apply 
to product, apparatus, and process claims claimed in 
terms of function, property or characteristic. There- 
fore, a 35 U.S.C. 102/103 rejection is appropriate for 
these types of claims as well as for composition 
claims. 
> 

IV. <EXAMINER MUST PROVIDE RATIO- 
NALE OR EVIDENCE TENDING TO 
SHOW INHERENCY 

The fact that a certain result or characteristic may 
occur or be present in the prior art is not sufficient to 
establish the inherency of that result or characteristic. 
In re Rijckaert, 9 F.3d 1531, 1534, 28 USPQ2d 1955, 
1957 (Fed. Cir. 1993) (reversed rejection because 
inherency was based on what would result due to opti- 
mization of conditions, not what was necessarily 
present in the prior art); In re Oelrich, 666 F.2d 578, 
581-82, 212 USPQ 323, 326 (CCPA 1981). "To estab- 
lish inherency, the extrinsic evidence 'must make 
clear that the missing descriptive matter is necessarily 
present in the thing described in the reference, and 
that it would be so recognized by persons of ordinary 
skill. Inherency, however, may not be established 
by probabilities or possibilities. The mere fact that a 
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certain thing may result from a given set of circum- 
stances is not sufficient.' " In re Robertson, 169 F.3d 
743, 745, 49 USPQ2d 1949, 1950-51 (Fed. Cir. 1999) 
(citations omitted) (The claims were drawn to a dis- 
posable diaper having three fastening elements. The 
reference disclosed two fastening elements that could 
perform the same function as the three fastening ele- 
ments in the claims. The court construed the claims to 
require three separate elements and held that the refer- 
ence did not disclose a separate third fastening ele- 
ment, either expressly or inherently.). 

'Tn relying upon the theory of inherency, the exam- 
iner must provide a basis in fact and/or technical rea- 
soning to reasonably support the determination that 
the allegedly inherent characteristic necessarily flows 
from the teachings of the applied prior art." Ex parte 
Levy, 17 USPQ2d 1461, 1464 (Bd. Pat. App. & Inter. 
1990) (emphasis in original) (Applicant's invention 
was directed to a biaxially oriented, flexible dilation 
catheter balloon (a tube which expands upon infla- 
tion) used, for example, in clearing the blood vessels 
of heart patients). The examiner applied a U.S. patent 
to Schjeldahl which disclosed injection molding a 
tubular preform and then injecting air into the preform 
to expand it against a mold (blow molding). The refer- 
ence did not directly state that the end product balloon 
was biaxially oriented . It did disclose that the balloon 
was "formed from a thin flexible inelastic, high ten- 
sile strength, biaxially oriented synthetic plastic mate- 
rial." Id. at 1462 (emphasis in original). The examiner 
argued that Schjeldahl 's balloon was inherently biaxi- 
ally oriented. The Board reversed on the basis that the 
examiner did not provide objective evidence or cogent 
technical reasoning to support the conclusion of 
inherency.). 

In In re Schreiber, 128 F.3d 1473, 44 USPQ2d 1429 
(Fed. Cir. 1997), the court affirmed a finding that a 
prior patent to a conical spout used primarily to dis- 
pense oil from an oil can inherently performed the 
functions recited in applicant's claim to a conical con- 
tainer top for dispensing popped popcorn. The exam- 
iner had asserted inherency based on the structural 
similarity between the patented spout and applicant's 
disclosed top, i.e., both structures had the same gen- 
eral shape. The court stated: 

[N]othing in Schreiber's [applicant's] claim suggests that 
Schreiber's container is of a 'different shape' than Harz's 
[patent]. In fact, [ ] an embodiment according to Harz 


(Fig. 5) and the embodiment depicted in Fig. 1 of 
Schreiber's application have the same general shape. For 
that reason, the examiner was justified in concluding that 
the opening of a conically shaped top as disclosed by Harz 
is inherently of a size sufficient to * allow [ ] several ker- 
nels of popped popcorn to pass through at the same time' 
and that the taper of Harz's conically shaped top is inher- 
ently of such a shape 'as to by itself jam up the popped 
popcorn before the end of the cone and permit the dis- 
pensing of only a few kernels at a shake of a package 
when the top is mounted to the container.* The examiner 
therefore correctly found that Harz established a prima 
facie case of anticipation. 

In re Schreiber, 128 F.3d at 1478, 44 USPQ2d at 
1432. 
> 

V. <ONCE A REFERENCE TEACHING 
PRODUCT APPEARING TO BE SUB- 
STANTIALLY IDENTICAL IS MADE THE 
BASIS OF A REJECTION, AND THE EX- 
AMINER PRESENTS EVIDENCE OR 
REASONING TENDING TO SHOW IN- 
HERENCY, THE BURDEN SHIFTS TO 
THE APPLICANT TO SHOW AN UNOB- 
VIOUS DIFFERENCE 

"[T]he PTO can require an applicant to prove that 
the prior art products do not necessarily or inherently 
possess the characteristics of his [or her] claimed 
product. Whether the rejection is based on 'inherency' 
under 35 U.S.C. 102, on 'prima facie obviousness' 
under 35 U.S.C. 103, jointly or alternatively, the bur- 
den of proof is the same... [footnote omitted]." The 
burden of proof is similar to that required with respect 
to product-by-process claims. In re Fitzgerald, 
619F.2d 67, 70, 205 USPQ 594, 596 (CCPA 1980) 
(quoting In re Best, 562 F.2d 1252, 1255, 195 USPQ 
430, 433-34 (CCPA 1977)). 

In In re Fitzgerald, the claims were directed to a 
self-locking screw-threaded fastener comprising a 
metallic threaded fastener having patches of crystalli- 
zable thermoplastic bonded thereto. The claim further 
specified that the thermoplastic had a reduced degree 
of crystallization shrinkage. The specification dis- 
closed that the locking fastener was made by heating 
the metal fastener to melt a thermoplastic blank which 
is pressed against the metal. After the thermoplastic 
adheres to the metal fastener, the end product is 
cooled by quenching in water. The examiner made a 
rejection based on a U.S. patent to Barnes. Barnes 
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taught a self-locking fastener in which the patch of 
thermoplastic was made by depositing thermoplastic 
powder on a metallic fastener which was then heated. 
The end product was cooled in ambient air, by cooling 
air or by contacting the fastener with a water trough. 
The court first noted that the two fasteners were iden- 
tical or only slightly different from each other. "Both 
fasteners possess the same utility, employ the same 
crystallizable polymer (nylon 11), and have an adher- 
ent plastic patch formed by melting and then cooling 
the polymer." Id. at 596 n.l, 619 F.2d at 70 n.L The 
court then noted that the Board had found that Barnes' 
cooling rate could reasonably be expected to result in 
a polymer possessing the claimed crystallization 
shrinkage rate. Applicants had not rebutted this find- 
ing with evidence that the shrinkage rate was indeed 
different. They had only argued that the crystallization 
shrinkage rate was dependent on the cool down rate 
and that the cool down rate of Barnes was much 
slower than theirs. Because a difference in the cool 
down rate does not necessarily result in a difference in 
shrinkage, objective evidence was required to rebut 
the 35 U.S.C. 102/103 prima facie case. 

In In re Schreiber, 128 F.3d 1473, 1478, 
44 USPQ2d 1429, 1432 (Fed.Cir.1997), the court held 
that applicant's declaration failed to overcome a 
prima facie case of anticipation because the declara- 
tion did not specify the dimensions of either the dis- 
pensing top that was tested or the popcorn that was 
used. Applicant's declaration merely asserted that a 
conical dispensing top built according to a figure in 
the prior art patent was too small to jam and dispense 
popcorn and thus could not inherently perform the 
functions recited in applicant's claims. The court 
pointed out the disclosure of the prior art patent was 
not limited to use as an oil can dispenser, but rather 
was broader than the precise configuration shown in 
the patent's figure. The court also noted that the 
Board of Patent Appeals and Interferences found as a 
factual matter that a scaled-up version of the top dis- 
closed in the patent would be capable of performing 
the functions recited in applicant's claim. 

See MPEP § 2113 for more information on the 
analogous burden of proof applied to product-by-pro- 
cess claims. 


2112.01 Composition, Product, and Ap- 
paratus Claims [R-2] 

> 

I. <PRODUCT AND APPARATUS CLAIMS 
— WHEN THE STRUCTURE RECITED 
IN THE REFERENCE IS SUBSTAN- 
TIALLY IDENTICAL TO THAT OF THE 
CLAIMS, CLAIMED PROPERTIES OR 
FUNCTIONS ARE PRESUMED TO BE IN- 
HERENT 

Where the claimed and prior art products are identi- 
cal or substantially identical in structure or composi- 
tion, or are produced by identical or substantially 
identical processes, a prima facie case of either antici- 
pation or obviousness has been established. In re Best, 
562 F.2d 1252, 1255, 195 USPQ 430, 433 (CCPA 
1977). "When the PTO shows a sound basis for 
believing that the products of the applicant and the 
prior art are the same, the applicant has the burden of 
showing that they are not." In re Spada, 911 F.2d 705, 
709, 15 USPQ2d 1655, 1658 (Fed. Cir. 1990). There- 
fore, the prima facie case can be rebutted by evidence 
showing that the prior art products do not necessarily 
possess the characteristics of the claimed product. In 
re Best, 562 F.2d at 1255, 195 USPQ at 433. See also 
Titanium Metals Corp. v. Banner, 778 F.2d 775, 227 
USPQ 773 (Fed. Cir. 1985) (Claims were directed to a 
titanium alloy containing 0.2-0.4% Mo and 0.6-0.9% 
Ni having corrosion resistance. A Russian article dis- 
closed a titanium alloy containing 0.25% Mo and 
0.75% Ni but was silent as to corrosion resistance. 
The Federal Circuit held that the claim was antici- 
pated because the percentages of Mo and Ni were 
squarely within the claimed ranges. The court went on 
to say that it was immaterial what properties the 
alloys had or who discovered the properties because 
the composition is the same and thus must necessarily 
exhibit the properties.). 

See also In re Ludtke, 441 F.2d 660, 169 USPQ 563 
(CCPA 1971) (Claim 1 was directed to a parachute 
canopy having concentric circumferential panels radi- 
ally separated from each other by radially extending 
tie lines. The panels were separated "such that the 
critical velocity of each successively larger panel will 
be less than the critical velocity of the previous panel, 
whereby said parachute will sequentially open and 
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a conclusion. The known chemical relationship 
between structurally similar compounds (homologs, 
analogs, isomers) did not support a finding of prima 
facie obviousness of claimed zeolite over the prior art 
because a zeolite is not a compound but a mixture of 
compounds related to each other by a particular crys- 
tal structure.). Although the theoretical mechanism of 
an invention may be explained by logic and sound sci- 
entific reasoning, this fact does not support an obvi- 
ousness determination unless logic and scientific 
reasoning would have led one of ordinary skill in the 
art to make the claimed invention. Ex parte Leven- 
good, 28 USPQ2d 1300 (Bd. Pat. App. & Inter. 1993). 

2144.03 Reliance on Common Knowl- 
edge in the Art or "Well Known" 
Prior Art [R-l] 

**>In limited circumstances, it is appropriate for an 
examiner to take official notice of facts not in the 
record or to rely on "common knowledge" in making 
a rejection, however such rejections should be judi- 
ciously applied. 

PROCEDURE FOR RELYING ON COMMON 
KNOWLEDGE OR TAKING OFFICIAL NO- 
TICE 

The standard of review applied to findings of fact is 
the "substantial evidence" standard under the Admin- 
istrative Procedure Act (APA). See In re Gartside, 
203 F.3d 1305, 1315, 53 USPQ2d 1769, 1775 (Fed. 
Cir. 2000). See also MPEP § 1216.01. In light of 
recent Federal Circuit decisions as discussed below 
and the substantial evidence standard of review now 
applied to USPTO Board decisions, the following 
guidance is provided in order to assist the examiners 
in determining when it is appropriate to take official 
notice of facts without supporting documentary evi- 
dence or to rely on common knowledge in the art in 
making a rejection, and if such official notice is taken, 
what evidence is necessary to support the examiner's 
conclusion of common knowledge in the art. 

A. Determine When It Is Appropriate To Take Official 
Notice Without Documentary Evidence To Support 
The Examiner' s Conclusion 

Official notice without documentary evidence to 
support an examiner's conclusion is permissible only 


in some circumstances. While "official notice" may 
be relied on, these circumstances should be rare when 
an application is under final rejection or action under 
37 CFR 1.113. Official notice unsupported by docu- 
mentary evidence should only be taken by the exam- 
iner where the facts asserted to be well-known, or to 
be common knowledge in the art are capable of 
instant and unquestionable demonstration as being 
well-known. As noted by the court in In re Ahlert, 424 
F.2d 1088, 1091, 165 USPQ 418, 420 (CCPA 1970), 
the notice of facts beyond the record which may be 
taken by the examiner must be "capable of such 
instant and unquestionable demonstration as to defy 
dispute" (citing In re Knapp Monarch Co., 296 F.2d 
230, 132 USPQ 6 (CCPA 1961)). In Ahlert, the court 
held that the Board properly took judicial notice that 
"it is old to adjust intensity of a flame in accordance 
with the heat requirement." See also In re Fox, 471 
F.2d 1405, 1407, 176 USPQ 340, 341 (CCPA 1973) 
(the court took "judicial notice of the fact that tape 
recorders commonly erase tape automatically when 
new 'audio information' is recorded on a tape which 
already has a recording on it"). In appropriate circum- 
stances, it might not be unreasonable to take official 
notice of the fact that it is desirable to make some- 
thing faster, cheaper, better, or stronger without the 
specific support of documentary evidence. Further- 
more, it might not be unreasonable for the examiner in 
a first Office action to take official notice of facts by 
asserting that certain limitations in a dependent claim 
are old and well known expedients in the art without 
the support of documentary evidence provided the 
facts so noticed are of notorious character and serve 
only to "fill in the gaps" which might exist in the evi- 
dentiary showing made by the examiner to support a 
particular ground of rejection. In re Zurko, 258 F.3d 
1379, 1385, 59 USPQ2d 1693, 1697 (Fed. Cir. 2001); 
Ahlert, 424 F.2d at 1092, 165 USPQ at 421. 

It would not be appropriate for the examiner to take 
official notice of facts without citing a prior art refer- 
ence where the facts asserted to be well known are 
not capable of instant and unquestionable demonstra- 
tion as being well-known. For example, assertions of 
technical facts in the areas of esoteric technology or 
specific knowledge of the prior art must always be 
supported by citation to some reference work recog- 
nized as standard in the pertinent art. In re Ahlert, 424 
F.2d at 1091, 165 USPQ at 420-21. See also In re 
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Grose, 592 F.2d 1161, 1167-68, 201 USPQ 57, 63 
(CCPA 1979) ("[W]hen the PTO seeks to rely upon a 
chemical theory, in establishing a prima facie case of 
obviousness, it must provide evidentiary support for 
the existence and meaning of that theory."); Iri re 
Eynde, 480 F.2d 1364, 1370, 178 USPQ 470, 
474 (CCPA 1973) ("[W]e reject the notion that judi- 
cial or administrative notice may be taken of the state 
of the art. The facts constituting the state of the art are 
normally subject to the possibility of rational dis- 
agreement among reasonable men and are not amena- 
ble to the taking of such notice."). 

It is never appropriate to rely solely on "common 
knowledge" in the art without evidentiary support in 
the record, as the principal evidence upon which a 
rejection was based. Zurko, 258 F.3d at 1385, 59 
USPQ2d at 1697 ("[T]he Board cannot simply reach 
conclusions based on its own understanding or experi- 
ence — or on its assessment of what would be basic 
knowledge or common sense. Rather, the Board must 
point to some concrete evidence in the record in sup- 
port of these findings."). While the court explained 
that, "as an administrative tribunal the Board clearly 
has expertise in the subject matter over which it exer- 
cises jurisdiction," it made clear that such "expertise 
may provide sufficient support for conclusions [only] 
as to peripheral issues." Id. at 1385-86, 59 USPQ2d at 
1697. As the court held in Zurko, an assessment of 
basic knowledge and common sense that is not based 
on any evidence in the record lacks substantial evi- 
dence support. Id. at 1385, 59 USPQ2d at 1697. See 
also In re Lee, 211 F.3d 1338, 1344-45, 61 USPQ2d 
1430, 1434-35 (Fed. Cir. 2002) (In reversing the 
Board's decision, the court stated " 'common knowl- 
edge and common sense' on which the Board relied in 
rejecting Lee's application are not the specialized 
knowledge and expertise contemplated by the Admin- 
istrative Procedure Act. Conclusory statements such 
as those here provided do not fulfill the agency's obli- 
gation.... The board cannot rely on conclusory state- 
ments when dealing with particular combinations of 
prior art and specific claims, but must set forth the 
rationale on which it relies."). 


B. If Official Notice Is Taken of a Fact, 
Unsupported by Documentary Evidence, the 
Technical Line Of Reasoning Underlying a 
Decision To Take Such Notice Must Be Clear 
and Unmistakable 

Ordinarily, there must be some form of evidence in 
the record to support an assertion of common knowl- 
edge. See Lee, 211 F.3d at 1344-45, 61 USPQ2d at 
1434-35 (Fed. Cir. 2002); Zurko, 258 F.3d at 1386, 59 
USPQ2d at 1697 (holding that general conclusions 
concerning what is "basic knowledge" or "common 
sense" to one of ordinary skill in the art without spe- 
cific factual findings and some concrete evidence in 
the record to support these findings will not support 
an obviousness rejection). In certain older cases, offi- 
cial notice has been taken of a fact that is asserted to 
be "common knowledge" without specific reliance on 
documentary evidence where the fact noticed was 
readily verifiable, such as when other references of 
record supported the noticed fact, or where there was 
nothing of record to contradict it. See In re Soli, 
317F.2d 941, 945-46, 137 USPQ 797, 800 (CCPA 
1963) (accepting the examiner's assertion that the use 
of "a control is standard procedure throughout the 
entire field of bacteriology" because it was readily 
verifiable and disclosed in references of record not 
cited by the Office); In re Chevenard, 139 F.2d 711, 
713, 60 USPQ 239, 241 (CCPA 1943) (accepting the 
examiner's finding that a brief heating at a higher 
temperature was the equivalent of a longer heating at 
a lower temperature where there was nothing in the 
record to indicate the contrary and where the appli- 
cant never demanded that the examiner produce evi- 
dence to support his statement). If such notice is 
taken, the basis for such reasoning must be set forth 
explicitly. The examiner must provide specific factual 
findings predicated on sound technical and scientific 
reasoning to support his or her conclusion of common 
knowledge. See Soli, 317 F2d at 946, 37 USPQ at 
801; Chevenard, 139 F2d at 713, 60 USPQ at 241. 
The applicant should be presented with the explicit 
basis on which the examiner regards the matter as 
subject to official notice and be allowed to challenge 
the assertion in the next reply after the Office action in 
which the common knowledge statement was made. 
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C. If Applicant Challenges a Factual Assertion 
as Not Properly Officially Noticed or not 
Properly Based Upon Common Knowledge, 
the Examiner Must Support the Finding With 
Adequate Evidence 

To adequately traverse such a finding, an applicant 
must specifically point out the supposed errors in the 
examiner's action, which would include stating why 
the noticed fact is not considered to be common 
knowledge or well-known in the art. See 37 CFR 
1.111(b). See also Chevenard, 139 F.2d at 713, 60 
USPQ at 241 ("[I]n the absence of any demand by 
appellant for the examiner to produce authority for his 
statement, we will not consider this contention."). A 
general allegation that the claims define a patentable 
invention without any reference to the examiner's 
assertion of official notice would be inadequate. If 
applicant adequately traverses the examiner's asser- 
tion of official notice, the examiner must provide doc- 
umentary evidence in the next Office action if the 
rejection is to be maintained. See 37 CFR 1.104(c)(2). 
See also Zurko, 258 F.3d at 1386, 59 USPQ2d at 1697 
("[T]he Board [or examiner] must point to some con- 
crete evidence in the record in support of these find- 
ings" to satisfy the substantial evidence test). If the 
examiner is relying on personal knowledge to support 
the finding of what is known in the art, the examiner 
must provide an affidavit or declaration setting forth 
specific factual statements and explanation to support 
the finding. See 37 CFR 1.104(d)(2). 

If applicant does not traverse the examiner's asser- 
tion of official notice or applicant's traverse is not 
adequate, the examiner should clearly indicate in the 
next Office action that the common knowledge 
or well-known in the art statement is taken to be 
admitted prior art because applicant either failed to 
traverse the examiner's assertion of official notice or 
that the traverse was inadequate. If the traverse was 
inadequate, the examiner should include an explana- 
tion as to why it was inadequate. 

£>. Determine Whether the Next Office Action 
Should Be Made Final 

If the examiner adds a reference in the next Office 
action after applicant's rebuttal, and the newly added 
reference is added only as directly corresponding evi- 
dence to support the prior common knowledge find- 
ing, and it does not result in a new issue or constitute a 


new ground of rejection, the Office action may be 
made final. If no amendments are made to the claims, 
the examiner must not rely on any other teachings in 
the reference if the rejection is made final. If the 
newly cited reference is added for reasons other than 
to support the prior common knowledge statement 
and a new ground of rejection is introduced by the 
examiner that is not necessitated by applicant's 
amendment of the claims, the rejection may not be 
made final. See MPEP § 706.07(a). 

E. Summary 

Any rejection based on assertions that a fact is well- 
known or is common knowledge in the art without 
documentary evidence to support the examiner's con- 
clusion should be judiciously applied. Furthermore, as 
noted by the court in Ahlert, any facts so noticed 
should be of notorious character and serve only to 
"fill in the gaps" in an insubstantial manner which 
might exist in the evidentiary showing made by the 
examiner to support a particular ground for rejection. 
It is never appropriate to rely solely on common 
knowledge in the art without evidentiary support in 
the record as the principal evidence upon which a 
rejection was based. See Zurko, 258 F.3d at 1386, 59 
USPQ2d at 1697; AhlerU 424 F.2d at 1092, 165 USPQ 
421.< 

2144.04 Legal Precedent as Source of 
Supporting Rationale [R-l] 

As discussed in MPEP § 2144, if the facts in a prior 
legal decision are sufficiently similar to those in an 
application under examination, the examiner may use 
the rationale used by the court. Examples directed to 
various common practices which the court has held 
normally require only ordinary skill in the art and 
hence are considered routine expedients are discussed 
below. If the applicant has demonstrated the criticality 
of a specific limitation, it would not be appropriate to 
rely solely on case law as the rationale to support an 
obviousness rejection. 

I. AESTHETIC DESIGN CHANGES 

In re Seid, 161 F.2d 229, 73 USPQ 431 (CCPA 
1947) (Claim was directed to an advertising display 
device comprising a bottle and a hollow member in 
the shape of a human figure from the waist up which 
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(preparation of application in U.S. for foreign filing 
constitutes diligence); De Solms v. Schoenwald, 
15 USPQ2d 1507 (Bd. Pat. App. & Inter. 1990) (prin- 
ciples of diligence must be given to inventor's cir- 
cumstances including skill and time; requirement of 
corroboration applies only to testimony of inventor); 
Huelster v. Reiter, 168 F.2d 542, 78 USPQ 82 (CCPA 
1948) (if inventor was not able to make an actual 
reduction to practice of the invention, he must also 
show why he was not able to constructively reduce 
the invention to practice by the filing of an applica- 
tion). 

DILIGENCE REQUIRED IN PREPARING AND 
FILING PATENT APPLICATION 

The diligence of attorney in preparing and filing 
patent application inures to the benefit of the inventor. 
Conception was established at least as early as the 
date a draft of a patent application was finished by a 
patent attorney on behalf of the inventor. Conception 
is less a matter of signature than it is one of disclo- 
sure. Attorney does not prepare a patent application 
on behalf of particular named persons, but on behalf 
of the true inventive entity. Six days to execute and 
file application is acceptable. Haskell v. Coleburne, 
671 F.2d 1362, 213 USPQ 192, 195 (CCPA 1982). 
See also Bey v. KollonitscK 866 F.2d 1024, 
231 USPQ 967 (Fed. Cir. 1986) (Reasonable dili- 
gence is all that is required of the attorney. Reason- 
able diligence is established if attorney worked 
reasonably hard on the application during the continu- 
ous critical period. If the attorney has a reasonable 
backlog of unrelated cases which he takes up in chro- 
nological order and carries out expeditiously, that is 
sufficient. Work on a related case(s) that contributed 
substantially to the ultimate preparation of an applica- 
tion can be credited as diligence.). 

END OF DILIGENCE PERIOD IS MARKED BY 
EITHER ACTUAL OR CONSTRUCTIVE RE- 
DUCTION TO PRACTICE 

"[I]t is of no moment that the end of that period [for 
diligence] is fixed by a constructive, rather than an 
actual, reduction to practice." Justus v. Appenzeller, 
177 USPQ 332, 340-41 (Bd. Pat. Inter. 1971). 


2141 

2141 35 U.S.C. 103; the Graham Factual 
Inquiries 

35 U.S.C. 103. Conditions for patentability; non-obvious 
subject matter. 

(a) A patent may not be obtained though the invention is not 
identically disclosed or described as set forth in section 102 of this 
title, if the differences between the subject matter sought to be pat- 
ented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to which said subject matter 
pertains. Patentability shall not be negatived by the manner in 
which the invention was made. 

(b) ( ^Notwithstanding subsection (a), and upon timely elec- 
tion by the applicant for patent to proceed under this subsection, a 
biotechnological process using or resulting in a composition of 
matter that is novel under section 102 and nonobvious under sub- 
section (a) of this section shall be considered nonobvious if- 

(A) claims to the process and the composition of matter 
are contained in either the same application for patent or in sepa- 
rate applications having the same effective filing date; and 

(B) the composition of matter, and the process at the time 
it was invented, were owned by the same person or subject to an 
obligation of assignment to the same person. 

(2) A patent issued on a process under paragraph (1)- 

(A) shall also contain the claims to the composition of 
matter used in or made by that process, or , 

(B) shall, if such composition of matter is claimed in 
another patent, be set to expire on the same date as such other 
patent, notwithstanding section 154. 

(3) For purposes of paragraph (1), the term "biotechno- 
logical process" means- 

(A) a process of genetically altering or otherwise 
inducing a single- or multi-celled organism to- 

(i) express an exogenous nucleotide sequence, 

(ii) inhibit, eliminate, augment, or alter expression 
of an endogenous nucleotide sequence, or 

(iii) express a specific physiological characteristic 
not naturally associated with said organism; 

(B) cell fusion procedures yielding a cell line that 
expresses a specific protein, such as a monoclonal antibody; and 

(C) a method of using a product produced by a process 
defined by subparagraph (A) or (B), or a combination of subpara- 
graphs (A) and (B). 

(c) Subject matter developed by another person, which qual- 
ifies as prior art only under one or more of subsections (e), (f), and 
(g) of section 102 of this title, shall not preclude patentability 
under this section where the subject matter and the claimed inven- 
tion were, at the time the invention was made, owned by the same 
person or subject to an obligation of assignment to the same per- 
son. 
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STANDARD OF PATENTABILITY TO BE AP- 
PLIED IN OBVIOUSNESS REJECTIONS 

Patent examiners carry the responsibility of making 
sure that the standard of patentability enunciated by 
the Supreme Court and by the Congress is applied in 
each and every case . The Supreme Court in Graham v. 
John Deere, 383 U.S. 1, 148 USPQ 459 (1966), 
stated: 

Under § 103, the scope and content of the prior art are 
to be determined; differences between the prior art and the 
claims at issue are to be ascertained; and the level of ordi- 
nary skill in the pertinent art resolved. Against this back- 
ground, the obviousness or nonobviousness of the subject 
matter is determined. Such secondary considerations as 
commercial success, long felt but unsolved needs, failure 
of others, etc., might be utilized to give light to the cir- 
cumstances surrounding the origin of the subject matter 
sought to be patented. As indicia of obviousness or non- 
obviousness, these inquires may have relevancy. . . 

This in not to say, however, that there will not be diffi- 
culties in applying the nonobviousness test. What is obvi- 
ous is not a question upon which there is likely to be 
uniformity of thought in every given factual context. The 
difficulties, however, are comparable to those encountered 
daily by the courts in such frames of reference as negli- 
gence and scienter, and should be amenable to a case-by- 
case development. We believe that strict observance of the 
requirements laid down here will result in that uniformity 
and definitiveness which Congress called for in the 1952 
Act. 

Office policy is to follow Graham v. John Deere 
Co. in the consideration and determination of obvi- 
ousness under 35 U.S.C. 103. As quoted above, the 
four factual inquires enunciated therein as a back- 
ground for determining obviousness are as follows: 

(A) Determining the scope and contents of the 
prior art; 

(B) Ascertaining the differences between the 
prior art and the claims in issue; 

(C) Resolving the level of ordinary skill in the 
pertinent art; and 

(D) Evaluating evidence of secondary consider- 
ations. 

The Supreme Court reaffirmed and relied upon the 
Graham three pronged test in its consideration and 
determination of obviousness in the fact situations 
presented in Sakraida v. Ag Pro, Inc., 425 U.S. 273, 
189 USPQ 449, reh'g denied, 426 U.S. 955 (1976) 


and Anderson 's-Black Rock, Inc. v. Pavement Salvage 
Co., 396 U.S. 57, 163 USPQ 673 (1969). In each case, 
the Court discussed whether the claimed combina- 
tions produced a "new or different function" and a 
"synergistic result," but it clearly decided whether the 
claimed inventions were nonobviousness on the basis 
of the three-way test in Graham. Nowhere in its deci- 
sions in these cases does the Court state that the "new 
or different function" and "synergistic result" tests 
supersede a finding of nonobvious or obviousness 
under the Graham test. 

Accordingly, examiners should apply the test for 
patentability under 35 U.S.C. 103 set forth in Gra- 
ham. See below for a detailed discussion of each of 
the Graham factual inquiries. It should be noted that 
the Supreme Court's application of the Graham test to 
the fact circumstances in Ag Pro was somewhat strin- 
gent, as it was in Black Rock. Note Republic Indus- 
tries, Inc. v. Schlage Lock Co., 592 R2d 963, 200 
USPQ 769 (7th Cir. 1979). The Court of Appeals for 
the Federal Circuit stated in Stratoflex, Inc. v. Aero- 
quip Corp., 713 F.2d 1530, 1540, 218 USPQ 871, 880 
(Fed. Cir. 1983) that 

A requirement for "synergism" or a "synergistic effect" 
is nowhere found in the statute, 35 U.S.C. When present, 
for example in a chemical case, synergism may point 
toward nonobviousness, but its absence has no place in 
evaluating the evidence on obviousness. The more objec- 
tive findings suggested in Graham, supra, are drawn from 
the language of the statute and are fully adequate guides 
for evaluating the evidence relating to compliance with 35 
U.S.C. § 103. Bowser Inc. v. United States, 388 F. 2d 346, 
156 USPQ 406 (Ct. CI. 1967). 

BASIC CONSIDERATIONS WHICH APPLY TO 
OBVIOUSNESS REJECTIONS 

When applying 35 U.S.C. 103, the following tenets 
of patent law must be adhered to: 

(A) The claimed invention must be considered as 
a whole; 

(B) The references must be considered as a whole 
and must suggest the desirability and thus the obvi- 
ousness of making the combination; 

(C) The references must be viewed without the 
benefit of impermissible hindsight vision afforded by 
the claimed invention; and 

(D) Reasonable expectation of success is the stan- 
dard with which obviousness is determined. 
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STANDARD OF PATENTABILITY TO BE AP- 
PLIED IN OBVIOUSNESS REJECTIONS 

Patent examiners carry the responsibility of making 
sure that the standard of patentability enunciated by 
the Supreme Court and by the Congress is applied in 
each and every case . The Supreme Court in Graham v. 
John Deere, 383 U.S. 1, 148 USPQ 459 (1966), 
stated: 

Under § 103, the scope and content of the prior art are 
to be determined; differences between the prior art and the 
claims at issue are to be ascertained; and the level of ordi- 
nary skill in the pertinent art resolved. Against this back- 
ground, the obviousness or nonobviousness of the subject 
matter is determined. Such secondary considerations as 
commercial success, long felt but unsolved needs, failure 
of others, etc., might be utilized to give light to the cir- 
cumstances surrounding the origin of the subject matter 
sought to be patented. As indicia of obviousness or non- 
obviousness, these inquires may have relevancy. . . 

This in not to say, however, that there will not be diffi- 
culties in applying the nonobviousness test. What is obvi- 
ous is not a question upon which there is likely to be 
uniformity of thought in every given factual context. The 
difficulties, however, are comparable to those encountered 
daily by the courts in such frames of reference as negli- 
gence and scienter, and should be amenable to a case-by- 
case development. We believe that strict observance of the 
requirements laid down here will result in that uniformity 
and definitiveness which Congress called for in the 1952 
Act. 

Office policy is to follow Graham v. John Deere 
Co. in the consideration and determination of obvi- 
ousness under 35 U.S.C. 103. As quoted above, the 
four factual inquires enunciated therein as a back- 
ground for determining obviousness are as follows: 

(A) Determining the scope and contents of the 
prior art; 

(B) Ascertaining the differences between the 
prior art and the claims in issue; 

(C) Resolving the level of ordinary skill in the 
pertinent art; and 

(D) Evaluating evidence of secondary consider- 
ations. 

The Supreme Court reaffirmed and relied upon the 
Graham three pronged test in its consideration and 
determination of obviousness in the fact situations 
presented in Sakraida v. Ag Pro, Inc., 425 U.S. 273, 
189 USPQ 449, reh'g denied, 426 U.S. 955 (1976) 


and Anderson 's-Black Rock, Inc. v. Pavement Salvage 
Co., 396 U.S. 57, 163 USPQ 673 (1969). In each case, 
the Court discussed whether the claimed combina- 
tions produced a "new or different function" and a 
"synergistic result," but it clearly decided whether the 
claimed inventions were nonobviousness on the basis 
of the three-way test in Graham. Nowhere in its deci- 
sions in these cases does the Court state that the "new 
or different function" and "synergistic result" tests 
supersede a finding of nonobvious or obviousness 
under the Graham test. 

Accordingly, examiners should apply the test for 
patentability under 35 U.S.C. 103 set forth in Gra- 
ham. See below for a detailed discussion of each of 
the Graham factual inquiries. It should be noted that 
the Supreme Court's application of the Graham test to 
the fact circumstances in Ag Pro was somewhat strin- 
gent, as it was in Black Rock. Note Republic Indus- 
tries, Inc. v. Schlage Lock Co., 592 F.2d 963, 200 
USPQ 769 (7th Cir. 1979). The Court of Appeals for 
the Federal Circuit stated in Stratoflex, Inc. v. Aero- 
quip Corp., 713 F.2d 1530, 1540, 218 USPQ 871, 880 
(Fed. Cir. 1983) that 

A requirement for "synergism" or a "synergistic effect*' 
is nowhere found in the statute, 35 U.S.C. When present, 
for example in a chemical case, synergism may point 
toward nonobviousness, but its absence has no place in 
evaluating the evidence on obviousness. The more objec- 
tive findings suggested in Graham, supra, are drawn from 
the language of the statute and are fully adequate guides 
for evaluating the evidence relating to compliance with 35 
U.S.C. § 103. Bowser Inc. v. United States, 388 F. 2d 346, 
156 USPQ 406 (Ct. CI. 1967). 

BASIC CONSIDERATIONS WHICH APPLY TO 
OBVIOUSNESS REJECTIONS 

When applying 35 U.S.C. 103, the following tenets 
of patent law must be adhered to: 

(A) The claimed invention must be considered as 
a whole; 

(B) The references must be considered as a whole 
and must suggest the desirability and thus the obvi- 
ousness of making the combination; 

(C) The references must be viewed without the 
benefit of impermissible hindsight vision afforded by 
the claimed invention; and 

(D) Reasonable expectation of success is the stan- 
dard with which obviousness is determined. 
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Hodosh v. Block Drug Co., Inc., 786 F.2d 1136, 
1143 n.5, 229 USPQ 182, 187 n.5 (Fed. Cir. 1986). 

OBJECTIVE EVIDENCE MUST BE CONSID- 
ERED 

Objective evidence or secondary considerations 
such as unexpected results, commercial success, long- 
felt need, failure of others, copying by others, licens- 
ing, and skepticism of experts are relevant to the issue 
of obviousness and must be considered in every case 
in which they are present. When evidence of any of 
these secondary considerations is submitted, the 
examiner must evaluate the evidence. The weight to 
be accorded to the evidence depends on the individual 
factual circumstances of each case. Stratoflex, Inc. v. 
Aeroquip Corp., 713 F.2d 1530, 218 USPQ 871 (Fed. 
Cir. 1983); Hybritech, Inc. v. Monoclonal Antibod- 
ies, Inc., 802 F.2d 1367, 231 USPQ 81 (Fed. Cir. 
1986), cert, denied, 480 U.S. 947 (1987). The ulti- 
mate determination on patentability is made on the 
entire record. In re Oetiker, 911 F.2d 1443, 1446, 
24USPQ2d 1443, 1445 (Fed. Cir. 1992). 

See MPEP § 716- § 716.06 for a discussion of 
objective evidence and its role in the final legal deter- 
mination of whether a claimed invention would have 
been obvious under 35 U.S.C. 103. 

2141.01 Scope and Content of the Prior 
Art 

I. PRIOR ART AVAILABLE UNDER 35 U.S.C. 
102 IS AVAILABLE UNDER 35 U.S.C. 103 

"Before answering Graham's 'content' inquiry, it 
must be known whether a patent or publication is in 
the prior art under 35 U.S.C. § 102." Panduit Corp. v. 
Dennison Mfg. Co., 810 F.2d 1561, 1568, 1 USPQ2d 
1593, 1597 (Fed. Cir.), cert denied, 481 U.S. 1052 
(1987). Subject matter that is prior art under 
35 U.S.C. 102 can be used to support a rejection 
under section 103. Ex parte Andresen, 212 USPQ 100, 
102 (Bd. Pat. App. & Inter. 1981) ("it appears to us 
that the commentator [of 35 U.S.C.A.] and the [con- 
gressional] committee viewed section 103 as includ- 
ing all of the various bars to a patent as set forth in 
section 102."). 

A 35 U.S.C. 103 rejection is based on 35 U.S.C. 
102(a), 102(b), 102(e), etc. depending on the type of 
prior art reference used and its publication or issue 


2141.01 

date. For instance, an obviousness rejection over a 
U.S. patent which was issued more than 1 year before 
the filing date of the application is said to be a statu- 
tory bar just as if it anticipated the claims under 35 
U.S.C. 102(b). Analogously, an obviousness rejection 
based on a publication which would be applied under 
102(a) if it anticipated the claims can be overcome by 
swearing behind the publication date of the reference 
by filing an affidavit or declaration under 37 CFR 

I. 131. 

For an overview of what constitutes prior art under 
35 U.S.C. 102, see MPEP § 901 - § 901.06(d) and 
§2121 - §2129. 

II. SUBSTANTIVE CONTENT OF THE PRI- 
OR ART 

See MPEP § 2121 - § 2129 for case law relating to 
the substantive content of the prior art (e.g., availabil- 
ity of inoperative devices, extent to which prior art 
must be enabling, broad disclosure rather than pre- 
ferred embodiments, admissions, etc.). 

III. CONTENT OF THE PRIOR ART IS DE- 
TERMINED AT THE TIME THE INVEN- 
TION WAS MADE TO AVOID HINDSIGHT 

The requirement "at the time the invention was 
made" is to avoid impermissible hindsight. See 
MPEP § 2145, paragraph X.A. for a discussion of 
rebutting applicants' arguments that a rejection is 
based on hindsight. 

"It is difficult but necessary that the decisionmaker 
forget what he or she has been taught . . . about the 
claimed invention and cast the mind back to the time 
the invention was made (often as here many years), to 
occupy the mind of one skilled in the art who is pre- 
sented only with the references, and who is normally 
guided by the then-accepted wisdom in the art." W.L. 
Gore & Associates, Inc. v. Garlock, Inc., 721 F.2d 
1540, 220 USPQ 303, 313 (Fed. Cir. 1983), cert, 
denied, 469 U.S. 851 (1984). 

IV. 35 U.S.C. 103(c) — EVIDENCE REQUIRED 
TO SHOW CONDITIONS OF 35 U.S.C. 103 
APPLY 

An applicant who wants to avail himself or herself 
of the benefits of 35 U.S.C. 103(c) has the burden of 
establishing that subject matter which qualifies as 
prior art under subsection (e), (f) or (g) of section 
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because spending 25-35% of sales on marketing was 
not inordinate (mature companies spent 17-32% of 
sales in this market), and advertising served primarily 
to make industry aware of the product because this is 
not kind of merchandise that can be sold by advertis- 
ing hyperbole.). 
> 

II. < COMMERCIAL SUCCESS MUST 
FLOW FROM THE FUNCTIONS AND 
ADVANTAGES DISCLOSED OR INHER- 
ENT IN THE SPECIFICATION DESCRIP- 
TION 

To be pertinent to the issue of nonobviousness, the 
commercial success of devices falling within the 
claims of the patent must flow from the functions and 
advantages disclosed or inherent in the description in 
the specification. Furthermore, the success of an 
embodiment within the claims may not be attributable 
to improvements or modifications made by others. In 
re Vamco Machine & Tool, Inc., 752 R2d 1564, 
224 USPQ 617 (Fed. Cir. 1985). 
> 

III. < IN DESIGN CASES, ESTABLISHMENT 
OF NEXUS IS ESPECIALLY DIFFICULT 

Establishing a nexus between commercial success 
and the claimed invention is especially difficult in 
design cases. Evidence of commercial success must 
be clearly attributable to the design to be of probative 
value, and not to brand name recognition, improved 
performance, or some other factor. Litton Systems, 
Inc. v. Whirlpool Corp., 728 F.2d 1423, 221 USPQ 97 
(Fed. Cir. 1984) (showing of commercial success was 
not accompanied by evidence attributing commercial 
success of Litton microwave oven to the design 
thereof). 
> 

IV. < SALES FIGURES MUST BE ADE- 
QUATELY DEFINED 

Gross sales figures do not show commercial suc- 
cess absent evidence as to market share, Cable Elec- 
tric Products, Inc. v. Genmark, Inc., 770 F.2d 1015, 
226 USPQ 881 (Fed. Cir. 1985), or as to the time 
period during which the product was sold, or as to 
what sales would normally be expected in the market, 


Ex parte Standish, 10 USPQ2d 1454 (Bd. Pat. App. & 
Inter. 1988). 

716.04 Long-Felt Need and Failure of 
Others [R-2] 

> 

I. < THE CLAIMED INVENTION MUST 
SATISFY A LONG-FELT NEED WHICH 
WAS RECOGNIZED, PERSISTENT, AND 
NOT SOLVED BY OTHERS 

Establishing long-felt need requires objective evi- 
dence that an art recognized problem existed in the art 
for a long period of time without solution. The rele- 
vance of long-felt need and the failure of others to the 
issue of obviousness depends on several factors. First, 
the need must have been a persistent one that was rec- 
ognized by those of ordinary skill in the art. In re Ger- 
shon, 372 F.2d 535, 539, 152 USPQ 602, 605 (CCPA 
1967) ("Since the alleged problem in this case was 
first recognized by appellants, and others apparently 
have not yet become aware of its existence, it goes 
without saying that there could not possibly be any 
evidence of either a long felt need in the . . . art for a 
solution to a problem of dubious existence or failure 
of others skilled in the art who unsuccessfully 
attempted to solve a problem of which they were not 
aware."); Orthopedic Equipment Co., Inc. v. All 
Orthopedic Appliances, Inc., 707 F.2d 1376, 
217 USPQ 1281 (Fed. Cir. 1983) (Although the 
claimed invention achieved the desirable result of 
reducing inventories, there was no evidence of any 
prior unsuccessful attempts to do so.). 

Second, the long-felt need must not have been sat- 
isfied by another before the invention by applicant. 
Newell Companies v. Kenney Mfg. Co., 864 F.2d 757, 
768, 9 USPQ2d 1417, 1426 (Fed. Cir. 1988) 
(Although at one time there was a long-felt need for a 
"do-it-yourself window shade material which was 
adjustable without the use of tools, a prior art product 
fulfilled the need by using a scored plastic material 
which could be torn. "[0]nce another supplied the key 
element, there was no long-felt need or, indeed, a 
problem to be solved".) 

Third, the invention must in fact satisfy the long- 
felt need. In re Cavanagh, 436 F.2d 491, 168 USPQ 
466 (CCPA 1971). 
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> 

II. < LONG-FELT NEED IS MEASURED 
FROM THE DATE A PROBLEM IS IDEN- 
TIFIED AND EFFORTS ARE MADE TO 
SOLVE IT 

Long-felt need is analyzed as of the date the prob- 
lem is identified and articulated, and there is evidence 
of efforts to solve that problem, not as of the date of 
the most pertinent prior art references. Texas Instru- 
ments Inc. v. Int'l Trade Comm'n, 988 R2d 1165, 
1179, 26 USPQ2d 1018, 1029 (Fed. Cir. 1993). 
> 

III. < OTHER FACTORS CONTRIBUTING 
TO THE PRESENCE OF A LONG-FELT 
NEED MUST BE CONSIDERED 

The failure to solve a long-felt need may be due to 
factors such as lack of interest or lack of appreciation 
of an invention's potential or marketability rather than 
want of technical know-how. Scully Signal Co. v. 
Electronics Corp. of America, 570 F.2d 355, 196 
USPQ 657 (1st. Cir. 1977). 

See also Environmental Designs, Ltd. v. Union Oil 
Co. of Cal, 713 F.2d 693, 698, 218 USPQ 865, 
869 (Fed. Cir. 1983) (presence of legislative regula- 
tions for controlling sulfur dioxide emissions did not 
militate against existence of long-felt need to reduce 
the sulfur content in the air); In re Tiffin, 443 F.2d 
344, 170 USPQ 88 (CCPA 1971) (fact that affidavit 
supporting contention of fulfillment of a long-felt 
need was sworn by a licensee adds to the weight to be 
accorded the affidavit, as long as there is a bona fide 
licensing agreement entered into at arm's length). 

716.05 Skepticism of Experts 

"Expressions of disbelief by experts constitute 
strong evidence of nonobviousness." Environmental 
Designs, Ltd. v. Union Oil Co. ofCal, 713 R2d 693, 
698, 218 USPQ 865, 869 (Fed. Cir. 1983) (citing 
United States v. Adams, 383 U.S. 39, 52, 148 USPQ 
479, 483-484 (1966)) (The patented process con- 
verted all the sulfur compounds in a certain effluent 
gas stream to hydrogen sulfide, and thereafter treated 
the resulting effluent for removal of hydrogen sulfide. 
Before learning of the patented process, chemical 
experts, aware of earlier failed efforts to reduce the 
sulfur content of effluent gas streams, were of the 


opinion that reducing sulfur compounds to hydrogen 
sulfide would not adequately solve the problem.). 

"The skepticism of an expert, expressed before 
these inventors proved him wrong, is entitled to fair 
evidentiary weight, ... as are the five to six years of 
research that preceded the claimed invention." In re 
Dow Chemical Co., 837 F.2d 469, 5 USPQ2d 1529 
(Fed. Cir. 1988); Burlington Industries Inc. v. Quigg, 
822 F.2d 1581, 3 USPQ2d 1436 (Fed. Cir. 1987) (tes- 
timony that the invention met with initial incredulity 
and skepticism of experts was sufficient to rebut the 
prima facie case of obviousness based on the prior 
art). 

716.06 Copying 

Another form of secondary evidence which may be 
presented by applicants during prosecution of an 
application, but which is more often presented during 
litigation, is evidence that competitors in the market- 
place are copying the invention instead of using the 
prior art. However, more than the mere fact of copy- 
ing is necessary to make that action significant 
because copying may be attributable to other factors 
such as a lack of concern for patent property or con- 
tempt for the patentees ability to enforce the patent. 
Cable Electric Products, Inc. v. Genmark, Inc., 
770 F.2d 1015, 226 USPQ 881 (Fed. Cir. 1985). Evi- 
dence of copying was persuasive of nonobviousness 
when an alleged infringer tried for a substantial length 
of time to design a product or process similar to the 
claimed invention, but failed and then copied the 
claimed invention instead. Dow Chem. Co. v. Ameri- 
can Cyanamid Co., 837 F.2d 469, 2 USPQ2d 1350 
(Fed. Cir, 1987). Alleged copying is not persuasive of 
nonobviousness when the copy is not identical to the 
claimed product, and the other manufacturer had not 
expended great effort to develop its own solution. 
Pentec, Inc. v. Graphic Controls Corp., 776 F.2d 309, 
227 USPQ 766 (Fed. Cir. 1985). See also Vandenberg 
v. Dairy Equipment Co., 740F.2d 1560, 1568, 
224 USPQ 195, 199 (Fed. Cir. 1984) (evidence of 
copying not found persuasive of nonobviousness) and 
Panduit Corp. v. Dennison Manufacturing Co., 714 
F.2d 1082, 1098-99, 227 USPQ 337, 348, 349 (Fed. 
Cir. 1985), vacated on other grounds, 475 U.S. 809, 
229 USPQ 478 (1986), on remand, 810 F2d 1561, 
1 USPQ2d 1593 (Fed. Cir. 1987) (evidence of copy- 
ing found persuasive of nonobviousness where admit- 
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